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MISREPRESENTATION AND THE LINDSAY BILL: 
A STAB AT UNIFORMITY IN THE LAW OF 
UNFAIR COMPETITION*® * 


By Thomas B. Bracken 


The law of misrepresentation, the central doctrine of the 
nebulous common law of unfair competition, seeks to protect the 
commercial advantages which accrue to originators of new or 
improved products. Protection of a technological or artistic inno- 
vation against copying by a rival business firm may influence the 
competitive nature of the industry involved.’ For example, owner- 
ship of a crucial patent might enable a firm to monopolize a sig- 
nificant segment of an industry. And even when the market results 
are less drastic any grant of exclusive rights will give to the 
grantee a measure of noncompetitive profits.* But this protection 


may also stimulate invention, encourage investment of risk capital 
for the development of new products, and create a healthy atmos- 
phere of inter-firm disclosure.* Any effort to extend protection 
to inventors must be evaluated by balancing these conflicting 
policies. 





Reprinted by permission from the Yale Law Journal, Vol. 70, No. 3, January, 


100.30—-FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES )—ACT OF 1946— 
IN GENERAL. 

500.22a—COURTS—DRESS OF GOODS—FUNCTIONAL FEATURES. 

500.6—cOURTS—JURISDICTION. 

800.3—OTHER STATUTES—FEDERAL TRADE COMMISSION. 

1. See generally Handler, Unfair Competition, 21 Iowa L. Rev. 175, 214 (1936) 
(discussing the distinction and correlation between unfair competition protection and 
the antitrust laws). 

2. See generally Machlup, An Economic Review of the Patent System, Study No. 
15 of the Subcommittee on Patents, Trademarks, and Copyrights, of the Senate Com 
mittee on the Judiciary, pursuant to S. 236, 85th Cong., 2d Sess., at 10-12 (1958) (dis 
cussing abuses of the patent monopoly) 

3. See Frost, The Patent System and the Modern Economy, Study No. 2 of the 
Subcommittee on Patents, Trademarks, and Copyrights of the Senate Committee on the 
Judiciary, pursuant to S. 167, 84th Cong., 2d Sess., at 5 (1957). 

4. Id. at 1-19; Bush, Proposals for Improving the Patent System, Study No. 1 
of the Subcommittee on Patents, Trademarks, and Copyrights of the Senate Committec 
on the Judiciary, pursuant to S. 167, 84th Cong., 2d Sess., at 1-8 (1957) ; CHAMBERLIN, 
THe THEORY OF MONOPOLISTIC COMPETITION 57-59 (7th ed. 1956). 


339 





340 THE TRADEMARK REPORTER 








In three areas—patents, trademarks, and copyrights—Con- 
gress has explicitly determined in favor of protection. The present 
Patent Act provides: 


| W Jhoever invents or discovers any new and useful process, 
machine, manufacture, or composition or matter, or any new 
and useful improvements thereof, may obtain a patent... .° 
[unless]... the differences between the subject matter sought 
to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the 
art to which said subject matter pertains.° 


In practice, the actual protection granted by the Patent Act is 
limited. Although completely novel products may easily be pat- 
ented,’ a rearrangement of parts or the addition of some new 
features to an existing product may enmesh the courts in extremely 
difficult technical investigations aimed at ascertaining whether the 
test of patentability is met.* Not all “useful expedients”® and im- 
provements*°—modifications of a product which enhance its serv- 
iceability—rise to the status of “invention.” And even when the 
test of patentability is satisfied as to a product, protection against 
infringement by another producer does not preclude all imitation. 
A court must determine whether the newcomer’s product accom- 
plishes substantially the same result in substantially the same 
manner as that described by the patent.” 

A similar protection is afforded to literary and artistic prop- 
erty by the Copyright Act.’* Although comparable in purpose to 
the Patent Act, this act affords the copyright holder less effective 





66 Stat. 797 (1952), 35 U.S.C. § 101 (1958). 


66 Stat. 798 (1952), 35 U.S.C. § 103 (1958). 

7. See Schering Corp. v. Gilbert, 153 F.2d 428 (2d Cir. 1946). Other elements may 
also enter into the determination. “Where novelty, utility, commercial success, imitation 
by those skilled in the art, and the practical satisfaction of a need long before recognized 
but unfulfilled are shown... the finding that the product ... was the result of inventive 
thought is amply supported. ...” Jd. at 451-32. 

8. Compare Allied Wheel Prod., Inc. v. Rude, 206 F.2d 752, 763 (6th Cir. 1953) 
(“Where an inventor rearranges or readjusts old elements, or uses their equivalents, to 
make a new structure in which each part operates substantially as in the old, and with 
the same results, while this may have required the exercise of a high degree of mechanical 
skill, the result is not invention.”), with Weil Pump Co. v. Chicago Pump Co., 74 F.2d 
13, 16 (7th Cir. 1934) (“[E]ven though the elements are old, if the result produced 
by such combined use is new, or if it be an old result produced in a more facile and 
efficient way then theretofore, the patent is valid.”), and American Chain § Cable Co. 
v. Rochester Rope s, Inc., 199 F.2d 325, 327 (4th Cir. 1952). 

9. See American Safety Table Co. v. Schreiber, 269 F.2d 255, 266 (2d Cir. 1959). 

10. See Allied Wheel Prods., Inc. v. Rude, 206 F.2d 752, 762 (6th Cir. 1953). 

11. See Merrill v. Builders Ornamental Iron Co., 197 F.2d 16, 20 (10th Cir. 1952). 
12. 61 Stat. 652 (1947), 17 U.S.C. $1 (1958). 
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protection. For example, duplication of the copyrighted work is 
permitted if the newcomer did not know of its existence.’ 


The Trademark Act, the third instrument of legislative pro- 


tection, serves both to promote technological and literary achieve 
ment and to prevent customer confusion between different pro- 
ducers.’* A mark may be registered unless it is merely descriptive, 
deceptively misdescriptive, or merely a surname.”® In practice, 
this test is not rigidly applied at the time of registration; many 
trademarks which are solely descriptive do pass the scrutiny of 
the registrar. If a trademark has been improperly registered, 
however, another producer is not permanently barred from using 
it; the validity of the registration may be reopened in an infringe- 
ment suit.*” Prior to 1946, statutory trademark protection was not 
upheld unless the alleged infringement concerned a product evi- 
dencing “substantially the same descriptive properties” as the 
trademarked item.’* The Lanham Act of 1946 greatly expanded 
the statutory trademark protection, by establishing likelihood of 
confusion, mistake, or deception of purchasers as to source as the 
test of infringement,’® and by deleting the requirement that the 
products be in the same general class of merchandise. There are 
three alleged advantages of federal registration: federal jurisdic- 


See Barton Candy Corp. v. Tell Chocolate Novelties Corp., 178 F. Supp. 577, 
1959). See generally HOWELL, COPYRIGHTS 1-2 (Practising Law Inst 


60 Stat. 427 (1946), 15 U.S.C. § 1051 (1958). 
. See generally CHAMBERLIN, op. cit. supra note 4, at 60-62; Rogers, Intro 
to RoBERTS, THE New TRADE-MARK MANUAL xii (1957). 

16. 60 Stat. 428 (1946), 15 U.S.C. §6 1052(e) (1958 

17. See, e.g., Norwich Pharmacal Co. vy. Sterling Druaq, Inc., 271 F.2d 
50 TMR 349 (2d Cir. 1959); Anderson vy. National Broadcasting Co., 178 F 
766 (S.D.N.Y. 1954) (“The registration of the title . .. conferred no g 
upon the plaintiff than he enjoyed at common law.”). Even if the mark 
statutory requirement it may not be judicially protected unless 
unfair competition is met. See notes 38-59 infra. 

18. Act of Feb. 20, 1905, ch. 592, § 16, 33 Stat. 728. The following g 
goods were held to be in the same class under the statute: cameras and bicycl 
and flour, liniment and toilet soap, bread and flour, chicken feed and ani 
clothes and hats, automobiles and radio tubes, and beer and malt. See Lunsford 
mark Infringement and Confusion of Source: Need for Supre me Court Actior 
L. Rev. 214, 216 nn. 4-10, 39 TMR 520 (1949) (collecting cases). However, 1 
afforded under the law of unfair competition if there was a likelihood that 
would suppose both products originated from the same source. See Yale 
v. Robertson, 26 F.2d 972, 18 TMR 321 (2d Cir. 1928) (locks and flashlig 
Co. v. Thompson Hludson Co., 200 Fed. 509, 15 TMR 1 (6th Cir. 1924), ce 
273 U.S. 706 (1926) (hats and magazines); Lunsford, supra, at 217-18. 

19. 60 Stat. 437 (1946), 15 U.S.C. §1114(1)(a) (1958). But see California Fruit 
Growers Exch. v. Sunkist Baking Co., 166 F.2d 971, 38 TMR 188 (7th Cir. 1947 
S. C. Johnson & Son, Inc. v. Johnson & Johnson, 266 F.2d 129, 136, 49 TMR 466 
Cir. 1959). For a discussion of the SUNKIST case, see Lunsford, supra note 18, at 22 
These cases would seem to deny the extended coverage which the Lanham Act ] 
to give. 
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tion,” treble damages,” and prima facie proof of date of first 
use.** 

In addition to these statutory provisions, an innovator can 
sometimes claim relief against unauthorized copying under the 
common law doctrine of misrepresentation, which extends protec- 
tion to trademarks and products not covered by federal legislation 
and, to a limited degree, to patentable products and registrable 
marks where the statutory protection has not been invoked or the 
protection period has lapsed. But the sharp lack of uniformity 
in recent decisions of the Second Circuit and the New York state 
courts indicates that existing standards of recovery in these mis- 
representation cases are in need of reexamination. This Comment 
will examine the bases of the existing doctrines, suggesting a more 
meaningful concept of recovery which could be embodied in uni- 
form federal legislation. 


Existing Standards of Recovery 


When one party has created customer awareness of a product, 
he has established a prospective commercial advantage; a rival 
will not be permitted to interfere with this advantage by diverting 
customers to himself through simulating the original product. 
Simulation in this sense may entail misrepresentation either as 
to the source of the product or to its identity. Essentially a tort 
concept,” misrepresentation was first viewed as a form of deceit 
which rendered the copier liable only to purchasers of the prod- 
uct.** But courts have since recognized that misrepresentation 
frequently causes more harm to the originator than to the pur- 





20. See $39, 60 Stat. 440 (1946), as amended, 15 U.S.C. §1121 (1958). Some 
courts consider this to be the sole benefit of registration. See Standard Brands, Inc. v. 
Smidler, 151 F.2d 34, 36, 35 TMR 277 (2d Cir. 1945); Selchow g& Righter Co. v. Western 
Printing & Lithographing Co., 142 F.2d 707, 709 (7th Cir. 1944); Industrial Rayon 
Corp. v. Dutchess Underwear Corp., 92 F.2d 33, 35, 27 TMR 665 (2d Cir. 1937). 

21. § 35, 60 Stat. 439 (1946), as amended, 15 U.S.C. § 1117 (1958). 

22. §7, 60 Stat. 430 (1946), as amended, 15 U.S.C. §1057(b) (1958). See dis- 
cussion in Developments in the Law—Trade-Marks and Unfair Competition, 68 Harv. 
L. Rev. 814, 828 (1955). In addition to the three reasons stated in the text for federal 
registration, one court has announced that the sole reason for registration is to allow 
United States citizens the opportunity to register in foreign countries pursuant to 
treaties. James Heddon’s Sons vy. Millsite Steel & Wire Works, Inc., 128 F.2d 6, 9, 
32 TMR 410 (6th Cir. 1942). 

23. See 3 RESTATEMENT, TorTS, Introductory Note to ch. 35, at 538-39 (1934) ; 
Handler, supra note 1, at 180. See generally Prosser, Torts $86 (2d ed. 1955). 

24. 3 RESTATEMENT, TorTS, Introductory Note to ch. 35, at 539 (1934); PROSSER, 
Torts § 86, at 522 (2d ed. 1955). See also Rosenberg Bros. § Co. v. Elliott, 3 F.2d 682, 
15 TMR 295 (E.D. Pa. 1925). 





Vol. 51 TMR- ; STATUTORY UNFAIR COMPETITION 343 


chasers, and have allowed the former a direct cause of action 
against the copier for actual or threatened loss of business.*° 


Secondary Meaning 


Perhaps the most frequently invoked concept in this area is 
‘secondary meaning.” As applied in cases of copying of goods, 
secondary meaning means that the consumer identifies a product 
with its producer, that he cares who makes the product, and that 
he purchases the product because he knows who produced it.** As 
stated by Judge Learned Hand in Crescent Tool Co. v. Kilborn & 
Bishop Co.,” “the appearance of the article ... [must have] be- 
come associated in the public mind with the first comer as manu- 
facturer or source, and, ... if a second comer imitates the article 
exactly, ... the public will believe his goods have come from the 
first, and will buy, in part, at least, because of that deception.” 
To form the basis of an action for unfair competition, the asso- 
ciation between the appearance of the product and its producer 
must exist at the time of the copying, rather than the time when 
the action is brought.” 


‘ 


The application of this ostensibly broad concept is severely 
limited by the requirement that the secondary meaning attach to a 
“nonfunctional” aspect of the product. This limitation is intended 
to mesh the common law recovery with the Patent Law which, 
while not explicitly so phrased, extends protection only to fune- 
tional items.*° But the scope of the limitation is unclear, because 


25. 
mark Protection, 40 Harv. L. Rev. 813, 819-22, 22 TM Buu. 139 (1927). 

26. See, e.g., Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 118, 28 TMR 569 
(1938) (“the plaintiff ... must show that the primary significance of the term in the 
minds of the consuming public is not the product but the producer’) ; accord, Lucien 


25. See Handler, supra note 1, at 179-180; Schechter, The Rational Basis of Trad: 


Lelong, Inc. v. Lander Co., 164 F.2d 395, 397, 38 TMR 57 (2d Cir. 1947); American 
Fork §& Hoe Co. Vv. Stampit Corp., 125 F.2d 472, 475-76, 32 TMR 149 (6th Cir. 1942) ; 
Sinko v. Snow-Craggs Corp., 105 F.2d 450, 453, 29 TMR 524 (7th Cir. 1939). 

27. 247 Fed. 299, 8 TMR 177 (2d Cir. 1917). 

28. Id. at 300; 8 TMR at 178. 

29. See Mavco, Inc. v. Hampden Sales Ass’n, 273 App. Div. 297, 302, 77 N.Y.S.2d 
510, 515, 38 TMR 568 (1948). Courts reason that “there can be no larceny” unless the 
title of the first comer is better than the second, and this is measured by the secondary 
meaning test. Upjohn Co. vy. Merrill Chem. Co., 269 Fed. 209, 214, 11 TMR 87 (6th 
Cir. 1920); accord, Lucien Lelong, Inc. v. Lander Co., 164 F.2d 395, 397, 38 TMR 57 
(2d Cir. 1947). 

30. See 1 Nims, UNFAIR COMPETITION AND TRADE-MARKS § 134 (4th ed. 1947) (“a 
monopoly more effective than that of the unobtained patent in the ratio of eternity to 
seventeen years”). See also, Marvel Co. v. Pearl, 133 Fed. 160, 161 (2d Cir. 1904). 

gut the Patent Act does not protect all features which the courts deem functional. 
Features which do not meet the tests of patentability, notes 10-15 supra and accompany 
ing text, may still be classified by the courts as functional, either because they have 
“utility” or increase the commercial value of the product, notes 31-32 infra and accom 
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in this context courts have defined “functional” in two ways. Some 
courts have required that, to be functional, the item must add to 
the “utility” of the product. Others have looked instead to 
whether the feature enhances the commercial success of the prod- 
uct.*? For example, in one case the court held that the pink color 
of PEPTO-BISMOL was functional.* 

Even if a narrow construction of “functional” is adopted, the 
evidence required to establish a secondary meaning is often very 
difficult to produce. Plaintiff must prove that customers care who 
manufactures the product and buy it because of this source iden- 
tification.** Plaintiff must also prove that the source is identified 
by the nonfunctional features which have been imitated, and that 
source-conscious purchases are motivated by these rather than any 
functional identifying features.** This requirement is sometimes 
relaxed, however, by courts’ taking judicial notice that a product 





panying text. By inclusion of the nonpatentable features in the functional category, 
the courts may be reflecting the theory that federal legislation has preempted the field 
of regulating product copying except for those features which the courts call “non- 
essential.” See notes 104, 169 infra and accompanying text. 

31. See, e.g., American-Marietta Co. v. Krigsman, 275 F.2d 287, 290, 50 TMR 498 
(2d Cir. 1960); West Point Mfg. Co. v. Detroit Stamping Co., 222 F.2d 581, 591, 45 
TMR 795 (6th Cir. 1955); Marvel Co. v. Pearl, 133 Fed. 160, 161 (2d Cir. 1904) ; 
Haeger Potteries y. Gilner Potteries, 123 F. Supp. 261, 271 (S.D. Cal. 1954) (“Whether 
an ash tray is round, oblong, egg-shaped, square, or of free form, makes no difference 
as to its utility or usefulness in holding ashes. ... If the aesthetic quality of the form 
were held to be functional, then every feature of a product, even the ornamental and 
nonutilitarian, would be functional.’’). 

32. See 3 RESTATEMENT, TorTS § 742 (1934) which states in pertinent part: “when 
goods are bought largely for their aesthetic value, their features may be functional 
because they definitely contribute to that value....” This definition has been employed 
by courts to deny protection to features which seem to be used primarily for distinguish- 
ing purposes, See Wm. R. Warner & Co. v. Eli Lilly & Co., 265 U.S. 526, 531, 14 TMR 
247 (1924); Pagliero v. Wallace China Co., 198 F.2d 339, 343, 42 TMR 839 (9th Cir. 
1952) (“If the particular feature is an important ingredient in the commercial success 
of the product, the interest in free competition permits its imitation in the absence of 
a patent or copyright.”) ; Shredded Wheat Co. v. Humphrey Cornell Co., 250 Fed. 960, 
964-65, 8 TMR 369 (2d Cir. 1918) (form, eolor, and size held functional features) ; 
Columbus Plastic Prods. vy. Rona Plastic Corp., 111 F. Supp. 623, 627 (S.D.N.Y. 1953) ; 
Smith, Kline §& French Laboratories v. Waldman, 69 F. Supp. 646, 648 (E.D. Penn. 
1946). 
33. Norwich Pharmacal Co. vy. Sterling Drug, Inc., 271 F.2d 569, 572, 50 TMR 
349 (2d Cir. 1959) (in which the court reasoned that if the color motivated sales it 
was functional since a “rejected stomach medicine scarcely has a fair opportunity to 
fulfill its funetion’’). 

34. There may often be confusion of products or source without any knowledge or 
eare of who that source is. In Columbus Plastic Prods. v. Rona Plastic Corp., 111 F. 
Supp. 623, 626 (S.D.N.Y. 1953), the plaintiff’s witness testified that she was attracted 
by plaintiff’s advertisement in the newspaper and “wanted a cookie jar to match it.” 
But the jar she actually purchased was manufactured by the defendant, unbeknown to 
her. There was testimony of other similar incidents, but none of the witnesses stated 
that they knew or cared who the manufacturer was. No recovery was granted. See Stern, 
Buyer Indifference and Secondary Meaning in Unfair Competition and Trademark Cases, 
32 Conn. Bar J. 381, 385, 395-98 (1958) (discussing the improbability of proving that 
knowledge of a particular source motivated customer purchases). 

35. If the nonfunctional features merely contribute to the confusion, recovery will 
not be granted; it must be shown that they were the reason for the confusion. See 
American-Marietta Co. v. Krigsman, 275 F.2d 287, 290, 50 TMR 498 (2d Cir. 1960). 
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has acquired a secondary meaning.*® Once the secondary meaning 
of the nonfunctional feature has been established, plaintiff must 
then show that the newcomer’s imitation of the feature will con- 
fuse the consumer. It is not necessary, however, to prove instances 
of actual confusion. Courts will find the imitation actionable if 
they find that there is simply a “likelihood” of confusion.” 

In cases where the second comer has copied a trademark or 
trade name, the secondary meaning doctrine has a broader sig- 
nificance. As in the case of copied goods, the concept may mean 
that the customer identifies the mark or name with its particular 
source, and that he purchases the product because he relies on 
the known source. In addition, however, most courts have held 
that a mark or name ean acquire secondary meaning if the cus- 
tomer, without knowing the source of the product, purchases in 
direct reliance on the format, symbols, or words comprising the 
mark or name.** This interpretation, in effect, obviates the re- 
quirement that plaintiff prove consumer concern for the actual 
source. A few courts have gone to the opposite extreme, requiring 
that the customer identify the mark or name with both the product 
and the source.* 


Palming Off 


The concept of palming off is used to characterize the situa- 
tion in which copying the first comer’s product misleads customers, 
not as to the source of the product, but as to the product itself. 


36. See, e.g., Vaudable vy. Montmartre, Inc., 20 Mise. 2d 757, 193 N.Y.S.2d 332, 
334-35, 49 TMR 1212 (N.Y. Sup. Ct. 1959). 

37. See, e.g., Briddell, Inc. vy. Alglobe Trading Corp., 194 F.2d 416, 419-20, 42 
TMR 207 (2d Cir. 1952); Tourneau v. Tishman & Lipp, 119 F. Supp. 593, 597 (S.D. 
N.Y. 1953) ; Maveo Inc. v. Hampden Sales Ass’n, 273 App. Div. 297, 77 N.Y.S.2d 510, 
38 TMR 568 (1948). 

38. The policy reason behind this special treatment of trademarks is that the mark 
is itself an indicia of origin, indicating that the goods to which the mark affixed emanate 
from a common source. See 3 RESTATEMENT, TorTS § 715 (1934). The mark or name 
may achieve a secondary significance connoting to consumers a particular type of product 
with a recognized quality, even though the particular manufacturer may not be known 
to consumers, See, e.g., Mishawaka Rubber & Woolen Mfg. Co. v. 8S. S. Kresge Co., 316 
U.S. 203, 207-208, 32 TMR 254 (1942); Tas-T-Nut Co. yv. Variety Nut g& Date Co., 245 
F.2d 3, 7, 47 TMR 1073 (6th Cir. 1957); Saalfield Pub. Co. v. G. & C. Merriam Co., 238 
Fed. 1, 8, 7 TMR 110 (6th Cir. 1917); Automatic Washer Co. v. Easy Washing Mach. 
Corp., 98 F. Supp. 445, 450, 41 TMR 689 (N.D.N.Y. 1951); National Design Center, 
Inc. v. 58d St. Design Center, Inc., 125 USPQ 596, 597 (N.Y. Sup. Ct. 1960). 

39. See Sylvania Elec. Prod., Inc. v. Dura Elec. Lamp Co., 144 F. Supp. 112, 121, 
47 TMR 51 (D.N.J. 1956) where recovery was denied because plaintiff did not show 
that customers associated its blue dot trademark with itself as producer in addition to 
the association with light bulbs. Accord, Selchow §& Righter Co. v. Western Printing & 
Lithographing Co., 142 F.2d 707, 709 (7th Cir. 1944). These cases seem to ignore the 
purpose of a trademark of creating customer reliance on symbols and words instead 


of on the actual name of the manufacturer. See Schechter, supra note 25. 
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The particular source of the product need not be known to the 
customer, nor is any actual reliance on the reputation of the first 
comer required.*®° As seen from the vantage point of the first 
comer, the injury caused by the predatory conduct of the second 
comer is the same whether secondary meaning or palming off is 
involved—sales are diverted from the first comer for the advan- 
tage of the second. The difference between the two concepts lies 
in the subjective intent and satisfaction of the consumer. If the 
purchaser knows the manufacturer of product X and buys X 
rather than Y or Z—functionally identical competing products— 
because he relies on the business skills of this manufacturer or 
because he is motivated by a sense of loyalty thereto, secondary 
meaning has attached to product X. On the other hand, the cus- 
tomer may intend to purchase product X without knowledge of its 
manufacturer, simply because he is familiar with the product 
itself or because the product by design or appearance has been 
commended to him. If in this case the customer is deceived into 
buying product Y, there is no secondary meaning, but product Y 
has been palmed off. In other words, if customer concern is di- 
rected solely to the product, there may be palming off, but if the 
element of concern is transferred from the product to its manu- 
facturer the product has acquired a secondary meaning. 

Many courts bandy about the terms “secondary meaning” and 
“nalming off” quite freely, but few ever take the trouble to define 
the substantive content of the term as used in the particular con- 
text.** In some instances this may have been done deliberately, 
to relax or else to make more stringent the doctrine under which 
the court was bound. For example, some courts adhering to the 
secondary-meaning doctrine have transformed “source” into “ecom- 
mon source” or “anonymous source,” thus obviating the necessity 
of proving reliance on a particular source. Support for this ex- 





40. See, e.g., West Point Mfg. Co. v. Detroit Stamping Co., 222 F.2d 581, 586, 595 
5 TMR 795 ‘6th Cir. 1955); Smith, Kline & French Lab. v. Clark & Clark, 157 
(3d Cir. 1946); Enterprise Mfg. Co. v. Landers, Frary & Clark, 131 Fed. 240, 241 
Cir. 1904) ; Syracuse China Corp. v. Stanley Roberts, Inc., 180 F. Supp. 527, 528 
.D.N.Y. 1960) ; Barton Candy Corp. v. Tell Chocolate Novelties Corp., 178 F. Supp. 
577, 583 (E.D.N.Y. 1959). 

41. In General Time Instruments Corp. v. United States Time Corp., 165 F.2d 853, 
854-58, 38 TMR 172 (2d Cir. 1948) the court considered palming off and secondary 
meaning as if they were alternative remedies, while in Huston v. Buckeye Bait Corp., 
145 F. Supp. 600 (S.D. Ohio 1956) the court combined the two tests into a single 
ground of recovery. See text accompanying notes 144-54 infra. 

42. See. e.g., Remington Research, Inc. v. Modern Aids, Inc., 170 F. Supp. 7, 11 
(S.D.N.Y. 1959): Mastercrafters Clock & Radio Co. vy. Vacheron & Constantin-Le Coultre 
Watches, Inc., 221 F.2d 464, 466, 45 TMR 702 (2d Cir. 1955); Shredded Wheat Co. 
v. Humphrey Cornell Co., 250 Fed. 960, 963, 8 TMR 369 (2d Cir. 1918). See also 
Hawley Prods. Co. v. United States Trunk Co., 259 F.2d 69, 77 (1st Cir. 1958). 
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tension is frequently sought in Judge Hand’s statement in Cres- 
cent Tool, defining source as “some particular person,” although 

. individually known.”** But to interpret this wording as 
authority for the proposition that association with an unknown 
source is itself sufficient for secondary meaning seems unwar- 
ranted in view of the quite restricted language of the body of 
the opinion. In other cases secondary meaning has been diluted 
by omitting reference to the requirement that the customer must 
eare who manufactures the product and must be motivated to buy 
because of this feeling of loyalty.** On the other hand, some courts, 
apparently using the palming-off test, have adopted a more hostile 
attitude toward recovery, and have required plaintiffs to prove all 
the elements of the secondary meaning test.*® In these cases, how- 
ever, the words “palming off” may have been used without being 
aware that these words connote a specific theory to other courts; 
the court may actually have intended to articulate the secondary- 
meaning test. Many of the apparent inconsistencies in the law of 
unfair competition are traceable to such instances of imprecise 
terminology. 


Confusion 


Language in several other cases suggests that product or 
trademark imitation which causes “confusion” may give rise to a 
distinct action for unfair competition.*® Courts using this term, 
however, often fail to stipulate the nature of the actionable con- 
fusion—whether there was confusion as to the source of the prod- 
uct, or confusion as to the nature of the product itself. In any 
event, this concept seems to add little to the existing notions of 
unfair competition. Both the secondary-meaning and palming-off 
tests implicitly require that the imitated product create confu- 





(2d Cir. 1917). 

44. See Automatic Washer Co. v. Easy Washing Mach. Co., 98 F. Supp. 445, 450, 
41 TMR 689 (N.D.N.Y. 1951). 

45. Airolite Co. v. Fiedler, 147 F.2d 496, 498 (2d Cir. 1945); Lewis v. Vendome 
Bags, Inc., 108 F.2d 16, 18, 30 TMR 217 (2d Cir. 1939); cf. Flint v. Oleet Jewelry 
Mfg. Co., 133 F. Supp. 459, 464, 45 TMR 1178 (S.D.N.Y. 1955) (“While unfair com- 
petition was originally applied to the palming off of one’s goods as those of a rival 
trader, and therefore required proof of an established secondary meaning, this limited 
view has been considerably broadened in recent years... .”). 

46. See Fancee Free Mfg. Co. v. Fancy Free Fashions, Inc., 148 F. Supp. 825, 
830-32, 47 TMR 610 (S.D.N.Y. 1957); Flint v. Oleet Jewelry Mfg. Co., 133 F. Supp. 
459, 464-65, 45 TMR 1178 (S.D.N.Y. 1955); Ronson Art Metal Works, Inc. v. Gibson 
Lighter Mfg. Co., 3 App. Div. 2d 227, 231, 159 N.Y.S.2d 606, 610, 47 TMR 628 (1957); 
Oneida, Ltd. v. National Silver Co., 25 N.Y.8.2d 271, 292, 31 TMR 64 (N.Y. Sup. Ct. 
1940). 
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sion—source confusion or product confusion. Thus, the cases 
which emphasize the element of confusion are probably best re- 
garded as incomplete discussions of one of the two other theories.“ 

In so far as these cases do discuss the requirement that the 
limited product must confuse customers, they sometimes show a 
relaxation in plaintiff’s proof burden on this issue. By requiring 
only a likelihood of confusion, some courts have completely elimi- 
nated the necessity of customer testimony.** This enables the court 
to grant relief whenever the fact finder determines that confusion 
is likely to result from the copying. The “tendency to confuse” 
doctrine can also be used prospectively, to afford recovery where 
there is a likelihood that confusion will be created at some future 
time. For example, one court found that a small T.V. repair shop 
in Buffalo, doing business as Ed Sullivan’s Radio and T.V. Shop, 
would not cause confusion with the columnist and T.V. personality, 
but granted recovery on the theory that the local business was 
eapable of expanding into a national organization which would be 
likely to cause confusion.*® 


Intent 


The element of intent is absent in all of the concepts dis- 
cussed thus far; if the standards of recovery are met protection 
is given regardless of the second comer’s motives.” But if plaintiff 
ean prove that the copier deliberately intended to deceive the 
public, relief will sometimes be granted even though no proof is 
adduced of the actual effect of defendant’s conduct.” Proof of 








47. Compare Barton Candy Corp. v. Tell Chocolate Novelties Corp., 178 F. Supp. 
577, 583 (E.D.N.Y. 1959) (packaging copying), with Enterprise Mfg. Co. v. Landers, 
Frary § Clark, 131 Fed. 240, 241 (2d Cir. 1904) (product copying). 

48. This has occurred principally in trademark and trade name cases. See, e.g., 
Mershon Co. v. Pachmayr, 220 F.2d 879, 884, 45 TMR 560 (9th Cir. 1955); American 
Chicle Co. v. Topps Chewing Gum, Inc., 208 F.2d 560, 562, 44 TMR 414 (2d Cir. 1953) 
(“although the defendant’s ‘make-up’ is not ‘likely to cause confusion’ among attentive 
buyers, there is a substantial minority, ‘likely’ to be mislead”); Harvey Mach. Co. vy. 
Harvey Aluminum Corp., 9 Mise. 2d 1078, 1081, 175 N.Y.S.2d 288, 292, 47 TMR 1004 
(N.Y. Sup. Ct. 1957). See also Oneida, Ltd. v. National Silver Co., 25 N.Y.S.2d 271, 
288-89, 31 TMR 64 (N.Y. Sup. Ct. 1940) (an example of the type of customer testi- 
mony made unnecessary by the “likelihood of confusion” test). 

49. Sullivan v. Ed Sullivan Radio & T.V. Inc., 1 App. Div. 2d 609, 152 N.Y.S.2d 
227, 46 TMR 954 (1956). Fear of laches if suit was delayed was also given as a reason. 
Id. at 611, 152 N.Y.S.2d at 230. 

50. See, e.g., Avon Periodicals Inc. vy. Ziff-Davis Pub. Co., 113 N.Y.8.2d 737, 743, 
42 TMR 666 (N.Y. Sup. Ct. 1952); Harvey Mach. Co. v. Harvey Aluminum Corp., 9 
Mise. 2d 1078, 1080, 175 N.Y.S.2d 288, 292, 47 TMR 1004 (N.Y. Sup. Ct. 1957). See 
also, Lunsford, Unfair Competition: Uniform State Act Needed, 44 Va. L. Rev. 583, 
598-99 & n. 81 (1958). 

51. Recovery on the basis of wrongful intent alone is generally limited to trade- 
mark and trade name eases. See, e.g., Industrial Plants Corp. v. Industrial Liquidating 
Co., 4 App. Div. 2d 34, 35, 162 N.Y.S.2d 404, 405, 47 TMR 348 (1957); Tiffany ¢ 
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actual intent to deceive may also relieve plaintiff of the burden 
of proving secondary meaning in jurisdictions which usually allow 
recovery only when secondary meaning has been shown. 


Fraud 


If a potential purchaser asks a retailer for product X and is 
given product Y, or if the retailer tells the buyer that a product 
was made by A when it was really made by B, then A and the 
manufacturer of product X will have a cause of action against 
the retailer for fraud. But instances of retailer fraud might not 
serve as a basis for an action in unfair competition against B or 
the producer of Y. In one case, the court held that instances of 
retailer fraud would not even constitute evidence of customer 
confusion in an action by the first comer against the copier.** But 
if the first comer could establish that the two products were con- 
fusingly similar, and that the retailer could not have practiced 
the fraud absent this similarity, it seems likely that he will be 
able to maintain a suit against the copier.** Furthermore, if the 
retailer’s fraud is part of a larger fraudulent scheme conducted 
by the copier himself, the first comer should also have an action 
in fraud against him.*° 


Co. v. Tiffany Productions, Inc., 147 Mise. 679, 264 N.Y. Supp. 459, 23 TMR 1 (N.Y. 
Sup. Ct. 1932). See also John Forsythe Co. v. Forsythe Shoe Corp 

358, 254 N.Y. Supp. 584, 587, 22 TMR 246 (1932). Sometimes, however, intent is 
combined with the likelihood-of-confusion as the test of recovery. See American Chicle 
Co. v. Topps Chewing Gum, Inc., 208 F.2d 560, 562, 44 TMR 414 (2d Cir. 1953) 

Swanson Mfg. Co. v. Feinberg-Henry Mfg. Co., 147 F.2d 500, 505 (2d Cir. 1945). 

52. See American Safety Table Co. vy. Schreiber, 269 F.2d 255, 276 (2d Cir. 1959) 
(defendant’s “campaign of deliberately contrived misrepresentation” enjoined) ; Noma 
Lites, Inc. v. Lawn Spray, Inc., 222 F.2d 716, 717, 45 TMR 976 (2d Cir. 1955) (intent 
to copy inferred from abuse of confidential business rets); cf. text accompanying 
notes 50, 53 infra (“predatory practices”). 

53. American-Marietta Co. v. Krigsman, 275 F.2d 287, 290-91, 50 TMR 498 (2d 
Cir. 1960). 

54. See Catalina, Inc. v. Ganis, 207 Mise. 1068, 1070, 142 N.Y.S.2d 65, 67, 45 
TMR 1088 (N.Y. Sup. Ct. 1955) (second comer enjoined when it appeared “indisputably 
that defendants have put into circulation garments which enabled the retailers so to 
offer them that the public would believe them to be the well-publicized product of the 
plaintiff”) ; Ross-Whitney v. Smith, Kline g French Labs., 207 F.2d 190, 197, 44 TMR 
274 (9th Cir. 1953) (pharmacal producer enjoined from selling his product on ground 
that he “invited substitution” and enabled “dealers to palm off” its product by the 
“combination of appearance, name, and advertising” and lower price); Wm, R. Warner 
& Co. v. Lilly & Co., 265 U.S. 526, 530, 14 TMR 247 (1924) (“the wrong was in 
designedly enabling the dealers to palm off the preparations as that of the respondent”). 
But see Zangerle g& Peterson Co. v. Venice Furniture Novelty Mfg. Co., 133 F.2d 266, 
270 (7th Cir. 1943) (“since there was no actual ‘palming off’ by the defendant, or evi- 
dence that it knowingly did anything to induce or assist another to do so, there can 
be no unfair competition unless the plaintiff has clearly established that its table had 
acquired in the trade a secondary meaning”) ; Swank, Inc. v. Anson, Inc., 196 F.2d 330, 
332, 42 TMR 541 (1st Cir. 1952). 

55. Upjohn Co. v. Schwartz, 246 F.2d 254, 261, 47 TMR 1230 (2d Cir. 1957) 
(pharmaceutical producer who gave directions to druggists on how to fill prescriptions 
for plaintiff’s products with its own cheaper goods). 
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Misappropriation—A Separate Standard 


Another standard of recovery sometimes included under the 
general heading of unfair competition is misappropriation. This 
concept is designed to redress the innovator for unauthorized bor- 
rowings of his creations. Here, the second comer is attempting 
a free ride on the product itself rather than on the reputation of 
the originator or on the public awareness of his product.** In the 
typical unfair competition case, plaintiff’s alleged cause of action 
is comprised of both misrepresentation and misappropriation; but 
the court’s analysis will almost inevitably focus only on the former, 
eschewing the issue of whether plaintiff has established a property 
right in the ideas and emphasizing the element of customer con- 
fusion. But if the first comer has not yet placed his product on 
the market or the second comer clearly labels or otherwise dis- 
tinguishes the goods as his own so that the consuming public is 
not deceived as to the source or to identity, then the court is 
forced to analyze the nature of plaintiff’s interest in the creation 
itself. 

Even though misrepresentation and misappropriation are 
quite dissimilar theories of recovery, with quite different policy 
justifications, most courts fail adequately to perceive the distine- 
tion.*’ This failure can produce undesirable results. If the court 
discusses a case with a double cause of action solely in terms of 
one of its elements, granting relief appropriate to only that ele- 
ment, the interest behind the other may not receive adequate pro- 
tection. For example, if the court requires defendant clearly to 
label or otherwise distinguish his product, the misrepresentation 
claim will be satisfied, but plaintiff’s interest in the creation itself 
may be slighted. The court will have allowed the copier to con- 
tinue using plaintiff’s creation so long as he claims it as his own. 











56. See International News Service v. Associated Press, 248 U.S. 215, 242, 9 TMR 
15 (1918) (“instead of selling its own goods as those of complainant, [defendant] .. . 
substitutes misappropriation in the place of misrepresentation, and sells complainant’s 
goods as its own”); Netterville, California Law of Unfair Competition: Unprivileged 
Imitation, 28 So. Cat. L. Rev. 240, 245-51, 260 (1955); Note, 42 CorNELL L.Q. 398, 
405-07 (1957) ; Comment, 31 TuL. L. Rev. 523, 530 (1957). 

57. In a case involving unauthorized publication in magazine form of Ed Wynn’s 
radio productions, the court talked in terms of misappropriation of a property right, but 
granted recovery on the basis of misrepresentation. The opinion cited the lower court 
holding that “there was evidence tending to show that those who were in the radio 
audience when the program was on were led to believe that the plaintiff’s publication 
was put out by the defendants. ...” Uproar Co. v. N.B.C., 81 F.2d 373, 377, 26 TMR 
363 (1st Cir. 1936). 
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As a general rule, there can be no property interest in an 
abstract idea.** Functionally this means that, absent a contractual 
arrangement with the copier,” the originator will not be entitled 
to enjoin unauthorized copying of his idea, nor will he be granted 
recovery for lost profits on a constructive trust theory. Promo- 
tional schemes” and improvement suggestions” have been denied 
protection for this reason. But when a producer invests time and 
effort in making something tangible from his idea, he will be 
protected from unauthorized appropriation of his creation by 
others. News teletype reports,” price quotations from a stock ex- 
change, radio broadcasts,“ recorded performances,” and opera 
performances® have been deemed “property” and hence granted 
protection in this context. 

Recovery for a claimed misappropriation is made even less 
likely by the abandonment doctrine, which renders a property 
right lost if the object of protection is placed in the public do- 
main.* In some cases, the question of an abandonment turns upon 
the intent of the innovator. For example, in /nternational News 
Service v. Associated Press (INS)® the Supreme Court recognized 
a property right in the collection and distribution of news to client 
newspapers, yet concluded that there had been no abandonment 


58. See RCA Mfg. Co. v. Whiteman, 114 F.2d 86, 90 (2d Cir. 1940) (“ ‘Property’ 
is a historical concept; one may bestow much labor and ingenuity which inures only to 
the public benefit; ‘ideas,’ for instance, though upon them all civilization is built, may 
never be ‘owned.’ ”’); cf. Schering Corp. v. Gilbert, 153 F.2d 428, 434-35 (2d Cir. 1946) 
(Frank, J. dissenting). See also Chafee, Unfair Competition, 53 Harv. L. Rev. 1289, 
1318-20 (1940). 

59. The interest of the innovator in the dress design is protected if there was a 
prior agreement with the copier prohibiting such conduct, See Dior vy. Milton, 9 Mise. 2d 
425, 155 N.Y.S.2d 443, 47 TMR 35 (N.Y. Sup. Ct. 1956). 

Henry Glass ¢ Co. vy. Art-Mor Togs, Inc., 9 Mise. 2d 339, 101 N.Y.S.2d 538 (N.Y. 
Sup. Ct. 1950). Protection has also been granted if the copier used fraud and deception 
to obtain the model from the innovator. See Montegut v. Hickson, Inc., 178 App. Div. 
94, 164 N.Y. Supp. 858, 7 TMR 389 (1917). 

60. See Affiliated Enterprises, Inc. v. Gruber, 86 F.2d 958, 961 (1st Cir. 1936) 
(BANK NIGHT for theatre patrons). 

61. See Lueddecke v. Chevrolet Motor Co., 70 F.2d 345 (8th Cir. 1934) (improve- 
ment suggestion of shifting units of automobile for better balance offered without any 
agreement as to compensation became “common property” when divulged to defendant). 

62. International News Service v. Associated Press, 248 U.S. 215, 9 TMR 15 (1918). 

63. See Board of Trade v. Christie Grain & Stock Co., 198 U.S. 236 (1905). 

64. See Pittsburgh Athletic Co. v. KQV Broadcasting Co., 24 F. Supp. 490, 28 
TMR 538 (W.D. Pa. 1938). 

65. See Waring v. Dunlea, 26 F. Supp. 338 (E.D.N.C. 1939). 

66. See Metropolitan Opera Ass’n vy. Wagner-Nichols Recorder Corp., 199 Misc. 786, 
101 N.Y.S.2d 483, 40 TMR 1072 (N.Y. Sup. Ct. 1950). 

67. See, e.g., Affiliated Enterprises Inc. v. Gruber, 86 F.2d 958, 961 (1st Cir. 1936) 
(“any property right based upon [the promotional scheme of BANK NIGHT] was lost as 
early, at least, as the first public exhibition”). 

68. Metropolitan Opera Ass’n v. Wagner-Nichols Recorder Corp., 199 Mise. 786, 799, 
101 N.Y.S.2d 483, 40 TMR 1072 (N.Y. Sup. Ct. 1950). 

69. 248 U.S. 215,9 TMR 15 (1918). 
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upon publication because “[a]bandonment is a question of intent, 
and the entire organization of the Associated Press negatives such 
a purpose.”’° Following this line of argument, publication and 
sale in the general field of sports” and musical broadcasts” and 
recordings”™ is ordinarily not deemed an abandonment. Styles can 
apparently be abandoned much more easily. For example, in 
Cheney Bros. v. Doris Silk Corp.,"* Judge Hand, without consider- 
ing intent, held implicitly that dress designs were abandoned when 
marketed, thus permitting defendant freely to appropriate plain- 
tiff’s designs and embody them in his goods. 


The Standards of Misrepresentation Applied 


State Forum 


With the exception of New York and Massachusetts, the num- 
ber of unfair competition cases arising in the state courts has 
been relatively small compared to the federal courts.** The abun- 
dance of cases in New York, however, permits an analysis of the 
application of unfair competition cases in that jurisdiction. 

The original standard for recovery in New York required both 
secondary meaning and likelihood of confusion.”* The 1956 deci- 
sion in Santa’s Workshop Inc. v. Sterling™ has been cited as the 
first explicit break with this orthodox rule.** Actually, however, 





70. Id. at 240; 9 TMR at 26. The case, however, cannot be interpreted as sanction 
ing permanent protection of Associated Press’ news distribution because the view 
adopted by the Court “only postpones participation by complainant’s competitor in the 
process of distribution and reproduction of news that it has not gathered, and only to 
the extent necessary to prevent that competitor from reaping the fruits of complainant’s 


” 


efforts and expenditure. ...” Jd. at 241. The injunction was not directed to a specific 
time period after publication because the pleadings and proofs were not adequate. Jd. 
at 246. 

71. See Pittsburgh Athletic Co. v. KQV Broadcasting Co., 24 F. Supp. 490, 492, 
28 TMR 538 (W.D. Pa. 1938). 

72. See Metropolitan Opera Ass’n v. Wagner-Nichols Recorder Corp., 199 Mise. 
786, 798, 101 N.Y.S.2d 483, 40 TMR 1072 (N.Y. Sup. Ct. 1950). 

73. <A restrictive covenant limiting a distributor’s use of records was upheld in 
Waring v. Dunlea, 26 F. Supp. 338, 340 (E.D.N.C. 1939) (“performance is not a pub 
lication”). Contra, RCA Mfg. Co. v. Whiteman, 114 F.2d 86, 88 (2d Cir. 1940) (“the 
‘common-law property’ in these performances ended with the sale of the records and... 
the restriction did not save it ...if it did the records themselves could not be clogged 
with a servitude”). 

74. 35 F.2d 279, 280, 19 TMR 491 (2d Cir. 1929). 

75. See Chafee, supra note 58, at 1299-1300. 

76. See Kaylon, Inc. v. Collegiate Mfg. Co., 255 App. Div. 209, 7 N.Y.S.2d 113, 
28 TMR 593 (1938); Mavco, Inc. v. Hampden Sales Ass’n, 273 App. Div. 297, 77 
N.Y.S.2d 510, 515, 38 TMR 568 (1948). 

77. 282 App. Div. 328, 122 N.Y.S.2d 488 (1953), aff'd, 2 App. Div. 2d 262, 153 
N.Y.S.2d 839, 46 TMR 1356 (1956). 

78. Upjohn Co. v. Schwartz, 246 F.2d 254, 261-62, 47 TMR 1230 (2d Cir. 1957) ; 
Barton Candy Corp. v. Tell Chocolate Novelties Corp., 178 F. Supp. 577, 583 (E.D N.Y. 
1959); Good Humor Corp. v. Femia, 6 Misc. 2d 758, 164 N.Y.S.2d 561, 47 TMR 1014 
(N.Y. Sup. Ct. 1957). 
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several cases decided prior to Santa’s Workshop also represent a 
distinct departure. In Oneida Ltd. v. National Silver Co., defen 
dant was accused of marketing a silver pattern almost identical 
to plaintiff’s and with a similar name. Without mentioning the 
presence or absence of secondary meaning, the court stated that 
‘af the resemblance is such as to deceive such an [ordinary] ob 
server and sufficient to induce him to purchase one supposing it 
to be the other, then there was... infringement.’ It is, of course, 
possible that the court had in fact arrived at the conclusion that 
the original silver pattern had established a secondary meaning. 
If so, the case would not represent a departure from orthodoxy. 
But the language of the opinion, emphasizing actual deception of 
the public and formulation of a plan designed to accomplish this 


end,*° indicates that secondary meaning coupled with the less strin 


gent proof of “likelihood of confusion” was not the test applied. 

Avon Periodicals, Inc. v. Ziff-Davis Pub. Co." represents an- 
other hint of unorthodoxy. In that case, the defendant had used 
the name of plaintiff’s comic book, Erriz, as well as the same 
format. The trial court applied the “likelihood of confusion” half 


of the orthodox rule and granted recovery notwithstanding a dis 
tinct finding that “... plaintiff has failed to establish either as a 
fact by a fair preponderance of the credible evidence or as a matter 
of law that its title has acquired a secondary meaning.”*? On ap 
peal, the injunction was upheld, without further amplification on 
the part of the court.* 


79. 25 N.Y.S.2d 271, 292, 31 TMR 64, 7 
SO. “The result .. connotes that 
ecordance with a plan and design to that end 

81. 113 N.Y.S.2d 737, 42 TMR 666 
200, 122 N.Y.S.2d 92, 43 TMR 1157 (1953). 

82. 113 N.Y.S.2d at 742, 42 TMR at 669. 
as applied to plaintiff’s comic books was “generi 
a semantic history for at least six centuries, and then 
at 741. Without a showing of secondary meaning such 
742. Nor was there any proof that “defendants int 
pass off their magazine as that of the plaintiff.” Jd. a 
the defendant had committed unfair competitive pract 
cover (“size, style, format, running head and title of 
confuse and mislead the reader desiring to pure] 
An interlocutory decree was issued enjoining defendar 
TERIES With its cover present form.” Jd. at 744 

83. 282 App. Div. 200, 201, 122 N.Y.S.2d 92, 93, 


rehase 


curiam 


Recognizing that plaintifi 
EERIE and that plaintiff’s u 

in behalf of its magazine, we 
licate plaintiff’s product to the 


between the two to the running eye. 
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In Catalina Inc. v. Ganis,* the court found no secondary 
meaning, because of the short time period during which plaintiff’s 
swimming suits had been on the market; nevertheless, relief 
against the misrepresentation was granted, ostensibly on the 
theory that defendant’s product had been “palmed off” as plain- 
tiff’s product by reason of absence of due identification.*® The 
court issued an injunction pendente lite requiring defendant to 
place adequate notice of source on his products.*® This remedy 
seems inconsistent with the court’s theory, which is based on mis- 
representation as to the product itself. Absence of secondary 
meaning implies that the customers are unconcerned with the 
source of the product; thus no amount of labeling would have 
made a difference to the buyer of the garment. If the court se- 
riously intended to replace “secondary meaning” with “palming 
off,” it should have required defendant to establish a clear dis- 
tinction between the appearance of his product and that of the 
plaintiff's. 

The Santa’s Workshop case* involved two competing animal 
farms who catered to the tourist trade in the Adirondack Moun- 
tains. Plaintiff’s business, built around a Santa’s village theme, 
consisted of specially designed buildings for the workshop, chapel, 
and “friendly animals” of St. Nick. Beginning in 1949, plaintiff 
advertised extensively under the name SANTA’s WORKSHOP, using 
brilliantly colored cutouts of Santa and his reindeer. Defendant, 
apparently realizing that he had overestimated the aggressive ten- 
dencies of his clientele, changed the name of his animal farm from 
“Nature’s Magnificent Killers” to “Santa’s Friendly Animals,” 
and adopted an advertising campaign to simulate that of plaintiff. 
The plaintiff sought to enjoin defendant’s business practices and 
to recover damages for lost profits. Although the complaint ap- 
parently failed to allege secondary meaning, it was upheld against 
a motion to dismiss for failure to state a cause of action, the 
appellate division stating that “the law of unfair competition no 
longer requires that plaintiff’s business and advertising shall have 
acquired a ‘secondary meaning.’’** As support for this propo- 
sition the court relied primarily on the United States Supreme 
Court’s decision in the /NS case, a case involving misappropriation 








84, 207 Mise. 1068, 142 N.Y.S.2d 65, 45 TMR 1088 (N.Y. Sup. Ct. 1955). 
85. Id. at 67, 45 TMR at 1089. 

86. Ibid. 

87. 282 App. Div. 328, 122 N.Y.S.2d 488 (1953), aff'd, 2 App. Div. 2d 262, 153 
7 .S.2d 839, 46 TMR 1356 (1956). 


A | 


88. 282 App. Div. at 329, 122 N.Y.S.2d at 489. 
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rather than misrepresentation.*® Oneida and Avon were cited as 
cases where judicial equity powers had been invoked to prohibit 
unfair competition practices. On appeal from a decision of an 
official referee granting an injunction and damages, the appellate 
division upheld the judgment.*® Recognizing that “Santa Claus” 
was a name taken from the public domain, and therefore not 
ordinarily susceptible of exclusive possession, the court held 
that since plaintiff had developed a special use of that word, his 
competitor could not “unfairly appropriate the same concept to 
sow confusion from which he reaps a profit.”" Although the quo- 
tation and the citation to JNS suggest that misappropriation was 
involved, both the discussion and the other precedents cited refer 
almost exclusively to misrepresentation as the basis of recovery. 
A dissenting judge did not question the standards applied by the 
majority, but believed as a factual matter that there had been no 
“palming off.” 

By explicitly rejecting the orthodox requirement of secondary 
meaning and apparently substituting a “palming off” test, Santa’s 
Workshop represents a genuine break with tradition. But the 
New York courts have been far from uniform in following its new 


rule. Although some courts dealing with copied trade names have 
allowed recovery without proof that the original name had ac- 
quired a secondary meaning,” those cases involving names taken 
from the public domain have continued to state that a secondary 
meaning is necessary—in direct contradiction of Santa’s Work- 
shop.** Moreover, Santa’s Workshop itself has been given con- 





89. International News Serv. v. Associated Press, 248 U.S. 215, 9 TMR 15 (1918). 

90. 2 App. Div. 2d at 270, 153 N.Y.S.2d at 839, 46 TMR 1356, 1358. The injun 
tion ordered defendant to remove all cutouts and signs depicting Santa and his animals 
along the highways and at its place of business, to cease selling all postcards, souvenirs, 
gifts, or automobile bumper signs displaying the Santa theme, and to refrain from using 
its loudspeaker system to promote Santa or his animals. Official Referee’s Injunction, 
Santa’s Workshop, Inc. v. Sterling, issued October 28, 1955. 

91. Id. at 264, 153 N.Y.S.2d at 841-42, at 1358. 

92. Jd. at 270, 153 N.Y.S.2d at 846-47, 46 TMR at 1363. 

93. Harvey Mach. Co. v. Harvey Aluminum Corp., 9 Mise. 2d 1078, 175 N.Y.S.2d 
288, 47 TMR 1004 (N.Y. Sup. Ct. 1957) ; Good Humor Corp. v. Femia, 6 Mise. 2d 758, 
164 N.Y.S.2d 561, 47 TMR 1014 (N.Y. Sup. Ct. 1957). 

See also, Flint v. Oleet Jewelry Mfg. Co., 133 F. Supp. 459, 45 TMR 1178 (S.D.N.Y. 
1955) (product copying citing Avon); Upjohn Co. v. Schwartz, 246 F.2d 254, 261-62, 
47 TMR 1230 (2d Cir. 1957) (citing Santa’s Workshop). 

94. Playland Holding Corp. v. Playland Center, Inc., 1 N.Y.2d 300, 152 N.Y.S.2d 
462, 1385 N.E.2d 202, 46 TMR 1192 (1956) (dictum); Darling Willis Avenues, Ince. 
v. Darling Discount Mart, Inc., 192 N.Y.S.2d 527, 50 TMR 276 (N.Y. Sup. Ct. 1959) 
(semble; dictum) ; Vaudable v. Montmartre, Inc., 20 Mise. 2d 757, 193 N.Y.S.2d 332, 
335, 49 TMR 1212 (N.Y. Sup. Ct. 1959) (dictum); Old Forge Recreations, Inc. v. 
Enchanted Kingdom, Inc., 9 Misc. 2d 150, 168 N.Y.S.2d 982 (N.Y. Sup. Ct. 1957) (die 
tum); see Anderson v. NBC, 178 F. Supp. 762, 764-65, 50 TMR 503 (S.D.N.Y. 1959) 
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flicting readings by the same court.* Even if the “palming off” 
test is now good law, it is not clear whether copying which causes 
only a “likelihood of confusion” (Avon) will be actionable, or 
whether proof of actual customer deception and intent to deceive 
(Oneida) will be required. 


Federal Forum 


Prior to Erie R.R. v. Tompkins,” the federal courts had been 
fashioning a reasonably consistent body of federal common law in 
respect to copying as an unfair method of competition.*’ The fed- 
eral common law had been expanding to encompass the newer 
forms of copying as they developed. At first, courts granted re- 
covery only where the second comer’s product possessed the same 
descriptive properties as that of the originator.** Later, recovery 
was granted where the second comer dealt in related goods, pro- 
vided that customers were deceived, at least in part, by the fune- 
tional relationship between the interloper’s goods and those of the 
originator.’ Finally, the law grew to include the case where the 
second comer dealt in an entirely unrelated product but traded on 
the reputation of the originator by using the same trade name.’ 
But as this coverage expanded, the standards of recovery became 
more difficult to meet; from a liberal “palming off” or confusion- 
of-product requirement,*” the courts shifted to secondary meaning 


the “absence of predatory conduct such as palming off or actual and intentional 

tion” a general descriptive term (PLAINSMAN) must meet the test of secondary 

ning and likelihood of confusion for it to be protected.). 

95. Compare Speedry Products, Inc. v. Dri Mark Products, Inc., 271 F.2d 646, 50 
TMR 3438 (2d Cir. 1959), with Norwich Pharmacal Co, vy. Sterling Drug, Inc., 271 F.2d 
569, 50 TMR 349 (2d Cir. 1959), discussed in text accompanying notes 144-54 infra. 

96. 304 U.S. 64 (19388). 

97. See Rogers, Introduction, in Robert, THE NEw TRApDE-MARK MANUAL xv (1947): 
Chafee, supra note 58, at 1299; Note, 60 Harv. L. Rev. 1815, 1316 (1947). 

830 (S.D.N.Y. 1892 


5° 


98. For example, relief was denied in George v. Smith, 52 Fe 
(eanned salmon and canned tomatoes); Borden Ice Cream Co. 

Milk Co., 201 Fed. 510, 514, 3 TMR 80 (7th Cir. 1912) (milk and ice cream). 

99. See, e.g., Aunt Jemima Mills Co. Vv. Rigney § Co., 247 Fed. 407, 8 TMR 163 
(2d Cir. 1917) (flour and syrup found related). See also Lunsford, Trademark In 
fringement and Confusion of Source: Need for Supreme Court Action, 35 Va. L. Rev. 
214, 216, 39 TMR 520 (1949). 

100. See, e.g., Vogue Co. v. Thompson-Hudson Co., 300 Fed. 509, 15 TMR 1 (6th 
Cir. 1924) (voGUE used on hats and magazines); Yale Elec. Corp. v. Robertson, 26 F.2d 
972, 974, 18 TMR 321 (2d Cir. 1928) (flash-lights and locks); Lunsford, supra note 99, 
at 217-19, 39 TMR at 522 (discussing eases following Yale Elec.). See also, Triangle 
Publications, Inc. v. Rohrlich, 167 F.2d 969, 38 TMR 657 (2d Cir. 1948) (magazine 
and girdles). 

101. See American Tobacco Co. v. Polacsek, 170 Fed. 117, 121 (S.D.N.Y. 1909 
Florence Mfg. Co. v. J. C. Dowd §& Co., 178 Fed. 73, 76 (2d Cir. 1910). 


v. Borden’s Condensed 
} 
1 





Vol. 51 TMR STATUTORY UNFAIR COMPETITION 


plus a likelihood of confusion.’ This latter shift mirrored a 
change in the judicial attitude toward copying; in the latter part 
of this period the courts seemed to feel that judicial protection 
in this area would unduly tend to create monopolies.’ Also there 
are indications that the courts felt that the federal patent, trade- 
mark, and copyright laws had largely preempted the field, making 
it inappropriate for them to interfere.’” 

Notwithstanding the Erie mandate some federal courts have, 
through a variety of ingenious devices, attempted to continue fash 
ioning a uniform federal common law of unfair competition.’” 
One such attempt relies on the pendent-jurisdiction concept. In 
Hurn v. Ousler,?” the Supreme Court held that where a case pre 
sented two distinct grounds, based on substantially identical facts, 
in support of a single cause of action, but only one ground raised 
a federal question, the court would retain jurisdiction to dispose 
of the case on the nonfederal ground even if the federal question 
could not be substantiated. The pendent-jurisdiction doctrine is 
founded on a desire to avoid piecemeal litigation to proteet what 
is, essentially, the same right." This doctrine was codified in 
1948 by $ 1838(b) of the Judiciary Act, which provides: 


102. See Zippo Mfg. Co. v. Manners Jewelers, Inc., 180 F. Supp. 
TMR 487 (E.D. La. 1960); Triangle Publications, Inc. vy. Rohrlich, 167 
TMR 657 (2d Cir. 1948). 


03. See Judge Frank’s discussions of the policy against 
103. 2g 


I e 

Brands, Inc. vy. Smidler, 151 F.2d 34, 37-42, 35 TMR 277 
opinion ; Eastern Wine Corp. v. Winslow-Warren, Ltd.. 
(2d Cir. 1943). 

104. See American Safety Table Co. v. Schreiber, 26‘ 
“When these statutory frameworks are inapplicable, origi 
tected and often unrewarded.”) ; Chas. D. Briddell, Inc. v. 
F.2d 416, 419, 42 TMR 207 (2d Cir. 1952) (“And there i 
law design copyright. That is understandable. For such a coy 
congressional legislation, would be free of the constitutional ] 
of a copyright, and would be a perpetual monopoly.”). Judges Hand 


sidering this question in separate cases involving protection of dress 
found statutory preemption of the field. See Che ney Bros. v. Doris Silk C 
279, 281, 19 TMR 491 2d Cir. 1929) (“Judges have only a limited poy 


} 


the law; when the subject has been confided to a Legislature, they mu 
even though there be an hiatus in con pleted justice.” Hand, J.); Milli 
Guild, Inc. v. FTC, 109 F.2d 175, 177, 30 TMR 301 (2d Cir. 1940), aff’d, 312 
(1941) (Clark, J.). 
105. The federal courts were faced with the problem of ascertaining 
when much of it was relatively undeveloped in comparison with federal " 
of unfair competition. See National Fruit Prod. Co. vy. Dwinnell-Wriaqht Co., 47 
499, 503, 32 TMR 516 (D. Mass. 1942). See also Derenberg, The Influe 
French Code Civil on the Modern Law of Unfair Competition, 4 Am. J. Comp. L. 
1955): Chafee, Unfa Competition, 53 Harv. L. Rev. 1289, 1299-1300 (1940). 
106. 289 U.S. 238, 23 TMR 267 (1933). 
107. See 1 Moore, FepeRAL PRACTICE § 0.60[8.-7], at 659 (1960); Maternally 
Yours, Inc. v. Your Maternity Shop, Inc., 234 F.2d 538, 546, 46 TMR 1509 (2d Cir. 
1956) (concurring opinion). 
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The district courts shall have original jurisdiction of any 
civil action asserting a claim of unfair competition when 
joined with a substantial and related claim under the copy- 
right, patent or trademark laws.'®* 


On its face, this codification liberalized the Hurn v. Ousler doc- 
trine, by requiring that the unfair competition claim be “related” 
to the federal question, rather than that it be based on substan- 
tially the same facts. Although some federal courts continued to 
reject any alleged pendent claim unless it met the Hurn v. Ousler 
standards,’” recent cases appear to have adopted the liberal po- 
sition reflected by the statutory language.’ 

All courts will apply the pendent jurisdiction concept to the 
issue of jurisdiction. But most will still follow Erie and apply 
state law to the substantive issue of illegality, even though juris- 
diction is not based on diversity.** A few jurists, such as Judge 
Clark in the Second Circuit, have adopted a nationalist position 
on this point, advocating the creation of a federal common law 
in pendent jurisdiction cases.*” 

Several courts and commentators have suggested that section 
44 of the Lanham <Act,’** enacted in 1946, established a federal 
substantive law of unfair competition.** This section grants pro- 
tection against unfair competition to foreign nationals, and pro- 
vides that United States citizens shall enjoy all benefits given to 





108. 62 Stat. 931 (1948), 28 U.S.C. §1338(b) (1958); see Developments in the 
Law—Trade-Marks and Unfair Competition, 68 Harv. L. Rev. 814, 883-85 (1955). 

109, See discussion of cases in Note, 20 Gro. WASH. L, REv. 630, 632-36 (1952). 

110. See Schreyer v. Casco Prods. Corp., 190 F.2d 921, 923-24 (2d Cir. 1951). See 
also 1 Moore, FEDERAL PRACTICE § 0.60 [8.-7], at 658-59 & n. 12(1960). 

111. See Time, Inc. v. Viobin Corp., 128 F.2d 860, 862, 32 TMR 422 (7th Cir. 
1942); Pecheur Lozenge Co. v. National Candy Co., 315 U.S. 666, 32 TMR 194 (1942) 
(dictum); National Fruit Prod. Co. v. Dwinnell-Wright Co., 47 F. Supp. 499, 502-04, 
32 TMR 516 (D. Mass. 1942) (Wyzanski, J.). 

112. See Hyde Park Clothes, Inc. v. Hyde Park Fashions, Inc., 204 F.2d 223, 227, 
43 TMR 934 (2d Cir. 1953) (dissenting opinion) (“any attempt to untwine the inex- 
tricably intermeshed elements of trade-mark infringement and unfair competition is to 
transfer the case out of the realm of business practicalities and into that of legal 
dialectics”) ; Bulova Watch Co. vy. Stolzberg, 69 F. Supp. 543, 546, 37 TMR 41 (D. 
Mass. 1947); American-Marietta Co. v. Krigsman, 275 F.2d 287, 50 TMR 498 (2d 
Cir. 1960) (dictum); Zlinkoff, Some Reaction to the Opinion of Judge Wyzanski in 
National Fruit Products Co. vy. Dwinnell-Wright Co., 32 TMR 131 (1942); Zlinkoff, 
Erie v. Tompkins: In Relation to the Law of Trade-Marks and Unfair Competition, 
42 Cotum. L. Rev. 955, 986-90, 32 TMR 81, 99 (1942). 

113. 60 Stat. 441 (1946), 15 U.S.C. § 1126 (1958). 

114. See Diggins, Federal and State Regulations of Trade-Marks, 14 Law & Con- 
TEMP. Pros. 200, 209-13 (1942); Lunsford, Unfair Competftion: Scope of the Lanham 
Act, 13 U. Pirt. L. Rev. 533, 540, 542, 42 TMR 815 (1952); Callmann, False Adver- 
tising as a Competitive Tort, 48 CoLumM. L. Rev. 876, 886-88, 38 TMR 1048 (1948). 
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foreign nationals.** Stauffer v. Exley,“* a Ninth Cireuit decision 
takes this position. In that case, jurisdiction was based wholly 
on the theory that the Larham Act granted federal jurisdiction 
over all unfair competition claims, because there was no diversity 
between the parties and the allegations were outside section 
1338(b) and the Hurn v. Ousler rule.” The court accepted this 
theory, but remanded the case to the district court to determine 
whether the alleged unfair competition affected interstate com- 
merce. Where the Stauffer theory is accepted, the court is free 
to fashion relief without reference to state law; Erie is inapplica- 
ble because the cause of action arises under a federal! statute. 

The Stauffer position is apparently still good law in the Ninth 
Circuit,”* but has been explicitly rejected by the Second and Third 
Cireuits."° Whether or not this doctrine makes good sense it 
seems incorrect as a matter of statutory construction. If Congress 
had intended to confer the jurisdiction which the Stauffer court 
approved, it would not have had to codify Hurn v. Ousler which, 
given Stauffer, is quite superfluous.’”° 

Section 43(a)** of the Lanham Act, which applies to false 
representations of origin, might also be construed to grant federal 
jurisdiction over a limited class of unfair competition cases. But 
it is rarely invoked for this purpose, such use being confined to 
the Third Circuit.’” 





115. See Diggins, supra note 114, at 208; Ropert, THE NEw TRADE MarK MANUAL 
177 (1947). The general skepticism among courts and writers toward construing § 44 as 
providing a uniform law of unfair competition is expressed in Developments in the Lau 
Trade-Marks and Unfair Competition, 68 Harv. L. Rev. 814, 881 (1955). 

116. 184 F.2d 962, 40 TMR 960 (9th Cir. 1950). 

117. Jd. at 963, 40 TMR at 963. 

118. The Stauffer rule was affirmed in Pagliero v. Wallace China Co., 198 F.2d 339, 
42 TMR 839 (9th Cir. 1952) and cited with approval in Haeger Potteries, Inc. v. Gilner 
Potteries, 123 F. Supp. 261 (S8.D. Cal. 1954). See Derenberg, The Tenth Year of Ad 
ministration of the Lanham Trademark Act of 1946, 47 TMR 879, 955-56 (1957) for 
a discussion of the Stauffer doctrine and its effect on subsequent cases. 

119. L’Aiglon Apparel, Inc. v. Lana Lobell, Inc., 214 F.2d 649 (3d Cir. 1954) ; 
American Auto. Ass’n v. Spiegel, 205 F.2d 771, 774-75, 483 TMR 1053 (2d Cir. 1953). 
This is the rule in the Second Circuit in spite of Judge Clark’s efforts to persuade his 
colleagues to adopt the Stauffer doctrine. See Dad’s Root Beer Co. v. Doc’s Beverages, 
Inc., 193 F.2d 77, 80-81, 42 TMR 780 (2d Cir. 1951) ; Chas. D. Briddell, Inc. v. Alglobe 
Trading Corp., 194 F.2d 416, 422, 42 TMR 207 (2d Cir. 1952) (dissenting opinion). 

120. For a possible reconciliation of the provisions, see Developments in the Law— 
Trade-Marks and Unfair Competition, 68 Harv. L. Rev. 814, 879 (1955); Note, 66 Harv. 
L. Rev. 1094, 1102-03 (1953). 

121. 60 Stat. 441 (1946), 15 U.S.C. § 1125 (1958). 

122. See L’Aiglon Apparel, Inc. v. Lana Lobell, Inc., 214 F.2d 649 (3d Cir. 1954), 
Judge Clark favored adopting the holding of this case in regard to § 43(a) in the Second 
Circuit. Maternally Yours, Inc. v. Your Maternity Shop, Inc., 234 F.2d 538, 546, 46 
TMR 1509 (2d Cir. 1956). See generally Derenberg, Federal Unfair Competition Law 
at the End of the First Decade of the Lanham Act: Prologue or Epilogue?, 32 N.Y.U.L. 
Rev. 1029, 1039-47 (1957). 
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One possible basis for bringing federal law to bear in these 
cases is section 5 of the Federal Trade Commission Act, which 
proseribes “unfair methods of competition in commerce.’ Al- 
though this section does not explicitly categorize the Commis- 
sion’s standing to sue as exclusive’ it has been judicially inter- 
preted to permit only those actions brought by the Commission.’ 
The paucity of successful Commission-instituted litigation in this 
area suggests, however, that the statutory requirement that the 


ee 


prosecution be “in the public interest” is an insurmountable bar- 
rier.°® Moreover, the relief granted in this action—a cease and 
desist order—will not adequately recompense the first comer for 
any business which has been diverted to his rival, and the threat 
of such an order is, for this reason, probably not an effective de- 
terrent to potential copying. In order to provide a meaningful 
federal forum, therefore, the Federal Trade Commission Act 
would have to be amended or judicially construed to authorize 
private civil litigation thereunder, without the “public interest” 
requirement and with the possibility of relief in damages.’*’ 

A recent attempt by Congressman Lindsay explicitly to leg- 
islate a federal law of unfair competition died in committee at 
the end of the 86th Congress. This bill, H.R. 7833,* was designed 
to “provide court remedies to persons damaged by unfair com- 
mercial activities on or affecting commerce.’** Jurisdiction over 

* Ep. Notre: Identical bill reintroduced on February 20, 1961, 87th Congress, as 
H.R. 4590. 


123. 38 Stat. 719 (1914), as amended, 15 U.S.C. § 45(a)(1 1958). Professor 
Bunn of the University of Wisconsin advanced the theory that this act provides a 
national law of unfair competition. See Bunn, The National Law of Unfa 


62 Harv. L. REv. 987 (1949 


124. Subsection (b) provides that whenever the Commission believes that a person 

is using any method of unfair competition, it shall serve upon such person a complaint 
nd notice of hearing at which time the person can show cause why a cease and desis 
rrder should not issue. 38 Stat. 719 (1914), as amended, 15 U.S.C. § 45(b 1958). 

125. See FTC v. Klesner, 280 U.S. 19, 25, 19 TMR 483 (1929) (dictu ; Samson 

Crane Co. v. Union Nat?’l Sales, Inc., 87 F. Supp. 218, 221, 40 TMR 33 (D. Mass. 1949 
dictum), See also 4 CALLMANN, UNFAIR COMPETITION AND TRADE-MARK 94.1, at 
1966 (2d ed. 1950). 

126. See FTC v. Klesner, supra note 125, at 28 (“to justify filing a complaint the 
public interest must be specific and substantial”). Although the appellate court found 
that there was eonfusion of urce between the con peting goods, this was considered 
to be a private controversy since it was not shown that the alleged unfair competit 
goods were inferior or that the public suffered financially from being misled. Jd. 
28-29. Compare FTC v. Algoma Lumber Co., 291 U.S. 67 (1984). See generally 4 Cai 
MANN, Op. C a supra note 125, §94.3(c) & n. 96 (collecting eases 

Professor Callmann states that the trend of the Commission has been to expand the 
palming-off test into broader grounds of recovery and to find the public interest require 
ment satisfied if potential competition is threatened, See 2 CALLMANN, Op. cit. 8 Pp a 
note 125, at 1598, 1612 & n, 4 1945). See also 4 CALLMANN, op. ¢ t. 8 pra note 125, at 
1971, 1988 & n. 17. But the cases cited in the notes to support this trend are not product 
copying or trademark infringement cases, but involve other unfair commercial activities. 


27. See Handler, Unfair Competition, 21 Iowa L. REv. 175. 261 (1936); Note, 70 
YALE L.J. 135, 143 & n. 58 (1960). 


128. Preamble, H.R. 7833, 86th Cong., 2d Sess. (1960). 


Ss =< 
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this new cause of action would be given exclusively to the federal 
district courts,’ but the availability of that remedy would not take 
away any existing rights to proceed under either state or other 
federal laws.**° 

Given the present wide divergence of opinion between the 
states as to the permissible grounds for recovery in unfair com 
petition, it is not unexpected that the result of the Erie mandate 
has been disharmony within the federal court system.’ Indeed, 
the experience of the Second Circuit would seem to demonstrate 
that even the contradictions within a single state jurisdiction have 
been carried over. 

In American Safety Table Co. v. Schreiber, decided in June, 
1959, recovery was granted on a combined misappropriation- 
misrepresentation theory.*** A patent on plaintiff’s product, a 
machine used in the garment industry, expired in 1954.*** Defen- 
dant had religiously copied every aspect of this machine, and 
earried on a “campaign of deliberately contrived misrepresen- 
tation.”*** Although the industry did associate the machine with 
plaintiff, no secondary meaning could be deemed to have attached, 
since no evidence was adduced to the effect that the machine 
was purchased because of this association.** The Second Circuit 
stated, however, that under either state or federal law the absence 
of secondary meaning was not fatal to plaintiff’s claim. There is 
some indication in the opinion that the court might have been 
applying the Oneida test, which requires both the existence of 
actual confusion over the identity of the products and a finding 


129. H.R. 7833, supra note 128, at § 8. 

130. Id. at $4; se 106 Cong. Rec. 1808 (1960 “the relief provided for by this 
Act shall be in addition to those rights and remedies otherwise available” 

131. Rogers, pra note 97, at xvi. To attempt to alleviate the problem fed 
‘ourts often lump state and federal law together or omit any reference f t body 
law is applicable and seek refuge in the more developed federal law. See Maternally 
Yours, Inc. v. You Maternity Shop, Inc., 234 F.2d 538, 545, 46 TMR 1509 (2d C 
1956) (concurring opinion “So the issue is really whether we shall : pply our re rol 
tation of the state redistillation of federal precedents or 20 more dir thy ay 1 realistic 
to the sources themselves.”); Hyde Park Clothes, Inc. v. Hyde Park Fashions, I 
204 F.2d 223, 43 TMR 934 (2d Cir. 1953); Mastercrafters Clock §& Radio Co. vy. Vachcero 
&§ Constantin-Le Coultre Watches, Inc., 221 F.2d 464, 45 TMR 702 2d Cir. 1955); 
Ross-Vh hitney Corp. v. Sn th, Kline & French Labs., 207 F.2d 190, 44 TMR 274 Oth 


Cir. 1953). 


269 F.2d 255 (2d Cir. 1959). cert. denied. 361 U.S. 915 (1959 


132 

133. The court said that the claim of misappropriation of the 1 ire ] 1] 
of its own weight, except insofar as there was infringement of a valid patent.” But 
when combined with a misrepresentation claim of fraudulent marketing, the whol heme 


is “actionable in its entirety.” Jd. at 271. 
34. Plaintiff recovered damages for the period before 1954. Id. at 276 
5) 
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that defendants intended to deceive the public.’*’ But the district 
court had found that there had been no actual confusion, and the 
appellate court was presumably bound by this finding.*** More- 
over, the appellate court itself eschewed an inquiry into the “likeli- 
hood” of confusion, stating that the intent to deceive was itself a 
sufficient ground.**® There seems to be no precedent in New York 
copied goods cases which allows recovery for intent to deceive 
alone.**° Further, even if the correct standard had been employed, 
the remedy granted seems out of line with that which would have 
been granted in the other jurisdictions. The Second Circuit or- 
dered defendant to adopt reasonable means to distinguish his 
machine from that of plaintiff. But the court’s indication that 
mere labeling would not suffice for this purpose,*** when considered 
in connection with its finding that all elements of the machine 
were functional,’** conflicts with the usual rule that labeling is the 
only relief granted if the copied features are functional.*** 

In Speedry Prods., Inc. v. Dri Mark Prods., Inc.,'** decided 
by the Second Circuit on November 6, 1959, the court assumed 








137. The court concluded that: “The resultant confusion which did in fact occur 
also supports our conclusion of a campaign of deliberately contrived misrepresentation.” 
Id. at 276. Even from this language it appears that the “resultant confusion” was not 
an element of the test of recovery. 

138. Id. at 270. 

139. Ibid. 

140. No copied goods cases which apply this test, or even discuss it, have been 
found. The “intent to deceive” test has been applied in cases involving trade marks and 
names. See note 51 supra. In previous federal cases of product copying, intent alone 
has not been sufficient ground for recovery. Kramer Jewelry Creations, Inc. vy. Capri 
Jewelry, Inc., 143 F. Supp. 120, 123, 46 TMR 1522 (S.D.N.Y. 1956) (“If defendant 
intentionally copied plaintiff’s jewelry design in an effort to entice away plaintiff’s 
customers, such conduct is regrettable but not actionable ... [in the absence of a valid 
patent or copyright or acquisition of a secondary meaning].”); Chas. D. Briddell, Inc. 
v. Alglobe Trading Corp., 194 F.2d 416, 420, 42 TMR 207 (2d Cir. 1952). 

141. 269 F.2d at 275. 

142. Id. at 268, 274 & n. 11. 

143. See Huston v. Buckeye Bait Corp., 145 F. Supp. 600, 608 (S.D. Ohio 1955), 
aff’d, 237 F.2d 920 (6th Cir. 1956); West Point Mfg. Co. v. Detroit Stamping Co., 222 
F.2d 581, 590-91, 45 TMR 795 (6th Cir. 1955); Vaughan Novelty Mfg. Co. v. Greene 
Mfg. Corp., 202 F.2d 172, 176 & n. 11, 483 TMR 386 (3d Cir. 1953); Smith, Kline & 
French Labs. v. Clark § Clark, 157 F.2d 725, 731 (3d Cir. 1946); J. C. Penney Co. v. 
H. D. Lee Mercantile Co., 120 F.2d 949, 956 (Sth Cir. 1941); see also, 3 CALLMANN, 
op. cit. supra note 125, at § 77.4(e)(1) & n. 98; 1 Nims, UNFAIR COMPETITION AND 
TRADE-MARKS 371 & n. 4 (4th ed. 1947). Some courts consider that a functional feature 
cannot achieve a secondary meaning, thus barring any relief, even the remedy of clear 
labeling, if the test of secondary meaning is a requisite of recovery. See American- 
Marietta Co. v. Krigsman, 275 F.2d 287, 290, 50 TMR 498 (2d Cir. 1960) (“it is true 
that the slots are ‘non-functional’ . . . Hence the first condition upon a ‘secondary 
meaning’ is fulfilled.”) ; Upjohn Co. v. Schwartz, 246 F.2d 254, 256, 47 TMR 1230 (2d 
Cir. 1957); Ross-Whitney Corp. v. Smith, Kline §& French Labs., 207 F.2d 190, 196, 44 
TMR 274 (9th Cir. 1953) ; Remington Research, Inc. v. Modern Aids, Inc., 170 F. Supp. 
7, 11 (S.D.N.Y. 1959) (“If the contouring were deemed wholly ‘functional’ then no 
injunction could issue in any event.”). 

144. 271 F.2d 646, 50 TMR 343 (2d Cir. 1959). 
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the applicability of New York law**® but seems to have misinter- 
preted it. Plaintiff’s motion for a preliminary injunction was de- 
nied, ostensibly because of an absence of secondary meaning. 
Even if the court had been willing to grant recovery for mere 
product confusion, or palming off, the decision to deny the in- 
junction might still have been correct. The court implied that 
confusion as to the product could not reasonably have been ex- 
pected to be proven at trial.** 

But the language of the opinion, insofar as it purports to 
interpret New York law, seems not only mistaken, but actually 
in conflict with a decision by the same judge handed down three 
days later. The Speedry court used the words “palming off” to 
refer to the whole doctrine of misrepresentation. It stated that 
the only kind of “palming off” which was actionable was that which 
created confusion as to the source of the product,*** and, to the 
same effect, that a cause of action for “palming off’? required a 
showing of secondary meaning.**® The court then asserted that 
Santa’s Workshop did not abolish the secondary meaning require- 
ment in New York, reasoning that the case could have been de- 
cided on a finding of rapidly acquired secondary meaning, but that 
in any event the case involved the kind of “predatory business 
conduct” which can be enjoined without a finding of secondary 
meaning.’*° By “predatory business conduct,” the court apparently 
meant theft or misappropriation; the following paragraph in the 
opinion announces that misappropriation is the only kind of con- 
duct which justifies an exception from the requirement of sec- 
ondary meaning. The court also drew a broad distinction between 
palming off and misappropriation as the two kinds of unfair 
competition. 





145. Id. at 649, 50 TMR at 346. 

146. The court said that analysis of the state cases did not support plaintiff’s 
contention that secondary meaning had been discarded as a requisite for recovery in 
New York. Jbid. But whether the court applied the secondary-meaning test in the case 
is unclear from the conclusion of the opinion which states: “An examination of the two 
markers shows that there is no such likelihood of confusion either as to source or as to 
the product as to justify preliminary relief.” Jd. at 650-51, 50 TMR at 348. (Emphasis 
added. ) 

147. Id. at 650-51, 50 TMR 347, 348. 

148. Jd. at 648, 344. 

149. Jd. at 650, 347, 348. A similar use of the term seems implicit in West Point 
Mfg. Co. v. Detroit Stamping Co., 222 F.2d 581, 586, 589, 45 TMR 795 (6th Cir. 1955), 
distinguishing the palming-off test from the test of customer confusion between anony- 
mous products. 

The Speedry court also seemed to confuse “secondary meaning” precedents, citing 
American Safety Table for that doctrine, 271 F.2d at 650 n. 2, despite the earlier case’s 
explicit nonreliance on that rule, see text at note 136 supra. 

150. 271 F.2d at 650, 347. 
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In the case which followed, Norwich Pharmacal Co. v. Sterling 
Drug, Inc.,* the court adopted a completely different analysis of 
New York law, using the same terminology with different meanings 
attached. Again it stated that New York law recognized excep- 
tions to the secondary meaning requirement for “predatory prac- 
tices.””** But this time the “predatory practice” which explained 
Santa’s Workshop was “palming off” !°* Other cases were cited 
for the “misappropriation” exception,’* and exceptions for “actual 
deception” were also noted. While this latter case probably states 
the New York pa more accurately, the cases taken together illus- 
trate that the terminological confusion which has plagued New 
York courts is not there alone confined. 

In Ameru ah Marie fta Co. Vv. KN rigsman,' decided in Febru- 
ary, 1960, the Second Circuit purported to follow Erie, but ex- 
plicity ignored New York law, ostensibly because New York law 
was inapplicable: 


[T]he parties’ rights in this case depend upon the law of 
New York, and the law of “unfair competition” of that state 
is not confined to doctrine of “secondary meaning.” On the 
other hand, we have determined the parties’ rights without 
recourse to any New York decisions. We have done this de- 
liberately because we have found no New York decisions that 
are appropriate to the situation at bar. We are therefore 
thrown back upon the “ibs as laid down in other jurisdictions, 
especially by the federal courts. 


Beginning in 1949, plaintiff had been licensed by the patent owner to 
make and sell sponge mops under the name o-cepar. In 1957, plain- 
tiff surrendered the license, and began to make and sell slightly dif- 


151. 271 F.2d 569, 50 TMR 349 (2d Cir. 1959). This litigation was instigated by 
the producer of a pink stomach medicine called PEPTO-BISMOL against a competitor 
marketing PEPSAMAR, which was identieal to the first comer’s product in chemist y, eolor, 
and flavor, but dissimilar as regards container and label. The district e¢ t, applying 
New York law—citing Santa’s Workshop and Avon as authority for the el nation of 
the secondary-meaning requirement cranted an injunet n restrainil defendant from 
simulating the color pink. 167 F. Supp. 427, 433-34, 49 TMR 53 (N.D.N.Y. 1958). 
Without finding actual confusion, the court granted relief due to defendant’s failure to 
sustain its burden of showing no likelihood of confusion resulting from its deliberate 
noms * to create customer confusion. Jd. at 433. The Second Cireuit reversed, ADI lying 
a stricter test of recovery and d sacreeing with the dist ‘t court finding that the aallee 
pink was a nonfunctional feature of the product. 271 F.2d at 572. 

152 ld. at 571, 351. 

15: Ibid. 

154. Ibid. See also id. at 572, 252 n. 6. 

me 275 F.2d 287, 50 TMR 498 (2d Cir. 1960). 

156. ld. 290, "30 “'TMR at 501. But the court recognized that Santa’s Workshop 
and Avon exten aod unfair ¢ —_ etition recovery beyond proof of secondary meaning by 


copying of m canna features. Id. at 289, 50 TMR at 499. 
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ferent mops, calling them the New o-cepaR 76. Shortly thereafter, 
defendant started to make and sell the patented mop, under the 
name crown 400. Plaintifi’s product contained nonfunctional 
slots, but these slots had acquired no secondary meaning, because 
plaintiff was unable to demonstrate that it was the copied slots 
which had caused customer confusion between the mops. On 
this basis, the Second Circuit, speaking through Judge Hand, de 
nied the motion for preliminary injunction. This denial seems 
inconsistent with the treatment a state court would have made. 
The court’s finding that defendant’s mop was “so like that of 
plaintiff’s NEW 0-CEDAR 76 that it is quite likely that buyers or 
users may suppose that they came from the same producer”** 
seems to establish the confusing similarity of product necessary 
to a valid claim of palming off within the doctrine of Santa's 
Workshop, Avon, and Oneida.’ Thus the summary rejection of 
New York law seems not only unwarranted’” but also productive 
of still more confusion in the law of unfair competition. 


Toward a New Law of Misrepresentation 


The Interests Protected 


Judicial protection against “unfair” copying practices has 
been granted or denied without any comprehensive consideration 


61 


of the interests at stake." The common law has focused upon 
a number of fine distinctions between the types and effects of copy- 
ing. Without a clear statement of the reasons for such distinctions 
the distinctions themselves have become words without common con 
tent,a situation which has no doubt led to much of the confusion and 
contradiction between misrepresentation cases. In general, two 
principal group interests are involved—consumers and business 


157. Id. at 290, at 500. 

158. Td. at 289. 500. The court believed, however, that this evidence f p Iming 
off did not show unfair competition as to the manufacturer, but at most would support 
an action against the retailer. Jd. at 290-91, 501-02. Compare notes 54 and 55 supra. 

159. While American-Marietta might be distinguished from Avon and Santa’ 
Workshop because it involved product copying rather than ¢ y | t s and 
promotional schemes, Avon had previously been cited as authority for g off” 
test in a product copying case. See Flint v. Oleet Jewelry Mfg. Co., 133 F. Supp. 459, 
464,45 TMR 1178 (S.D.N.Y. 1955). 

160. See Meredith v. Winter Haven, 320 U.S. 228, 237-38 (1943); Note, 69 Yani 
L.J. 643, 648-56, 660 & n. 104 (1960) (discussing Meredith and other federal jurisdiction 
Cases ). 

161. See Preface to 1 CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS at v-vi 


(2d ed. 1950). 
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firms.’ There is by no means, however, complete harmony of 
interests within each group nor complete conflict between them. 
Thus, the consumer may be interested in low prices, high quality 
goods, innovation, and diversification of products, all of which 
may not be reconcilable. Similarly, innovators may want free 
borrowing of ideas, increased sales, exclusive enjoyment of inven- 
tions, and fair play within the business world. Superimposed 
upon these conflicting interests is the interplay between morality 
and economics. On the one hand is the commandment “Thou shall 
not steal,’*** and on the other the American ideal of free com- 
petition in open markets.** Selecting the interests most worthy 
of protection is probably a legislative function in the first instance, 
for it involves judgments as to the relative worth of those in- 
terests. But before a legislature or a court can make such choices, 
it must first be apprised of what those interests are, and how they 
are affected by the several doctrines of unfair competition. 

The action for misrepresentation seeks to preserve identity 
of a particular manufacturer’s product, and thereby preserves 
for him the benefits which may accrue from the good will, “public 
awareness” or “public loyalty” which he has created for his prod- 
uct or his business. The manufacturer’s ability to keep his product 
separately identified may give him an advantage comparable to 
direct prohibition against use of his innovation by others. To 
the extent that first comer is successful in convincing consumers 
that his product, and his alone, is the only version of the new 
product worth buying, other producers who enter the industry 
will be unable to take business away from the first comer even 
though they are manufacturing the same product.’® Protecting the 
identity of products, therefore, may be an important stimulus to 











162. See CALLMANN, What Is Unfair Competition?, 28 Gro. L.J. 585, 592-94 (1940) 
(discussing the struggle between these “‘two spheres of life’). 

163. See Margolis v. National Bellas Hess Co., 139 Mise. 738, 742, 249 N.Y. Supp. 
175, 180 (N.Y. Sup. Ct. 1931). 

164. See Chas. D. Briddell, Inc. v. Alglobe Trading Corp., 194 F.2d 416, 418, 42 
TMR 207 (2d Cir. 1952) (“the common law favors competition; and it is of the essence 
of competition that competitors copy and undersell the product of an originator’). See 
also, Handler, Unfair Competition, 21 Iowa L. REv. 175, 189 (1936). 

165. Thus, the Trademark Act complements the Patent and Copyright Acts; it 
ensures customer awareness of the product or literary work through the attachment of 
a distinctive mark and allows the innovator of a nonpatentable product or non-copyright- 
able idea to reap the benefits from maintaining his individuality and preserves to the 
innovator whose patent has expired the good will and customer reliance created by the 
name or mark during the patent period. See Preface, BERLE & DE CAMP, INVENTIONS 
AND THEIR MANAGEMENT vilii-xiii & 507 (3d ed. 1954); CHAMBERLIN, THE THEORY OF 
MONOPOLISTIC COMPETITION 56-57 (7th ed. 1956) (differentiation between products is 
created by features of the product as well as trademarks and names and “peculiarities 
of the package or container”). 





Vol. 51 TMR STATUTORY UNFAIR COMPETITION 367 





innovation and the development of new products.’ By the same 
token, however, granting protection to the features, names, sym- 
bols, or other marketing aspects of a product also tends to create 
“perpetual monopolies” which are “immunities from competi- 
Nawal 

If the law of misrepresentation promoted only society’s in- 
terest in stimulating invention, the necessity of reconciling this 
interest with the conflicting policy against monopolies might im- 
pose drastic limitations on the scope of the misrepresentation 
law.*** To minimize the inroads upon the competitive economy, 
the policy of rewarding new ideas with a grant of monopoly en- 
joyment should be limited to those cases in which society feels 
that the gain in inventiveness outweighs the restriction upon com- 
petition. Similarly, the duration of monopolistic enjoyment should 
be limited to that period of time which will serve as an adequate 
reward or stimulus to prospective innovators. It can be argued 
that this process of selection and limitation has already been per- 
formed by the patent and copyright laws—that unpatentable ideas 
do not deserve monopolistic enjoyment and that ideas upon which 
a patent has expired have received all the protection necessary.’ 
Since the law of misrepresentation applies primarily to ideas and 
products outside the direct protection of the patent and copyright 
laws, the argument concludes, this remedy gives protection in an 








166. See CHAMBERLIN, op. cit. supra note 165, at 273 (“If producers were free to 
imitate the trade-marks, labels, packages, and products of others; no one would have any 
incentive to maintain the quality of his goods, for they would inevitably be imitated by 
inferior products at lower prices, put up to look identical.”) ; Pattishall, Trade-Marks 
and the Monopoly Phobia, 50 Micu. L. Rev. 967, 967-83, 42 TMR 588 (1952) ; Oppen- 
heim, The Public Interest in Legal Protection of Industrial and Intellectual Property, 
40 TMR 613 (1950). 

167. See Eastern Wine Corp. v. Winslow-Warren, Ltd., 137 F.2d 955, 957, 33 TMR 
302 (2d Cir. 1943); Triangle Publications, Inc. v. Rohrlich, 167 F.2d 969, 974, 980, 982, 
38 TMR 657 (2d Cir. 1948) (Judge Frank dissenting). See also Brown, Advertising 
and the Public Interest: Legal Protection of Trade Symbols, 57 YALE L.J. 1165, 1204-05 
(1948) ; Chafee, Unfair Competition, 53 Harv. L. Rev. 1289, 1317-18 (1940). 

168. But see SCHUMPETER, CAPITALISM, SOCIALISM, AND DEMocRACY 82-88, 100-06 

3d ed. 1950), discussing the necessity of moving from the classical theory of competition 

to monopolistic competition which engenders new commodities, advanced technology, new 
source of supply, and new types of organizations. To encourage innovation of new com- 
modities and technology, Professor Schumpeter argues that protecting devices such as 
patents and private contracts are necessary. Accord, GALBRAITH, AMERICAN CAPITALISM 
88-99 (1952); id. at 92 (“the quick spread of any known technology in the purely com- 
petitive market . . . eliminates the incentive to technical development”). 

169. American Safety Table Co. v. Schreiber, 269 F.2d 255 (2d Cir.), cert. denied, 
361 U.S. 915 (1959) (“The Congress, realizing such possibilities [of fostering monopo- 
lies] has therefore confined and limited the rewards of originality to those situations and 
circumstances comprehended by our patent, copyright, and trade-mark laws. When these 
statutory frameworks are inapplicable, originality per se remains unprotected and often 
unrewarded.’’) ; see Chafee, supra note 167, at 1318 (“my contention is that when Con- 
gress has said what original ideas shall be protected and how they shall be protected, 
the court should not do anything different”). See also note 104 supra. 
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area where Congress has already decided that the stimulus to 
invention and the preservation of business morality are not worth 
the impediment to free competition. 

This argument, however, is based upon too limited a view of 
the interests which the law of misrepresentation attempts to pro- 
tect. In addition to stimulating a certain amount of innovation, 
this remedy serves other functions having nothing to do with the 
purposes of the patent and copyright laws. One is the protection 
of the customer in receiving the product he thinks he is buying.’” 
If the customer wants product A, or the product of manufacturer 
A, it is felt that he should not be deceived into buying product B. 
The reasons for this argument are not as apparent as they may 
seem. While there is an obvious interest in protecting people 
against buying goods which are actually inferior to the goods 
they want, it might be argued that the customer is not harmed if 
he is confused into buying a product of equal quality. Indeed, 
if the copier’s equally good product is cheaper, the customer may 
even benefit economically from his own deception. This notion 
of beneficial competition through deception seems implicit in 
Judge Frank’s rhetorical question: 


Should the courts actively lend their aid to the making of 
profits derived from the building of [buying] habits, if and 
whenever those stubborn habits so dominate buyers that they 
pay more for a product than for an equally good competing 
product ?*™ 


The fault in this argument lies in the easy hypothesis of “an 
equally good competing product.” Courts are ill-equipped to make 
decisions about the relative quality of competing products. Such 
decisions would eall for analysis of technical data concerning the 
production and performance of the respective goods. Perhaps more 
important, a finding, by some objective standard, that one good 
is superior to another may have no relation to the satisfaction 





170. See FTC v. Algoma Lumber Co., 291 U.S. 67, 78 (1934) (“The consumer is 

prejudiced if upon giving an order for one thing, he is supplied with something else. 
. In such matters, the publie is entitled to get what it chooses, though the choice may 

be dictated by caprice or by fashion or perhaps by ignorance.”) ; Benton Announcements, 
Inc. v. FTC, 130 F.2d 254, 255 (2d Cir. 1942) (“[P]eople like to get what they think 
they are getting, and courts have steadfastly refused in this class of cases to demand 
justification for their preferences. Shoddy and petty motives may control those prefer 
ences; but if the buyers wish to be snobs, the law will protect them in their snobbery.” 
American Chain Co. v. Carr Chain Works, Inc., 141 Mise. 303, 308-09, 252 N.Y. Supp. 
860, 867-68, 22 TMR 147 (N.Y. Sup. Ct. 1931). 

171. Triangle Publications, Inc. vy. Rohrlich, 167 F.2d 969, 980 n. 13, 38 TMR 657 
(2d Cir. 1948) (dissenting opinion). 
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which a particular consumer may derive from either, since con- 
sumer motivation need have no relation to the criteria used in 
the test of quality.‘ Given the fact that courts cannot distin- 
guish between beneficial and harmful product confusion in indi- 
vidual cases, courts which allow or prohibit product confusion can 
do so only on the basis of a generalized prediction as to its effect. 
The rule adopted must rest on a conclusion that, if allowed, de- 
ception would or would not be harmful in more cases than it would 
be beneficial. The likelihood of harm seems the greater, especially 
since freely permitted deception might encourage progressively 
greater frauds upon the customer. 

In addition to guarding against customer deception, the action 
for misrepresentation also seeks to protect the reputation which 
a manufacturer may have built up for his product.’* To the extent 
that reputation is acquired from being first on the market with a 
new product, the law encourages innovation. But reputation may 
also be the product of years of consistently superior production ;*" 
by encouraging this kind of business activity, the law of misrep- 
resentation promotes a social purpose independent of the policy 
to stimulate innovation. It may be argued, however, that product 
reputation in the modern economy no longer rests primarily on 
the quality of the product, but upon the manufacturer’s cleverness 
in manipulating modern merchandising and advertising tech- 
niques,’ and that the law of misrepresentation really rewards 
and encourages this behavior. Critics have argued that modern 
advertising is so destructive of our competitive system and moral 
fibre that protection of this method of creating good will is not 
justified.*”° But although many of the criticisms about Madison 
Avenue and its “hidden persuaders” are no doubt legitimate, the 








172. See note 170 supra. 

173. See CHAMBERLIN, op. cit. supra note 165, at 271 (“the right to good will is the 
fundamental legal right, and competition is ‘tolerated’ only as a matter of policy on 
account of its supposed social benefits”); Sinko v. Snow-Craggs Corp., 105 F.2d 450, 
452, 29 TMR 524 (7th Cir. 1939) (“The law of unfair competition stresses business 
integrity, encourages legitimate trading, and protects good will against spoilation.”) ; 
American Chain Co. v. Carr Chain Works, Inc., 141 Mise. 303, 252 N.Y. Supp. 860, 22 
TMR 147 (N.Y. Sup. Ct. 1931). See also Moore, LEGAL PROTECTION oF GOODWILL 6 
(1936); Grismore, Are Unfair Methods of Competition Actionable at the Suit of a 
Competition?, 33 Micu. L. Rev. 321, 329 (1935). 

174. See American Safety Table Co. v. Schreiber, 269 F.2d 255, 274 (2d Cir.), cert. 
denied, 361 U.S. 915 (1959). But under present law, the reputation may not be protected 
unless the producer rather than the product acquires the reputation. Ibid. For the dis 
cussion of the relevance of this distinction, see text accompanying notes 179-80 infra. 

175. See Brown, supra note 167, at 1187-90. 

176. See Coffey, Advertising Techniques, and the Moral Law, in Tyrer, ed., ApVER 
TISING IN AMERICA 169, 174 (31 The Reference Shelf No. 5, 1959); Mayer, Mapison 
AvE., U.S.A. 315-18 (1958); BorpEN, THE EcoNoMIc EFFECTS OF ADVERTISING 809-13 
(1942). See generally, Burtt, PSYCHOLOGY OF ADVERTISING (1938). 
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fact remains that modern advertising is an element of the present 
economy, and its importance is a premise upon which manufac- 
turers operate. Moreover, many commentators defend its social 
utility. The persuasive power of mass communications serves in 
part as the basis of a cyclical macro-economic process; consumer 
desires are generated which stimulate production, thus creating 
additional jobs and, in turn, increasing demand.'” Further, ad- 
vertising enables business to utilize mass production techniques 
to the fullest advantage by creating national markets for its prod- 
ucts.*** Therefore, to the extent that the law of misrepresentation 
stimulates this activity, it advances yet another social purpose 
beyond the concern of the patent laws. 

Recognizing that the law of misrepresentation is intended to 
protect product reputation may help to eliminate some of the con- 
fusion over distinctions which have arisen in this area. Refinements 
such as the “secondary meaning” doctrine have made recovery 
depend upon whether the reputation involved is that of the manu- 
facturer, or merely that of his product as a separate entity.’” 
Latitude has been allowed in some jurisdictions by regarding the 
reputation of a trademark or name as equivalent to the producer’s 
reputation.**° But except for the “palming off” theory, which is 
neither clearly defined nor unquestionably accepted,’ reputation 
which attaches to the physical appearance of the product is not 
protected against deceptive copying. These distinctions seem with- 
out rational foundation. The particular attribute to which repu- 
tation attaches is accidental and arbitrary. It would seem to 
depend in the first instance upon the mode of advertising and 
marketing adopted by the producer—whether he stresses his own 
business as an institution, the name of his product, or its distine- 
tive appearance. His choice will no doubt be governed by the 


177. See The Case for Advertising: What It Does for the Producer, The Consumer, 
The Country (reprinted from Printer’s Ink, May 15, 1953), in TYLER, op. cit. supra note 
176, at 160-69; BORDEN, op. cit. supra note 176 at 162-68, & 193-206; Custis, The Place 
of Ethics in the Field of Advertising, in ETHICAL PROBLEMS OF MODERN ADVERTISING 3, 
9 (1931). But see CHAMBERLIN, THE THEORY OF MONOPOLISTIC COMPETITION, 273-74 
(7th ed. 1956) ; Brown, op. cit. supra note 167 at 1169, 1177-79 (“... for the economy 
as a whole... the resources . . . going into persuasive advertising, result only in a 
curtailed output of real goods.”). It is also argued that advertising promotes product 
improvement and increases the value of the product. See MAYER, op. cit. supra note 176 
at 310-13. For the argument that advertising reduces selling costs, see Weld, Honesty 
in Fact Finding, in ETHICAL PROBLEMS OF MODERN ADVERTISING 80, 94-96 (1931). 

178. See TYLER, op. cit. supra note 176, at 161; Butler, What the Advertiser Owes 
the Public, in ETHICAL PROBLEMS OF MODERN ADVERTISING 27 (1931). But see MAyER, 
op. cit. supra note 176, at 313-14. 

179. See note 26 supra. 

180. See note 38 supra and accompanying text. 

181. See, e.g., text accompanying notes 148-55 supra. 
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nature of his product and by the expected customer response, 
factors which seem totally irrelevant to the policies of misrep- 
resentation law. In place of these distinctions, the law should 
recognize as actionable any copying which allows one product to 
trade on the reputation of another; the attribute by which the 
customer identifies his favorite product should be irrelevant. 
Other distinctions have arisen in an effort to limit the grant 
of monopoly advantages which the law of misrepresentation nec- 
essarily entails. Although the particular limits marked out by the 
patent and copyright laws are not relevant in this area, the more 
general desire to minimize inroads upon product competition seems 
a proper policy consideration. Existing misrepresentation doctrine 
seems to have sought this end by refusing to enjoin the copying 
of certain features when to do so would have forced the com- 
petitor to produce an inferior product. In terms of doctrinal ex- 
ceptions, the second comer will not be enjoined from copying a 
confusion-causing feature if that feature is “functional.’’** Also, 
he may use a similar trademark or name if the similarity is due 
to the use of “descriptive” words.*** Both exceptions, however, 
have threatened to swallow up the rule. While some courts apply 
the “functional-nonfunctional” distinction to determine whether a 
feature falls within the patent laws, and therefore look to its 
utility,’** other courts find a feature “functional” whenever it en- 
hances the selling potential of the product.’* A similar expansion 
of the “descriptive” word exception is indicated by a recent holding 
that the name PEPSAMAR may be used by a competitor of PEPTO- 








182. See note 143 supra and accompanying text. 

183. See Durable Toy §& Novelty Corp. v. Chein & Co., 133 F.2d 853, 854-55, 33 
TMR 186 (2d Cir.), cert. denied, 320 U.S. 211 (1943) (UNCLE SAM). See also note 94 
supra and accompanying text. 

184. See James Heddon’s Sons vy. Millsite Steel & Wire Works, 128 F.2d 6, 13, 
32 TMR 410 (6th Cir. 1942). Protection of the “non-essential” features has been recog 
nized. See, e.g., American Safety Table Co. v. Schreiber, 269 F.2d 255, 274 (2d Cir. 
1959) (“mere arbitrary ornamental or decorative gadgets”) (dictum); Pagliero v. 
Wallace China Co., 198 F.2d 339, 343, 42 TMR 839 (9th Cir. 1952); American Chain 
Co. v. Carr Chain Works, Inc., 141 Misc. 303, 308, 252 N.Y. Supp. 860, 866, 22 TMR 
147 (N.Y. Sup. Ct. 1931) (copying the color combination of plaintiff’s chains enjoined 
Flagg Mfg. Co. v. Holway, 178 Mass. 83, 91, 59 N.E. 667 (1901) (right to copy inno- 
vator’s zithers but not ornamental features representing good will), followed in Tas-T 
Nut Co. v. Variety Nut §& Date Co., 245 F.2d 3, 6, 47 TMR 1073 (6th Cir. 1957). See 
also note 31 supra. 

185. See Vaughan Novelty Mfg. Co. v. G. G. Greene Mfg. Corp., 202 F.2d 172, 175 
(3d Cir. 1953) (“It must be borne in mind that the word ‘functional’ in these imitation 
cases does not mean merely utilitarian. It is much broader.” (citing RESTATEMENT, 
Torts § 7420 (1934)); J. C. Penney Co. v. H. D. Lee Mercantile Co., 120 F.2d 949, 954 
(8th Cir. 1941) (“But the term ‘functional’ is not to be treated as synonymous with 
the literal signification of the term ‘utilitarian.’ A design, for example, may not be 
utilitarian in a technical sense, but it may nevertheless be functional in the sense that 
it will contribute materially to the general sale of the goods.”). See also notes 32 & 33 
supra and accompanying text. 
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BISMOL because the prefix “pep” is an apocopate form of “peptic,” 
a word pertaining to digestion.’*® 

The extention of both exceptions is logically unassailable. Any 
feature which causes a customer to buy one product rather than 
another is certainly “functional” as to that customer’s individual 
needs and uses for the product. And “pep” undoubtedly will create 
an association, in someone’s mind, with stomach upset remedies. 

These distinctions, therefore, do not compromise between the 
policy against trading on the first comer’s reputation and the 
policy in favor of free competition. Since most features which are 
copied can be characterized as functional, the only protection in 
most cases will be the requirement of clear labeling. But even 
this remedy is often meaningless, due to the allowable proximity 
of “deseriptive” words.’** Of course, it may be that society’s in- 
terest in free competition is so great that this narrow confinement 
of the law of misrepresentation is warranted.’*** But if the policy 
in favor of product identity is felt to be of equal or greater eco- 
nomic importance to society, it should be recognized that the ex- 
isting distinctions do not give more than a token representation 
to that interest. 

Greater effect might be given to the law of misrepresentation 
in two ways. The legislature or the appellate courts might insist 
upon more stringent interpretations of the words “functional’* 
and “descriptive.” While this might generally increase the effec- 
tiveness and frequency of recovery in misrepresentation cases, the 
absence of a logical stopping place when working with these or 
similar concepts will give relatively free reign to the policy judg- 
ments of individual courts, and will probably result in a great 
variety of standards being applied. A more radical step would be 
to abolish these distinctions altogether. The legislature could pro- 
vide that if there is likelihood of confusion between products or 
the sources of products, the copier must adopt whatever measures 
are necessary to distinguish his product, even if this means al- 


186. Norwich Pharmacal Co. vy. Sterling Drug, Inc., 271 F.2d 569, 573, 50 TMR 
349 (2d Cir. 1959). 

187. See, e.g., Tornado Industries, Inc. v. Typhoon Industries, Inc., 20 Mise. 2d 43, 
15, 187 N.Y.S.2d 83, 84-85, 49 TMR 1210 (N.Y. Sup. Ct. 1959) (TORNADO, TYPHOON, 
CYCLONE, HURRICANE fences; no confusion). 

188. This is the conclusion apparently reached by Judge Frank of the Second 
Circuit, who considers that the public’s interest in encouraging “honesty” and “fair 
dealing in business,” in procuring “the security of the fruits of individual enterprise,” 
and in safeguarding consumers from being deceived is outweighed by the “basic public 
policy” that “social welfare is best advanced by free competition.” Eastern Wine Corp. 
v. Winslow-Warren Ltd., 137 F.2d 955, 958, 33 TMR 302 (2d Cir. 1943) (trade names). 
189. For precedent for taking a narrower view, see cases cited notes 31, 184 supra. 
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tering “functional” or “descriptive” features.’ Even this change, 
of course, might not assure predominance to the interest of safe- 
guarding product identity. Judges would still retain considerable 
discretion in deciding whether or not there is likelihood of con- 
fusion, and more insistent philosophies of competition could be 
given effect by an increased reluctance to find that confusion exists. 


Uniform Federal Legislation 


Given the complexity of modern commercial relations, and the 
national scope of most large business operations, the fifty separate 
bodies of state law and the vestiges of federal common law pres- 
ently occupying this field should be replaced by a uniform law 
of unfair competition.*** Congressman Lindsay recently intro- 
duced a bill—H.R. 7833*—designed to create a national law of un- 
fair competition by providing “a basis for the development of a 
uniform body of federal law and a new cause of action for unfair 
commercial practices.”?* 

The uniformity to be achieved from this proposed legislation 
is not immediately apparent. Section 4 of H.R. 7833 states: “The 
relief provided for by this Act shall be in addition to those rights 
and remedies otherwise available.” Interpreted literally this would 
seem to authorize the continuation of existing state activity in 
this field.2** But section 4 must be read in the light of section 8, 
which gives sole jurisdiction of “all actions whatsoever under this 
Act to the district courts,” and section 9 which states that “the 
intent of this Act is to regulate all commerce which may lawfully 
be regulated by Congress by making actionable solely in a federal 
forum all unfair competition activities set forth herein.” The clear 
import of these sections, read together, is that relief against prac- 
tices covered by the Act—those affecting commerce—can only be 





* 


See Editor’s Note on page 360. 

190. This theory seems implicit in the relief granted in the American Safety Tabli 
case, although the rest of the opinion negatives this interpretation. See text accomp 
ing notes 141-43 supra. 

191. See proposals for creating a uniform law in Lunsford, Unfair Competition: 
Uniform State Act Needed, 44 Va. L. REv. 583 (1958) (Uniform statute to implement 
$$ 43 and 44 of the Lanham Act); Bunn, The National Law of Unfair Competition, 62 
Harv. L. Rev. 987 (1949) (theory that the Federal Trade Commission Act creates a 


any 


national law of unfair competition) ; Rogers, Unfair Competition, 35 TMR 126, 133-34 
(1945) ; Chafee, supra note 167, at 1301; Note, 60 Harv. L. Rev. 1315 (1947). 
192. 106 Cona. Rec. 1808 (1960) (explanatory statement of H.R. 7835 drafted 


by the Committee on Trade Marks and Unfair Competition of the Association of the 
Bar of the City of New York). 

193. See 106 Conc. Rec. 1808 (1960) (“the availability of this new cause of 
action does not diminish existing rights to proceed under State or other Federal law”). 
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sought in the federal forum. Thus, since most business activities 
today will touch interstate commerce, the goal of uniformity will 
be substantially achieved by H.R. 7833. The remnant of the check- 
erboard which will remain, state jurisdiction over activities wholly 
intrastate in character, is not entirely undesirable; if state rem- 
edies were entirely pre-empted, the result would be a “no-man’s 
land” where neither state nor federal law applied. 

Section 3 of H.R. 7833 eliminates three possible defenses to 
an action under the new law—absence of competition between the 
parties,’ absence of actual damages to the first comer, and ab- 
sence of any effect on the public interest. Of these, the first will 
probably be the most significant. It will apply in cases where a 
trademark or trade name is copied on a substantially different 
product, as where the name of a young woman’s magazine is put on 
a girdle.’® 

Section 7 of H.R. 7833 states: “This Act shall not apply to 
patent or copyright infringement.” The purpose for this, as ex- 
plained by a comment prepared by the committee which drafted 
the bill, is “to meet possible criticism that the new statute might 
otherwise be used to extend the scope or duration of a patent or 
copyright monopoly.’"* Thus, copying a registered patent or copy- 
right after the period of statutory protection has expired, or 
copying a registrable product or copyright which was never reg- 
istered, would not serve as the basis for an action in unfair com- 
petition.**? The rationale in support of this limitation seems to 
ignore the fact that the law of misrepresentation serves other 
purposes, beyond those of the patent and copyright laws. Pro- 
tection against customer deception, for example, remains impor- 
tant regardless of whether the copied product is patentable. This 
limitation should be adopted, therefore, only if Congress concludes 
that the additional monopoly advantage given to patentable prod- 
ucts would do more harm than would freedom to misrepresent 
such goods. 

Subsection 2(b) deals with false or misleading statements as 
to goods or services. Although the Federal Trade Commission Act 





194. This section eodifies the holdings of the Vogue, Yale, Standard Brands, and 
Triangle Publications cases discussed in note 100 supra. 

195. See Triangle Publications, Inc. v. Rohrlich, 167 F.2d 969, 38 TMR 657 (2d 
Cir. 1948) ; note 100 supra. 

196. 106 ConG. REc. 1808 (1960). 

197. Trademark infringement is excluded from this section, apparently because 
trademark protection is granted in perpetuity. Ibid. 
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covers such misstatements,’® the requirement limiting action under 
the statute to those cases where a “public interest” is shown will 
probably preclude the Commission from seeking a cease and desist 
order in most instances.’ By giving private parties an action to 
prevent competitors from reaping benefits from misstatement or 
omission of a material fact, even though the “public interest’’ is 
not affected,*” H.R. 7833 offers a reasonable supplement to the 
limited protection offered by the Federal Trade Commission Act. 

Subsection 2(c) is the catch-all clause, which makes actionable 
any practice which “violates reasonable standards of commercial 
ethies.” This standard would give judges a green light to fashion 
the law of unfair competition on the basis of their own conceptions 
of business ethics. The variety of individual standards which is 
foreseeable under so broad a charter would destroy any hope 
of uniform regulation, and thus contradict the very reasons for 
looking to a federal law. 

The heart of H.R. 7833 is subsection 2(a), which delineates 
those unfair commercial practices which are to be actionable. The 
broad language of this section is a compromise between the “fu- 
tility of attempting to define every type of conduct intended to be 
prohibited, and the equal futility of simply stating that unfair 
acts shall be deemed unlawful.”** The standard of illegality set 
forth in subsection (a)—likelihood of confusion as to source- 
would seem to be more liberal than the exacting test applied by 
many state courts. But the meaning of that test will, on the basis 
of legislative history, be construed in terms of existing state com- 
mon law. The drafters of the bill suggested that the broad language 
of this section was intended to provide the federal judges with an 
opportunity to apply the liberal standards of certain New York 
eases.” This, however, may result in a continuation of the present 
imbroglio over “palming off,’ and the danger remains that an 
unsolicitous court might preserve “commercial ethics” by applying 
the stricter secondary-meaning test. On the other hand, even if 
the bill is construed in vacuo, it is uncertain whether it actually 
does set up a “guidepost . . . definite enough to identify the prin- 





198. 38 Stat. 719 (1914), as amended, 15 U.S.C. § 45 (1958); see Benton An 
nouncements, Inc. v. FTC, 130 F.2d 254 (2d Cir. 1942); Fioret Sales Co. v. FTC, 100 
F.2d 358, 29 TMR 72 (2d Cir. 1938); FTC v. Winsted Hosiery Co., 258 U.S. 483 (1922). 

199. See note 126 supra. 

200. H.R. 7833, 86th Cong., 1st Sess. § 3 (1960). 

202. 106 Cone. Rec. 1808 (1960). 

203. Ibid. 
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cipal type of unlawful activity.”*°* Many questions of interpre- 
tation will remain: Does “confusion of source” exclude confusion 
of products? Must the particular source be known to consumers? 
If so, must the customer care who the source is and buy because 
of that knowledge? Is “confusion” directed to customers, retailers, 
or visitors in the homes of customers?**® How many customers, 
in what geographical areas, need be confused to fulfill the test? 
Thus even if the state law is not directly incorporated into the 
bill, these questions will have to be answered in terms of common- 
law unfair-competition concepts or some equivalent.** With all 
these opportunities to reinsert more stringent state common law, 
the bill is not a direction to the courts to apply more liberal stand- 
ards in unfair competition cases. It merely gives judges an oppor- 
tunity to do so if they are so inclined. 

A more liberal statute would explicitly reject secondary mean- 
ing, palming off, and actual confusion as standards of recovery. 
Likelihood of confusion should be defined in terms of an ordinary 
customer desiring a particular good or service, using ordinary 
eare and diligence, believing that another good or service is the 
same or has the same source as the good or service desired.?” 
Although proof of actual instances of confusion should be admis- 
sible evidence, it should not be required.** As the statute now 





204. Ibid. 

205. See, e.g., Mastercrafters Clock § Radio Co. v. Vacheron & Constantin-Le 
Coultre Watches, Inc., 221 F.2d 464, 45 TMR 702 (2d Cir. 1955). 

206. The Committee on Trade Marks and Unfair Competition of the Association of 
the Bar of the City of New York, which drafted the bill, stated in the Report that the 
broad language of the bill defining unfair competition would enable the federal courts 
to “establish a workable national business morals substantive law.” See REporT, CoM- 
MITTEE ON TRADE MARKS AND UNFAIR COMPETITION OF NYC Bar Ass’n 4 (1949). 
The Committee found support for this theory in Textile Workers Union v. Lincoln Mills 
of Alabama, 353 U.S. 448 (1957), where the Court interpreted § 301 of Labor Manage- 
ment Relations Act of 1947 to allow federal courts to fashion a body of federal law for 
the enforcement of collective bargaining agreements. REPORT, op. cit. supra at 4. The 
Committee considers that confusion in the law of unfair competition will be greatly 
reduced if the federal courts are unshackled from the “overpowering local state law to 
which they are now fettered.” Jd. at 5. However, as demonstrated by the recent Second 
Circuit cases of Speedry, supra notes 144-50, and American-Marietta, supra notes 155-60, 
the federal court was able to “unshackle” itself from the state law with relative ease. 
See also Judge Clark concurring in Maternally Yours, Inc. v. Your Maternity Shop, Inc., 
234 F.2d 538, 545, 46 TMR 1509 (2d Cir. 1956). Granting federal jurisdiction will not 
in itself establish a liberal uniform rule that all the federal courts will apply, particu- 
larly when the standard is as vague as that adopted in the Lindsay bill. 

207. <A few courts have recognized the “average customer” test. See James Heddon’s 
Sons v. Millsite Steel § Wire Works, Inc., 128 F.2d 6, 9, 32 TMR 410 (6th Cir. 1942) ; 
Oneida, Ltd. vy. National Silver Co., 25 N.Y.S8.2d 271, 291, 31 TMR 64 (1940). 

208. The difficulty of establishing proof of customer confusion is discussed. by 
Judge Clark, dissenting in Best & Co. v. Miller, 167 F.2d 374, 378, 379, 38 TMR 543 
(2d Cir. 1948). See also Miles Shoes, Inc. v. R. H. Macy §& Co., 199 F.2d 602, 603, 42 
TMR 911 (2d Cir. 1952). 
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seems to provide, relief should be granted if a court finds likeli- 
hood of such confusion. 

The statute says nothing about the function-nonfunctional dis- 
tinction, or the “descriptive” trade name exception.*” In view of 
the current disparity in judicial treatment of these doctrines,”° 
statutory guidance as to the extent to which courts should deny 
recovery in the interest of competition seems essential. 

Relief against the practices delineated in section 2 is provided 
by section 1, which specifies an injunction and costs. Because of 
its relatively inoffensive impact on the defendant, this remedy is 
probably inadequate as a deterrent to such practices as publishing 
false or misleading statements. And this relief may also be in- 
adequate in many other cases because considerable damage, in 
the form of diversion of profits, may have been done to a business 
prior to the issuance of the injunction.** As H.R. 7833 now stands, 
this limited remedy is probably justified, in view of the broad 
liberal standards of the Act encouraging ad hoe judicial deter- 
minations of commercial morality. However, if more ascertainable 
standards of conduct were explicitly established, the relief should 
more fully compensate the injured party—including damages as 
well as an injunction. 





209. Fora discussion of these exceptions, see text accompanying notes 182-90 supra. 

210. See notes 184-85 supra. 

211. But see, Letter From Chairman of the Committee on Trade Marks and Unfair 
Competition of the Association of the Bar of the City of New York to the correlative 
American Bar Association Committee, April 26, 1960, stating that the remedies under 
the Lindsay bill are limited to an injunction because in most cases plaintiffs are interested 
in “bringing about the cessation of unlawful acts rather than collecting damages and 
damages are usually difficult to establish.” Jd. at 4-5. For the argument that a more 
effective deterrent to unfair commercial practices would be the granting of damages if 
an injury is proven. See Swanson Mfg. Co. v. Feinberg-Henry Mfg. Co., 54 F. Supp. 
805, 815-16, 34 TMR 89 (S.D.N.Y. 1943). See also text at note 127 supra. 
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THE RIGHTS OF EXCLUSIVE DOMESTIC AGENTS IN 
TRADEMARKS OWNED BY FOREIGN CONCERNS* * 


By Jose Barreda Moller** and 
Francis C. Browne*** 


The countries of the Western Hemisphere, and particularly 
the countries represented in the Organization of American States, 
have accomplished considerable uniformity and improvement in 
the law of Industrial and Intellectual Property over the past sixty 
years or more. The Convention of Mexico City in 1902, for ex- 
ample, and the Paris Convention of 1883 have been the founda- 
tion for subsequent agreements, such as the Washington Con- 
vention of 1929, by which better understanding and cooperation 
has been brought about in the field of Patent, Trademark and 
Unfair Competition Law. 

Treatment of patent law subjects in the same light as trade- 
mark and unfair competition law, however, has caused some dif- 
ficulty at times, due to the lack of sufficient regard for the basic 
differences in the principles of law applicable to these two kinds 
of industrial property. In the first place, patents are in all of 
our countries statutory creatures intended to reward a person 
who advances the economic or social welfare of the nation by 
introducing an innovation which might otherwise be suppressed 
or, due to lack of incentive, remain as an undiscovered or unde- 
veloped mental concept. While there is a property right in an 
invention, the right of the inventor to control or prevent use of 
the invention is contingent upon the issuance of a patent grant 
by a government agency. . 

Trademarks, on the other hand, are in some countries ba- 
sically creatures of the common law and are intended to be used 
as badges or symbols of commercial identity or origin just as flags 
or coats of arms are badges or symbols of national or ancestral 
identity or origin. To the extent that there is a “creative” act 
involved in “coining” a trademark, there is an analogy to the 








* Paper presented at the Inter-American Bar Association, Biennial Meeting in 
Bagoté, Colombia on February 8, 1961. 
+ 800.4—OTHER STATUTES—FOREIGN LAW. 
** Patent and trademark attorney of Lima, Peru; member of the Lima Bar; For- 
eign Associate Member of USTA. 
*** Partner in the firm of Mead, Browne, Schuyler and Beveridge, Washington, D.C. ; 
member of the District of Columbia Bar; Associate Member of USTA. 
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inventive property right. However, the value of the right in a 
trademark is not realized unless and until it is applied to a com- 
modity or service. At that time, in those countries, without any 
governmental act, a tangible right is established. That right is 
usually protected in much the same manner as other forms of 
tangible and intangible property or property rights. As the law 
of trademarks developed in later years, the government grant 
concept appeared. Under that concept, trademarks have been 
treated as statutory creatures; and according to the laws of most 
countries, the grant or registration became the equivalent of a 
patent or franchise. In other words, while there is substantial 
uniformity of concept of the patent right throughout most of the 
countries of the world, there is a difference between the common 
law countries and the code or statutory law countries as to the 
legal concept of the trademark right. In the common law coun- 
tries, use of the trademark is ordinarily a prerequisite to aequi- 
sition of an exclusive property right in the trademark. Regis- 
tration is effected in those countries subsequent to use, primarily 
as a matter of convenience in administration of the law. In the 
eode or statute countries, use is not ordinarily a prerequisite to 
registration. In fact, the registration takes on the nature of a 
grant or exclusive franchise extended to the first to register the 
trademark, even though the registrant may have no bona fide 
intention to use the symbol or term for the purpose for which 
trademarks are intended, namely, as badges of commercial iden- 
tity or origin. 


Limitations on Transfer of Rights in Trademarks 


In common law countries the fundamental function of trade- 
marks, i.e., a means of designating or identifying commercial 
origin, inherently imposes restrictions on the transfer of title to 
the symbol which performs that function. Inasmuch as the trade- 
mark symbolizes commercial origin of the goods or services in 
connection with which it is used, it is not feasible to transfer 
the symbol without also transferring the business or at least that 
part of the good will of the business of which the trademark is 
a symbol. Neither is it practical to transfer the good will of the 
business without including the symbol by which customers and 
others may recognize the commercial entity with which such good 


will is associated. 
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If, for example, the right to use a family coat of arms is 
transferred to a stranger without the relationships normally in- 
cident to ancestry, the coat of arms becomes a mere mockery, or 
perhaps even a fraud. By the same line of reasoning, the transfer 
of a trademark to a stranger without the good will or other 
incidents which give the symbol its value and vitality is an empty 
gesture. The same result could be obtained by the mere aban- 
donment of the trademark by the first user and an immediate 
claim to exclusive right thereto by the latecomer. There could 
hardly be any “succession” in such case by which the latecomer 
would be entitled to rely on any earlier right possessed by the 
first user. 

Under the code or statutory concept, the transfer of right to 
use a trademark is unencumbered by any requirement for transfer, 
or even the existence, or any good will whatever. There is not 
even a requirement that a business shall have been in existence 
to give vitality or value to the symbol thus transferred. It be- 
comes apparent, therefore, that transfer of “naked title’ to a 
trademark or a transfer “in gross” is fully recognized as con- 
veying a good and valuable right in the code or statutory juris- 
dictions. 

It is possible under the more recently developed doctrine of 
“registered user” or “related companies” to liberalize the strict 
limitations heretofore imposed on the right to confer upon others 
permission to use an established trademark under the common law 
doctrine. The prime requisite of this liberalized practice, how- 
ever, is the exercise of lawful centralized control over the nature 
or quality of the goods or services in connection with which the 
mark is used. In this manner the integrity of the symbol as a 
badge of commercial identity or origin is maintained. 

If the exclusive right of an exclusive domestic agent to use 
the trademark of a foreign corporation is to be protected, the 
law of the respective countries of the parties as well as the con- 
tractual arrangement between the parties must be considered. It 
would be futile to suggest that the exclusive domestic agent in a 
common law country should be considered as the “owner” of the 
trademark in his country since he has none of the attributes of 
the commercial entity which the mark symbolizes. To the extent 
that he helps establish a market in his country for the goods or 
services bearing the mark of a foreign commercial source or entity, 
he is building good will for the latter under its symbol or badge 
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of identification or origin. At the same time, the domestie agent 
may be establishing a separate good will which may be, and often 
is, symbolized by his own badge or trademark. Just as the do- 
mestic agent cannot claim proprietary rights in the trademarks 
of his foreign principal, neither can the foreign principal claim 
proprietary rights in the domestic agent’s own symbols in the 
common law jurisdictions. 

A different situation exists in the countries in which the code 
or statutory doctrine of trademark ownership prevails. The ex- 
clusive domestic agent may be granted not only the legal right to 


claim ownership of the trademark in his country but also may, 
by contract, retain that right after the original contractual rela- 
tionship with his foreign principal has ceased. Thus it is essential 
that the matter of legal title to the trademarks used by domestic 
agents be resolved in the contract between the parties. Future 


controversies on this point will be eliminated in this manner. At 
the same time, appropriate steps may be taken to prevent third 
parties from acquiring rights which might otherwise preclude both 
the agent and the principal from using the mark in that country. 


Antitrust Problems 


Under the common law concept, trademarks are not readily 
available as vehicles for restraining competitive trade or creating 
monopolies. The necessity for existence of some good will which 
is symbolized by the mark renders the true commercial source 
more readily identifiable. Moreover, the importation of goods 
under various trademarks can be prevented only if the party 
claiming the exclusive right has vested interest in the nature of 
some good will symbolized by the mark. 

Restraint of trade is readily accomplished in code or statutory 
countries by the simple expedient of obtaining registration of the 
trademarks of foreign competitive goods before the foreign source 
or its domestic agent registers the mark. It is also possible to 
achieve division of world markets through the device of separate 
ownership of trademark rights in the respective countries, coupled 
with the exercise of those rights to prevent importation of the 
same goods under the same trademark from other countries. Since 
many, if not most of the code or statutory countries place little 
or no emphasis on restrictive trade practices, the registration 








382 THE TRADEMARK REPORTER Vol. 51 TMR 





concept of ownership of trademarks is not contrary to the mo- 
nopoly viewpoint in those countries. 


The Perfume Cases 


One of the problems of ownership of domestic rights in trade- 
marks used in foreign commerce is exemplified by the litigation 
in the United States arising out of trademarks used in the perfume 
trade. The outcome of the litigated cases has given rise to pro- 
posed legislation which, in itself, is so controversial that it has 
not been enacted into law. 

In United States v. Guerlain, Inc., 155 Fed. Supp. 77, 47 TMR 
1087, the domestic agent (U.S.A. company) obtained goods (and 
ingredients for making finished products) from the original French 
company. Under an agreement with the French company, the 
U.S.A. company was given the exclusive right to distribute the 
goods under the French company’s trademark in the U.S.A. and 
was also given title to the trademark in the U.S.A. in order that 
the registration in the U.S.A. would be in the name of the U.S.A. 
company. The Court held that the French company and the U.S.A. 
company constituted a single international enterprise from the 
antitrust standpoint, and pointed out a series of cases where 
U.S.A. exclusive distributors were unable to stop others from 
importing the genuine goods even though the registration of the 
trademark in the U.S.A. was in the name of the U.S.A. company. 
The Court also discussed the subsequent legislation on this sub- 
ject, but adopted the contention of the Department of Justice that 
the right to register a foreign owned trademark in the U.S.A. by 
a U.S.A. corporation is valid only if the U.S.A. corporation is 
independent of the foreign corporation in the sense of the right 
to compete with all other users of the foreign owned trademark. 

The United States Court of Customs and Patent Appeals in 
Roger & Gallet v. Janmarie, Inc., 245 Fed.(2d) 505, 47 TMR 1126, 
held that the U.S.A. corporation was the owner in the U.S.A. of 
the trademark originally owned by a French corporation where 
the French corporation assigned the trademark and registration 
thereof to the U.S.A. corporation but continued to supply the gen- 
uine, original goods to the U.S.A. corporation under the same 
trademark. The Court pointed out, however, that a mere exclusive 
distributor does not acquire domestic rights in a trademark unless 
he is also an assignee of the trademark and good will appurtenant 
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thereto in the U.S.A. The Court also pointed out that the property 
right in trademarks is not extraterritorial and that the assignment 
of the U.S.A. registration pertained only to the U.S.A. rights and 
therefore all good will symbolized by the mark in the U.S.A. 
became the property of the U.S.A. corporation. 


The Common Market 


The new concept of international tariff unions or “common 
market” arrangements has not been in operation long enough to 
develop any substantial experience in connection with the right 
to protect trademarks in the respective countries adhering to such 
arrangements. It is anticipated, however, that the treaties and 
the domestic laws concerned with these arrangements will take 
cognizance of the problem. It is hoped that in so doing, due re- 
gard will be had for the true function and value of trademarks in 
a competitive society. 


Summary 


The merits of the common law doctrine of ownership based 
on use must be weighed against the merits of the doctrine of own- 
ership based on registration in determining which, if either, should 
be promoted as a means of obtaining uniformity of law at least 
among the nations of the Western Hemisphere, if not throughout 
the world. Each system has some merits. 

On the basis of historical development, there is something in 
favor of the “use” doctrine. Protection of the owner of the trade- 
mark against counterfeiting by others is essential to a competi- 
tive system which demands fair conduct among competitors. If 
many different parties may use the same trademark on competi- 
tive goods in different countries, the whole purpose of a trade- 
mark is thwarted. It has been said that all the physical or tan- 
gible assets may be totally destroyed, yet the business can be 
resumed without loss of patronage so long as its trademarks and 
trade names are preserved. The “registration” doctrine, however, 
is not characterized by any degree of certainty or permanence 
since control of the trademarks as well as the nature and quality 
of the goods sold under such trademarks may be readily and fre- 
quently changed without risk of loss of rights. Under this doctrine 
there can be no assurance that the goods bought under a certain 
trademark in one country will be of the same quality, standard 
or source as the goods bought under the same trademark in an- 
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other country. Deviation from the standards of the established 
product, if not centrally controlled, will destroy the function of 
the trademark, and therefore destroy its value as an economic tool. 

On the other hand, there are some advantages on the “reg- 
istration” system, the principal one being the certainty that it 
gives to the business man who wants to adopt a mark for his 
goods. If a search discloses that the mark is not registered, he 
may adopt it without fear that somebody may come out with 
evidence of a prior use, even if this use has been on a small scale 
and far away. 

As it does not seem easy to have world uniformity on either 
the “use” or the “registration” system, it might be convenient to 
adopt a “combined” system where the user may claim priority 
for registration over the new applicant who has never used the 
mark or has used it at a later date. This system was adopted 
in the Inter-American Convention of Washington of 1929, but 
this Convention has been ratified by only ten of the twenty-one 
American Republics. Ratification of this Convention by the other 
eleven countries and by Canada, which is not a member of the 
Western Hemisphere system, would be a great step toward uni- 
formity in trademark practice. Some minor revision of this Con- 
vention may be advisable, such as the requisite that the user 
must prove that the registrant knew of the existence and use of 
the mark in order to oppose the application and to claim priority 
for registration. 

The adherence of all the American Republics to the Inter- 
American Convention of Washington of 1929 should not be a bar 
or reason for delay to adherence to the Paris Union which has 
been recommended at three meetings of the Inter-American Bar 
Association. 

In the interest of preserving the value and integrity of trade- 
marks as badges or symbols of commercial origin of goods and 
services, the author recommends that the following measures be 
adopted: 

1) Adherence by all American Republics to the Inter-American 
Trademark Convention of Washington of 1929 as soon as possible, 
and, eventually, to the Paris Union; 


2) Require domestic agents of owners of foreign marks, as 
a prerequisite to protection (or registration) of the marks in the 
respective countries, to conform the goods or services sold or to 
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be sold under such marks to standards substantially equivalent to 
those of the goods and services sold or to be sold under those 
marks by the original owners of the marks and their domestic 
agents in other countries. 


It is urged that a resolution embodying the foregoing recom- 
mendations be adopted by the Twelfth Conference of the Inter- 
American Bar Association at Bogota, Colombia, in January, 1961, 
and that such resolution be transmitted to the governments of all 
countries having industrial property laws pertaining to trade- 
marks, as well as to the Organization of American States and 
the Bureau for the Protection of Industrial Property (Paris 
Union), Geneva, Switzerland, for their consideration. 
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THE SWEDISH TRADEMARK LAW OF 1960* ' 


By Harry Onn** 


The new Swedish Trademark Law has been in force since 
January 1, 1961, and the following is a short summary of this law.’ 
This article will not treat details which are commonplace and 
which do not deviate appreciably from the usual international 
pattern in this field. Further problems will be considered from a 
practical point of view and with special attention to problems 
that arise in actual practice. 

The first regulations on trademarks in Sweden were made 
as far back as in the 13th century, that is only some two centuries 
after the Viking age. Characteristically, they referred to the mark- 
ing of iron. 

Sweden long remained an agricultural nation to a great ex- 
tent, and even in the eighties of the last century the farming 
population was almost 75% of the nation. Today only about 15% 
are engaged in agriculture, owing to the rapid industrialization. 
Sweden’s exports nowadays to a very high percentage are highly 
manufactured goods. This is to a considerable extent due to the 
fact that the number of Swedish inventions per 1000 persons is 
very high and close to the top of the scale. 

The first Swedish Trademark Law of 1884 which has now 
been superseded by the new law was substantially contemporary 
with the Paris Convention. It was enacted in an agricultural coun- 
try in a time of great depression of business and trades (causing 
a very strong emigration to the U.S.A.) and was rather primitive 
by present-day standards. 


Classification 


The most important feature of the new law is the introduc- 
tion of registration in classes. Up till now a mark could be reg- 
istered for any number of goods or even for all kinds of goods 
for the same fee, and in many eases this induced trademark 
owners to register their marks in respect of many goods upon 
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ty 


Vol. 51 TMR SWEDISH TRADEMARK LAW OF 1960 387 





which they never intended to use their marks. Evidently this sys- 
tem has brought about an unnecessary congestion in the register 
and unduly hindered the acceptance of new applications. This 
meant complications for bona fide registrants, particularly be- 
cause those mala fide registrants with unduly swollen lists of 
goods were not obliged to use their marks at all. 

However, registration is now to be made under 34 classes of 
goods in accordance with the international classification under the 
Nice Convention (1957). This classification is the one introduced 
in Great Britain by the Act of 1938. 

Sweden has now also added eight classes for service marks: 

Swedish classes No. 35-41 correspond directly to U. S. classes 
No. 101-107, respectively, while Swedish class No. 42 (cf. U. S. 
class No. 100) covers: “Services not included in classes 35-41.” 

One single application may cover several classes, but an addi- 
tional fee has to be paid for each class above the first one, both 
for registration and for renewal. 

When Swedish trademark registrations, which were granted 
before January 1, 1961, are renewed, they will be entered into 
the classification. Thus, after ten years all marks will be classified 
in the same system. 


Basis of Trademark Rights 


The old Swedish law substantially protected only registered 
marks, although in particular cases some protection for very well 
established marks could be obtained, even if such marks were not 
registered. Under the new law the protection acquired by ex- 
tensive and intensive use will in principle be the same as the 
protection obtained by registration. To some very restricted ex- 
tent even the first user will get a protection. 

It must, however, be stressed that registration will still be priv- 
ileged in many respects. Thus, for instance, the right based upon 
registration is clear and prima facie, and no evidence of use and 
establishment on the market has to be given. After five years a 
registration is conclusive and incontestable and except in very 
special cases cannot be attacked when the mark was registered in 
good faith and has been used to a reasonable extent. Thus, pro- 
prietors are strongly recommended to register their marks and 
not to rely only upon use and establishment. It is also easier to 
defend a registered mark against degeneration. 
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Sections 7 to 10 of the new law contain the important regu- 
lation that in cases of interference the younger mark shall yield. 
However, this does not give the first user any strong rights. Thus, 
a later user must be in bad faith, if the prior user is to be able 
to vindicate his rights against him, and the burden of proof of 
such bad faith rests upon the first user. If a later user registers 
his mark in good faith, the later user will as a rule be granted 
exclusive rights to the mark. To rely upon first use may well 
prove to be a frail protection in Sweden. Registration is the safe 
and reliable way of protection. And the registered mark should 
be used in Sweden to an acceptable extent, to render the registra- 
tion conclusive and to avoid forfeiture for non-use. 

In Sweden the rules against passing-off goods (and services) 
are substantially given in the Trademark Law. 


Character of the Trademark 


Under the new law a trademark may consist of devices, words, 
letters or numerals, and also of a distinctive get-up of the goods 
or their packages. The most important change is that now trade- 


marks in three dimensions may be protected, provided that they 
represent a distinctive get-up (distinguishing guise). Those three- 
dimensional marks, like boxes, which may be developed in a plane, 
may also be protected, substantially as labels. The get-up of 
goods and packages is rapidly gaining increased importance in 
Sweden, where the self-service shops are multiplying quickly. 

However, slogans, special lay-out, acoustic signals, decoration 
of trucks and business localities, special dresses for the staff and 
similar trade symbols generally cannot be registered unless it is 
shown that they are well-known and generally established for the 
proprietor and thus are distinctive. 

The peculiar Swedish system under the old law that in a com- 
bined design-and-word mark, it was allowed expressly to claim 
protection for the word proper independently of the design and 
independently of the shape of the letters used for the word, has 
now been abolished in all new registrations. As in other countries, 
in order to get full and safe protection for a word it should, 
therefore, in the future in Sweden be registered alone and in or- 
dinary block letters. The system of disclaimers for non-distinctive 
parts of a trademark will also now be introduced in Sweden, and 
the Examiners are authorized to ask an applicant to insert the 
necessary disclaimer. 
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Another novelty in the new law is that trademark applica- 
tions will be published for opposition during a term of two months. 
However, the official examination in Sweden is very efficient and 
thus there will presumably be rather few oppositions. 

Under the new Swedish law only the proprietor of the trade- 
mark may use the mark for the goods concerned or similar goods. 
There are also new and strict rules regulating the use of a per- 
son’s trademark on such spare parts for his machines as are 
manufactured by others. The use of an original trademark on a 
machine that has been considerably repaired or rebuilt by a person 
other than the owner of the original mark will also now be re- 
stricted. The leading principle is that confusion with original 
spare parts or original machines must be avoided. Similarly, 
expressions like “china of the wepawoop type, liqueur of the BENE- 
DICTINE type”, will not be permitted for imitations. 

In principle, the risk of confusion between two marks will be 
based upon similarity of the marks and similarity of the goods 
concerned. However, for very famous marks the so-called KopaK 
doctrine will apply and thus for such marks similarity of goods 
will not be required, when judging the risk of confusion. Also 
the rule has now been introduced that the use of a registered mark 
for goods that would damage the reputation of the mark will be 
prohibited. For instance, a mark registered for foods or chocolate 
may not be used by others for rat poison, because this would de- 
preciate the good will. 

The old rule that a trademark can be assigned only together 
with the establishment or business in which the mark is used, has 
now been abolished in favor of free assignment. Also free hi 
eensing of trademarks is now allowed and licenses may be reg- 
istered. However, there is also a general rule against misleading 
or deceiving the public, both in respect of assignments and licenses 
and in other respects. This will prevent fraudulent practices. 

To hinder degeneration of his trademark the new law entitles 
the proprietor of the registered mark to request editors of die- 
tionaries, encyclopedias and the like not to reproduce his mark, 


unless specific notice is given that it is a proprietary mark. 
There is also a special law for the protection of what we call 


eollective marks.’ 
In Sweden Government institutions, such as the Board of 
Trade, will be allowed to register collective marks for certification 





2. See Article 7 bis of the Paris Convention, Lisbon text. 


a 








390 THE TRADEMARK REPORTER Vol. 51 TMR 








purposes. Also an association of private traders or manufacturers 
may register a collective mark for its members, provided they exer- 
cise control that the standard guaranteed by the collective mark 
is upheld. 

No definition of distinctiveness is given in the Swedish law. 
It is only said that the mark must not exclusively or substantially 
indicate the kind, quality, quantity, use, price or place of origin 
of the goods or the date of its production. The new law also states 
that the mark must not contain public armorial bearings, nor any 
deceptive or misleading feature, nor the name or portrait of an- 
other party and also must not be confusible with marks previ- 
ously registered or established by others. When deciding upon 
the distinctiveness, the Registrar must now consider all actual 
facts, and in particular the length of time and extent to which the 
mark has been in use. 

The law states that technical features of the product are not 
protected by a trademark registration, even if they are well estab- 
lished for one single manufacturer only. 


Registration 


It should be mentioned that all registrations in Sweden are 
entered into the same register, which corresponds substantially to 
the Principal Register in the U.S.A. Those marks which in the 
U.S.A. would be registered on the Supplemental Register can in 
Sweden be registered only after evidence of sufficient establish- 
ment and reputation by extensive use in Sweden. 

Applicants domiciled in the U.S.A. and Canada (and some 
other countries) need not have any home registration as a basis 
for their registrations in Sweden. Only when marks are to be 
registered under the so-called telle-quelle rule in Article 6 of 
the Paris Convention (i.e. the new Article 6 quinquies of the 
Lisbon text), a home certificate is still needed in Sweden, both for 
registration and renewal. However, the Swedish Registrar has a 
restrictive practice, when examining such marks. 

It is the author’s impression that very few, if any, telle-quelle 
marks from the U.S.A. are registered in Sweden. 

The new law is in agreement with the decisions of the Lisbon 
Conference. Thus, the period of grace for renewal (with fine) 
is now six months. 
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In the event that the Swedish Registrar finds that the list of 
goods given by the registrant also covers additional classes above 
those given in the application, an Official letter to that effect will 
be issued. Actual examination as to registrability and prior marks 
and names will not be started, until after fees have been paid for 
all classes concerned. 

The alphabetic indexes issued by the British Patent Office 
will be useful for U. S. registrants as a guide to proper classifica- 
tion also in Sweden. The International Bureau of Berne (now 
of Geneva) has also edited very complete alphabetic lists for the 
international classification system. 

During the 10-year transition period there will be a double 
system of search, until all registered marks have been classified. 

Because—contrary to the old regulations—renewal before the 
due date will not mean any shortening of the term of protection 
in the future, it is also recommendable to apply for renewal well 
before the due date. This will give the registrant sufficient time 
for adapting his old non-classified registration to the new classifi- 
cation system now to be used for all registrations, old and new 
alike. Application for renewal will be permitted within one year 
prior to the due date. 

It should be noted here that under the new law the trade- 
mark will carry during its entire life the exact date of registra- 
tion; it will be renewed on the same date every 10 years and 
this will facilitate the use of index cards and all that. Heretofore 
the Registrar gave a new date every time you renewed a mark 
and that meant unnecessary complication. 

Analogously with the regulations in most other countries, a 
foreign registrant must have an agent resident in Sweden to rep- 
resent him before the Patent Office and the Courts. I should per- 
haps mention that the profession of patent agent or trademark 
agent is absolutely free in Sweden. There is no official examina- 
tion or authorization of agents, and anybody may call himself a 
patent or trademark agent. In the future a trademark registra- 
tion may be canceled, if the appointed agent ceases to practice 
and no new agent is appointed. 


Obligation to Use—Defensive Marks 


The new law rules a limited obligation to use the mark, on 
the risk that otherwise the registration may be canceled for 
non-use. 
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Thus, if a registered mark has not been used to an acceptable 
extent during the last five years, it may be canceled by the Court, 
if attacked by a third party. But it is sufficient to use the mark 
for only one kind of goods, even if it is registered for many other 
kinds of goods, perhaps belonging to other classes. However, if 
the registrant can give fair and acceptable reasons for the non-use, 
his registration will not be revoked. 

Therefore, for defensive marks in the sense of the British 
Trade Marks Act (1938), that is the registration of the principal 
well-known mark also for goods for which the mark is actually 
not to be used, there are no difficulties in Sweden. The mark may 
simply be registered for all goods, for which it is desired to 
prevent others from using the mark. Further, the mark need 
only be used for one kind of goods. 

However, there are also defensive marks in the other sense 
of the word,’ that is, marks similar to the principal mark and 
registered for the same goods as the latter mark, in order to 
prevent competitors from using or registering marks close to the 
principal mark. Using as an example the KopaKk mark, defensive 
marks in this sense would be, for instance KALAK or KODAN or 
LODEK, ete. The idea is to build a wall round your principal mark 
and have outer defenses to prevent others from registering not 
exactly the same but too closely resembling marks. Such de- 
fensive marks will make it necessary for your competitors to use 
for their goods marks which are even more different from your 
principal mark. Defensive marks may be also device marks. If 
you have a very well-known device you may modify it in this or 
that direction and register such modification just to get better 
protection for your principal mark. 

Also such defensive marks are registrable in Sweden and may 
be upheld to a reasonable extent, because the registrant will gen- 
erally have a fair excuse for non-use. 

This also applies to “storage” marks, i.e. marks kept in stock 
for future use, such marks being particularly interesting to the 
pharmaceutical industry. 

It should also be mentioned that for exceedingly well-known 
marks the so-ealled kopaxk doctrine applies, because for such marks 
similarity of goods is not necessary for confusion. In other words, 
if you have xopak for cameras, the Registrar will refuse registra- 
tion of this mark to others for bicycles, chocolate or whatever 








3. See 48 TMR 797-811. 
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goods you like. But it must be extremely well-known; it must not 
be known only among traders, it must be known to the general 
publie. 


Commercial Agents’ Marks 


Under the old law it might happen that the Swedish commer- 
cial agent registered his foreign principal’s mark, sometimes with- 
out his principal’s consent. An unfair agent may later on use such 
registration against his principal, when the latter threatens to 
appoint a new agent. 

Such sharp practice will be impossible under the new law. 
The agent will have no right of his own to register his principal’s 
trademark, because he must evidently be in bad faith. The agent’s 
use of the mark will be regarded as being made for his principal. 
Anyhow, the principal should always register his mark and make 
an explicit agreement with his agent, to avoid unnecessary 
litigation. 


Pharmaceutical Marks 


For the reason that in any country pharmaceutical marks pre- 
sent special difficulties mention should be made of them as far 
as Sweden is concerned. 

For such marks the dire necessity of avoiding mistakes will 
render them subject to special control. In Sweden this control is 
made by the Medical Board, and in addition to the ordinary trade- 
mark registration at the Patent Office a special registration at 
the Medical Board is also necessary both in respect of the name 
and in respect of the specification of the pharmaceutical. 

For the reason that telephones are so extremely common in 
Sweden and many doctors phone prescriptions to the apothecaries 
or dispensing chemists (drugstores), special regard will be taken 
to avoid phonetic similarity of pharmaceutical marks, when pro- 
nounced in the Swedish manner. 

However, contrary to the present practice descriptiveness will 
in the future be scrutinized less strictly. Thus, marks will be 
accepted which suggest the composition of the pharmaceutical. 
But in respect of marks indicating the use of pharmaceutical 
stricter requirements will be upheld. 

A more liberal practice than before has been signaled with 
regard to distinctiveness in general, but this will certainly be of 
particular value to registrants of pharmaceutical marks. 
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All pharmaceuticals are in principle the same kind of goods 
and belong to Class 5. So if you have one mark, say, for something 
for the skin for external use, such goods will be considered to be 
exactly the same as if you have medicine to take through the 
mouth. 

Of course, the non-proprietary pharmaceutical names estab- 
lished by World Health Organization (WHO) and other similar 
organizations cannot be registered, and the Swedish Registrar 
keeps a record of them to cite them against new applications. 


Change-Over From the Old Law to the New One 


The provisions relating to the transition to the new law are 
quite simple and have presumably little interest to you. Generally 
speaking, the old registrations will not be affected by the new law 
in other respects than that of classification. Infringements after 
the date of the new law will, however, be decided upon in accord- 
ance with the new law. 

The documents required for applications for registration and 
renewal will be substantially the same as earlier. Blocks (electro- 
types) are, however, no longer required. Prints are necessary only 
for device marks (and not for renewal). Because the Official Ga- 
zette will be printed by a new method, prints must be in pure 
black-and-white (without gray tones). If a grid is used, it must 
have 85 lines per inch (34 lines per centimeter) or less. 

Minor changes in a registered mark may be made. If such 
change is made in a device mark new prints must be filed. 


Conclusion 


A very similar law has already been enacted in Denmark and 
will very probably also be enacted in Norway this year. 

The new Swedish Trademark Law is based on very modern 
principles and will bring Sweden abreast with the international 
development in this field. It may well be hoped that the new law 
will render the registration of trademarks much easier and elimi- 
nate the overcautious restriction which heretofore sometimes 
caused serious trouble. The introduction of opposition proceedings 
and the institution of a Board of Appeal for trademark cases in 
the Swedish Patent Office will facilitate this very desirable 
development. 
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NOTES FROM OTHER NATIONS? 
By L. L. Gleason* 


Afghanistan 
Trademark Law 
A brief report has been received on the enactment of a trade- 
mark law (its first) in Afghanistan. Particulars of the law will 
be published in a later issue of The Trademark Reporter.® 


Cuba 
Applications of United States Nationals Delayed 


Word has been received from a Cuban lawyer that for the 
past several months the patent and trademark applications (and 
other matters) of United States nationals have been held in abey- 
ance in the Cuban Patent Office. Applications are still accepted 
for filing and certificates of filing are issued. 


Germany (West) 


Restrictions on Comparative Advertising Clarified and Related 


The Bundesgerichtshof (the highest Federal Court) on No- 
vember 15, 1960, handed down a decision which in one of its aspects 
deals with the rigid principle adhered to by German lower courts 
as to comparative advertising of technical progress, such adver- 
tising being called “Fortschrittsvergleich” (“comparison of prog- 
ress’) by the Bundesgerichtshof. 

In this case the parties are competitors in the manufacture 
and merchandising of glues for various purposes which they are 
selling in handy cans. The plaintiff does this under the trademark 
PLANATOL and the defendant under the trademark rpacotu. Both 
parties are established, reputable firms and well-known to the 
public as manufacturers of products of outstanding quality. 

In one of the points of his complaint, which he bases on unfair 
competition, the plaintiff complains that the defendant is selling 
his glue in a can which he ealls “Pfiffikus Dose” (Pfiffikus can), 
“Pfifikus” being a German nickname for a smart fellow, a “smart 
aleck”’, and points to the advantages of his can over other such 
cans in an accompanying statement which says: “For the Pfiffikus 
ean you do not need any accessories.” 

It so happens that the plaintiff is the only party who markets 
his glue in a can with which he furnishes an accessory to prevent 
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corrosion and to provide for a vacuum-tight sealing of the can 
after each use. The defendant, on the other hand, puts this acces- 
sory in his cans so that it becomes an integral part of the same, 
contributing thus to a considerable technical progress in this field. 

The plaintiff contends that the defendant by his statement 
manifestly compares his can with that of plaintiff, thereby dis- 
paraging plaintiff’s can in the eyes of the publie. 

The lower courts applied also in this case the principle, hither- 
to rigidly adhered to by them, that comparative advertising based 
on technical progress is admissible only when that is “necessary” 
to impart such technical progress to the consuming public. As the 
criterion for such necessity they set forth a finding that such state- 
ment must be the only way to bring about that result. 

In dealing with this case the lower courts found that there are 
other means to impart this technical progress to the consuming 
public than by the subject statement made by the defendant and, 
without specifying those other means, the lower courts ordered 
that the statement be expunged from defendant’s advertising. 

The Bundesgerichtshof reversed the coneurring decisions of 
the lower courts on this point. It found that, even if defendant’s 
comparative statement may not be the only way to impari to the 
consuming public the technical progress embodied in defendant’s 
product, nevertheless this comparative statement is admissible if, 
as is the case here, the statement is made objectively and is couched 
in such language as not to impart to the consuming public any 


disparaging invective against the quality of the same or a similar 


product of a competitor. This applies also when, as in this ease, 

the consuming public can clearly identify in its mind the particular 

competitor to whose product the statement impliedly refers. 
GRUR (Deutschland section) February, 1961, page 85. 


Sweden 


Additional Comments on New Trademark Law 


Reports on the new Swedish trademark law which became ef- 
fective on January 1, 1961 appeared in The Trademark Reporter® 
of November, 1960 (page 1059) and December, 1960 (page 1190), 
and two further provisions of that law are of interest. (Also see 
page 386 et seq. of this issue.) 

One is a transitory regulation in Section 57 applying to reg- 
istrations granted under the former law, which contained no re- 
quirement as to use of a registered trademark. The new law 
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provides that a registration granted under that law may be at- 
tacked on the ground of non-use of the mark during the previous 
five years, and Section 57 states that an action to cancel a reg- 
istration granted under the old law may not be started before 
January 1, 1963 if it is based on non-use of the mark during the 
previous five years. 

The other change relates to appeal procedure in respect of 
trademark applications. Hitherto an appeal against the rejection 
of an application could be made only to the King, and the Court 
which acted in the name of the King was notably unsympathetic 
toward appeals. Now an appeal may be filed by an applicant for 
registration, or by an opponent who has failed in his opposition, 
to the Appeal Department in the Patent Office. A further appeal 
to the King may be made by an applicant for registration, but 
not by one who has opposed an application. 


Venezuela 
Cancellation Because of Non-Use of Trademark 


Article 36(d) of the Venezuelan industrial property law of 
1955 provides that a trademark registration loses its validity when 


it expires because of non-use of the mark (in Venezuela) for two 


consecutive years. 

The same article provides, in paragraph (c), that a registra- 
tion loses its validity when it is canceled by decision of a com- 
petent court on the ground that it was granted although another 
party had a better right to the mark, or that in accordance with 
the law the registration should not have been granted. 

Interested third parties have taken advantage of Article 36(d) 
and have secured the cancellation of registrations of other parties 
by applying to the Registrar of Industrial Property, alleging non- 
use of registered trademarks. In such case the Registrar has pub- 
lished a notice in the Official Bulletin, calling upon the owner of 
the attacked registration to present proof of use of his mark within 
a specified term, usually one month. In the absence of satisfactory 
proof of use the Registrar has canceled the registration. 

A few months ago the Registrar announced that he did not 
consider that he had the necessary authority under the law to 
cancel] registrations because of non-use and he stated that this was 
a matter with which the civil courts should deal. In accordance 
with this new policy the Registrar declined to rule on a petition 
of a North American company for cancellation of a registration 
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corrosion and to provide for a vacuum-tight sealing of the can 
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provides that a registration granted under that law may be at- 
tacked on the ground of non-use of the mark during the previous 
five years, and Section 57 states that an action to cancel a reg- 
istration granted under the old law may not be started before 
January 1, 1963 if it is based on non-use of the mark during the 
previous five years. 

The other change relates to appeal procedure in respect of 
trademark applications. Hitherto an appeal against the rejection 
of an application could be made only to the King, and the Court 
which acted in the name of the King was notably unsympathetic 
toward appeals. Now an appeal may be filed by an applicant for 
registration, or by an opponent who has failed in his opposition, 
to the Appeal Department in the Patent Office. A further appeal 
to the King may be made by an applicant for registration, but 
not by one who has opposed an application. 


Venezuela 


Cancellation Because of Non-Use of Trademark 


Article 36(d) of the Venezuelan industrial property law of 
1955 provides that a trademark registration loses its validity when 
it expires because of non-use of the mark (in Venezuela) for two 
consecutive years. 

The same article provides, in paragraph (c), that a registra- 
tion loses its validity when it is canceled by decision of a com- 
petent court on the ground that it was granted although another 
party had a better right to the mark, or that in accordance with 
the law the registration should not have been granted. 

Interested third parties have taken advantage of Article 36(d) 
and have secured the cancellation of registrations of other parties 
by applying to the Registrar of Industrial Property, alleging non- 
use of registered trademarks. In such case the Registrar has pub- 
lished a notice in the Official Bulletin, calling upon the owner of 
the attacked registration to present proof of use of his mark within 
a specified term, usually one month. In the absence of satisfactory 
proof of use the Registrar has canceled the registration. 

A few months ago the Registrar announced that he did not 
consider that he had the necessary authority under the law to 
eancel registrations because of non-use and he stated that this was 
a matter with which the civil courts should deal. In accordance 
with this new policy the Registrar declined to rule on a petition 
of a North American company for cancellation of a registration 
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on the ground of non-use of the mark. That company appealed to 
the Minister of Fomento (Development) who, according to Article 
38 of the law, has the power to “dismiss at will” the Registrar of 
Industrial Property. 

The Minister of Fomento has made an important decision in 
this case on March 29, 1961, to the effect that the Office of Regis- 
tration of Industrial Property (that is, the Registrar) is competent 
to declare the nullity of a trademark registration because of non- 
use of the mark as provided in Article 36(d) of the law. The 
appeal was declared to be well founded, and the Registrar will 
evidently be required to consider the evidence in the petition for 
cancellation. 

It is a fact that the Venezuelan law is unclear on this question 
of authority or jurisdiction in the matter of cancellation of a reg- 
istration because of non-use, in that it does not say in so many 
words to whom the petition for cancellation should be made. The 
Minister of Fomento solved this difficulty by drawing certain in- 
ferences from various sections of the law, as follows: 


(1) Article 36(c) does state that cancellation under the pro- 
visions of that section must be decided by a competent court, and 
if the law had intended the same condition to exist in respect of 
eancellation under Article 36(d), this would have been indicated 
clearly. 


(2) Article 37 of the law states that “everything relating to 
industrial property shall be entrusted to an Office which shall -be 
ealled Registry of Industrial Property’’, and consequently all mat- 
ters of the law not specifically delegated to the courts are within 
the jurisdiction of the Registry of Industrial Property. 

(3) Article 17 of the law provides that a patent becomes void 
if the invention is not worked or used in Venezuela within a term 
of two years from the date of the patent, and Article 17 indicates 
that questions relating to non-use of the invention are to be handled 
by the Registry of Industrial Property. The Minister considers 
that Article 17 is analogous to Article 36(d) and that it constitutes 
further proof that the Registrar must deal with cases arising under 
Article 36(d). (The Minister might also have referred to Article 
18 of the law which states that when a patent loses validity in 
accordance with Article 17, the Registrar shall publish that fact 
in the Industrial Property Bulletin, mentioning the reason for 
invalidity. ) 
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NOTES FROM THE PATENT OFFICE 


By Milton E. Abramson* 


Drawings? 


Two types of drawings may be presented with applications to 
register trademarks in the Patent Office. One type consists of a 
drawing which is substantially an exact reproduction of the mark 
used on or in connection with goods or services. The other type is 
not a drawing in the usual sense but is instead a substitute for 
a drawing in typewritten form and is used when an applicant 
seeks registration of a word, letter or numeral, or a combination 
of these, not depicted in special form. 


Drawings Consisting of a Reproduction of the Mark 


Drawings which are substantially exact reproductions of 
marks can be made with pen and ink or they can be printer’s 
proofs or photolithographic reproductions. The plates used to 
print the marks in the Official Gazette and on the certificates of 
registration are made from the drawings submitted by applicants. 
The method of printing employed requires drawings in which 
sharp black lines are executed on white backgrounds. 

Occasionally, applicants furnish photolithographie reproduc- 
tions or printer’s proofs in which the tone gradations will not 
permit a reasonably clear reproduction for printing purposes. 
When such “drawings” are received it is necessary to require the 
applicants to furnish drawings from which plates can be made to 
print the marks. To avoid the delay and expense involved when 
new drawings are required, photolithographie reproductions and 
printer’s proofs should simulate the pen and ink drawing required 
in the rules of practice’ as closely as possible. 

The rules permit the applicant to submit drawings on a good 
grade of bond paper. Corrections to drawings executed on bond 
paper, however, cannot be made by the Office draftsmen. There- 
fore, if the Examiner requires correction to a drawing made on 
bond paper the requirement can be satisfied only by the submis- 





* Examiner, Trademark Operation, U. S. Patent Office. Member, District of 
Columbia Bar. 

+t 200.89—REGISTRATION PROCEDURE (EX PARTE )—DRAWING. 

1. Rule 2.52, Rules of Practice in Trademark Cases. 
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sion of a new drawing. Applicants should consider the advisa- 
buity of submitting drawings on pure white paper of a thickness 
corresponding to two- or three-ply Bristol board which is cal- 
endered and smooth. Drawings on such paper can be corrected 
by the Patent Office draftsmen if necessary. 


Typewritten “Drawings” 


In lieu of a drawing applicants may submit typewritten draw- 
ings of words, letters, numerals, or combinations of these, if not 
depicted in special form. The most frequent errors made in the 
submission of typewritten “drawings” is the failure to furnish 
the mark typewritten in capital letters as required by the rules 
of practice.* Another error is the frequent attempt to depict a 
mark in special form such as a special grouping of words or letters. 

Marks submitted in typewritten form are printed from or- 
dinary type—not from plates. “Drawings” submitted in type- 
written form are printed in capital letters only and are limited 
to usual English letters and punctuation marks. In general, these 
are the same letters and marks found on Office typewriters. These 


marks, when printed in the Official Gazette and on certificates of 
registration, are set in line form. If space does not permit a mark 
to be printed on a single line, more lines will be used without any 
attempt to separate the mark at special places. Marks which re- 
quire the use of lower case lettering or a special arrangement of 
words, letters or numbers must be submitted in the form of pen 
and ink drawings. 


Patent Office Classification of Goods and Services (Continued)* 


The following unofficial definitions for Patent Office Classes 
51 and 52 are published as an aid to attorneys and others who 
regularly prepare applications to register trademarks in the 
Patent Office. 


Definition and Contents of Class 51 Cosmetics and Toilet Preparations 


This class encompasses compositions for beautifying or per- 
fuming a body and includes preparations for the skin, hair, nails, 





2. Rule 2.51(d), Rules supra. 
3. See also 51 TMR 143 (January) and 51 TMR 266 (February), 1961. 
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teeth, ete. which are used primarily for beautifying or perfuming 
the same. Examples are skin cream, hair tonics, shaving soaps, 
nail polishes, mouth washes, toothpaste, perfumes, makeup prepa- 
rations, emollient creams, depilatories, muscle oils, personal de- 
odorants, suntan preparations, bath powders, ete. 

For registration in this class, terms such as creams, lotions, 
powders, or tonics when used in relation with the surface of the 
body generally denote cosmetics as for example, skin cream, hand 
lotion or face powder. In the event that the terms relate to a 
preparation for the treatment of an ailment or for use in an in- 
ternal part of the body, as for example, a cream for treating a 
disease of the skin, the proper class is Class 18. 

Cosmeties which contain a medicinal ingredient or which may 
have incidental medicinal properties as a medicated dentifrice, 
vitamin creams, hormone creams and baby powders are classified 
in Class 18. 


Cross Reference 


See Class 18, Medicines and pharmaceutical preparations, for 
creams, lotions, powders which are used for treating a disease of 
the body. Included in Class 18 are preparations taken internally 
for use as personal deodorants, curative or palliative prepara- 
tions for treating sunburn. Antiperspirants affect a function of 
the body and as such are considered drugs since all active ingre- 
dients must be listed on the label. 


Definition and Contents of Class 51 Detergents and Soaps 


This class encompasses compositions for cleansing or remov- 
ing foreign matter from solid surfaces and includes surface active 
agents, solvents, soaps and compositions which function as deter- 


gents, for example, toilet soaps, drainpipe solvents, paint removing 
compositions, industrial cleansers, textile cleansing compositions, 
ete. 


Cross Reference 


See Class 4, Abrasives and polishing materials, for compo- 
sitions which clean by means of abrasives, as scouring soaps or 
powders. 
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See Class 6, Chemicals and chemical compositions, for soaps 
used with insecticides as a carrier or spreader, for dyestuff strip- 
ping agents, and for desizing agents. 

See Class 15, Oils and Greases, for wire drawing soaps. 


See Class 51, Cosmetics and toilet preparations, for cosmetic 
creams, lotions, powders, ete. for cleansing and beautifying the 
body, as facial cleansing creams, dentifrices, ete. 


PATENT OFFICE 


Trademark Statistics 


Cumulative 
January—March 
1961 1960 





Applications filed 0,817 0,769 
Registrations issued 
Principal Register 4,562 


Supplemental Register O2 178 


4,740 
Renewals 990 
See. 12(c), publications 133 
See. 8, affidavits filed 3,100 
Sec. 8, cancellations ; 1,051 


Cancellations, other 30 
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LIST OF OTHER ARTICLES* 


ARTICLES 


Advertising. 
A Report on International Advertising. (Advertising Age, April 17, 1961, pp. 
81-118.) 


Honig, F. 
The Effect of Foreign Expropriations on Registered Trade Marks. (The Law Jour 
nal, January 6, 1961, pp. 3-5 (London).) 


Labeling. 
“Buy American”: Is it Hurting Us? (Printers’ Ink, April 14, 1961, pp. 25-27.) 


Leeds, Daphne Robert. 
The Circular Trend in Trademarks, (American Bar Association Journal, Vol. 47, 
No. 3, March, 1961, pp. 256-259.) 

Sweden. 
Trademarks Act, effective January 1, 1961. (Patent and Trade Mark Review, Vol 
59, Nos. 6 & 7, March & April, 1961, pp. 164-172; p. 186.) 

Trademark Modernization. 


Konikow, Robert B.—The Abbott Redesign Story ... (Advertising Requirements, 
April, 1961, pp. 27-30.) 


INTERNATIONAL NON-PROPRIETARY NAMES FOR DRUGS 


The World Health Organization has released a list of 93 names se- 
lected as recommended international non-proprietary names for pharma- 
ceutical preparations. 

This list is scheduled to be published in the May issue of the “Chronicle 
of the World Health Organization.” Comments or objections to the pro- 
posed names may be filed within the four month period following the 
month of publication in the “Chronicle”, and should be sent to the Di- 
rector-General, World Health Organization, Palais des Nations, Geneva, 
Switzerland. 





* Copies of these articles are available for reference in the Association’s library. 
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LEVENTHAL, doing business as TRACTION MASTER CO. v. 
OLLIE MORRIS EQUIPMENT CORPORATION et al. 


No. 24579 — Calif. D. Ct. of Appeal, 2nd Dist., Div. 1 
— September 13, 1960 —127 USPQ 96 


750.3—OWNERSHIP OF TRADEMARK RIGHTS—ASSIGNMENT 
There are exceptions to the general rule that a trademark does not exist as 
an abstract right disconnected from the business in which it is used, and cannot 
be sold, assigned, or seized except in connection with the business, 
750.2—OWNERSHIP OF TRADEMARK RIGHTS—ABANDONMENT 
Trade name was not abandoned where trustee in bankruptcy sold trade name, 


patents and good will of bankrupt concern. 


Action by Maurice H. Leventhal, doing business as Traction Master 
Co. v. Ollie Morris Equipment Corporation and Offenhauser Equipment 
Corporation for trademark infringement and unfair competition. Plaintiff 
appeals from California Superior Court, Los Angeles County from judg- 
ment for defendants. Affirmed. 


Mason & Graham, Collins Mason, and William R. Graham, all of Los An- 
geles, California, for appellant. 

Forrest E. Macomber, of Los Angeles, California, and Gordon J. Aulik, 
of Stockton, California, for respondents. 

Before Woop, Presiding Justice, and Fourr and LILLIzE, Justices. 


Fourt, Justice. 

This is an appeal from a part of a judgment which in effect deter- 
mined that the plaintiff take nothing in his action involving a trademark 
or trade name. 

Plaintiff brought this action against Ollie Morris Equipment Corpora- 
tion, hereinafter referred to as Morris Corporation, and Offenhauser 
Equipment Corporation, hereinafter referred to as Offenhauser Corpora- 
tion, to establish his claim as the owner of the trademark TRACTION MASTER 
alleging, among other things, that defendants had appropriated the trade- 
mark for their own use and further claiming that defendants had used 
the trademark NEW TRACTION MASTER which is so closely allied to the old 
trademark as to make for confusion and loss in plaintiff’s business. The 
plaintiff sought an injunction, an accounting, damages and other relief. 
The defendant, Morris Corporation, filed a cross-complaint wherein it 
alleged that it was the owner of the trademarks TRACTION MASTER and 
NEW TRACTION MASTER and that plaintiff and cross-defendant had appro- 
priated the trademark TRACTION MASTER as his own and cross-complainant 


sought an injunction, an accounting, damages and other relief 
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A résumé of some of the facts is as follows: 


In 1953 there were applications pending for United States Letters 
Patent on an automobile stabilizing device. One was known as the “Tatum” 
patent and the other as the “Meier” patent. The device was being manu- 
factured by Tayboe Manufacturing Co., hereinafter referred to as Tayboe, 
which was a partnership consisting of Charles Tatum and Andrew Botto. 
Tatum, on behalf of Tayboe, had applied for the patent and on September 
18, 1956, Letters Patent No. 2,763,332 was issued. The device was, from 
the beginning, in 1953 called TRACTION MASTER. The name TRACTION MASTER 
has been inseparably connected with the device and the name denotes that 
the device possessed certain qualities or characteristics which qualities and 
characteristics are set forth in the patent applications on both patents. 

Tatum, on behalf of Tayboe, applied for and was granted a copyright 
on the name TRACTION MASTER by both the State of California and the 
Patent Office of the United States. 

Tayboe assigned and transferred the “Tatum” patent No. 2,763,332, 
the trademark and trade name of TRACTION MASTER to Auto-Master Cor- 
poration, hereinafter referred to as Master Corporation. Tatum and Botto 
went to work for Master Corporation. Master Corporation continued the 
manufacturing and sale of the device under the trademark TRACTION MASTER 
from about May 28, 1954 to June or July, 1955. Master Corporation was 
adjudicated a bankrupt on July 12, 1955. The trustee in bankruptcy © 
of Master Corporation filed a supplemental inventory and appraisement 
in the bankruptey proceedings in which was listed the “Tatum” patent, 
the good will and the trademark and trade name TRACTION MASTER as assets 
of the bankrupt estate. Torque-O-Matic Devices, Inc., hereinafter referred 
to as Torque bought the good will, patent and trademark and trade name 
TRACTION MASTER from the bankrupt estate. The sale was confirmed by 
the Federal Court on or about June 28, 1957. Torque also owned the 
“Meier” patent No. 2,699,935. 

A few days thereafter Torque granted an exclusive license to the use 
of the “Tatum” patent and the “Meier” patent No. 2,699,935 and the use 
of the trademark and trade name TRACTION MASTER to Morris Corporation. 
After some experimental work, consisting of additional engineering work 
to the end that the device would be perfected, Morris Corporation manu- 
factured the device and marketed it under the name NEW TRACTION MASTER, 
the first sale taking place about November 6, 1957 and has since con- 
tinued to manufacture the device up to the time of trial. 

Leventhal was employed by Master Corporation in May, 1954, on 
a commission plus expense account basis to sell the device that was called 
TRACTION MASTER, and which at that time was manufactured by Master 
Corporation. Leventhal continued to sell the device until November 30, 
1954 as an employee and thereafter sold the device, under an agreement, 
as a local distributor for Master Corporation and continued the latter 
course up to about the time of the bankruptcy of Master Corporation. 
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When Master Corporation went bankrupt, Leventhal continued to 
market the device TRACTION MASTER on his own account, in the same location 
and without interruption. He purchased the component parts from the 
manufacturer who had manufactured the parts for Master Corporation 
and used Master Corporation’s literature and advertising matter and the 
“Meier” patent number affixed to such devices, thereby leading the public 
to believe that he had a right to manufacture the device under the “Meier” 
patent and to use the trade name TRACTION MASTER. 

Master Corporation had expended about $140,000.00 in advertising 
and promoting the device called TRACTION MASTER. 

The trial court found in effect upon abundant and substantial evi- 
dence that Leventhal had misappropriated to his own use a valuable asset 
of the bankrupt estate and had misused his position of trust as an em- 
ployee and distributor of Master Corporation; that Leventhal had wrong- 
fully converted the trade name TRACTION MASTER to his own use and benefit 
and that he had come into court with unclean hands. The court further 
found that there was no evidence that the use of the trade name NEW 
TRACTION MASTER by Morris Corporation had misled or deceived the public 
into believing that it was buying the device sold by Leventhal and that 
there was no evidence that the use of the trade name TRACTION MASTER 
by Leventhal deceived or misled the public into believing that it was 
buying the device sold by Morris Corporation. 

Torque did not manufacture or sell any stabilizing devices nor did it 
use the trade name TRACTION MASTER on any product manufactured or 
sold by it. As heretofore stated, Torque did grant an exclusive license to 
Morris Corporation to use the “Tatum” and “Meier” patents and the use 
of the trade name. 

Offenhauser Corporation never manufactured any stabilizing devices 
but sold such devices which were manufactured by Morris under the trade 
name NEW TRACTION MASTER. 

The judgment provided that Leventhal take nothing as against Morris 
Corporation and that Morris Corporation take nothing as against Leventhal 
under its cross-complaint and further that Leventhal take nothing as against 
Offenhauser Corporation. 

A motion for a new trial was denied. Appellant states that he appeals 
from that portion of the judgment which dismissed his complaint and 
from the order denying his motion for a new trial. The record discloses 
that plaintiff’s complaint was not dismissed. An order denying a motion 
for a new trial has not been appealable since the 1915 amendment to Code 
of Civil Procedure Section 963. 

Appellant contends in effect that (1) the rights of Master Corporation 
to the trademark TRACTION MASTER were abandoned or destroyed when Mas- 
ter Corporation went into bankruptcy or at the latest when the trustee in 
bankruptcy sold the physical assets of the bankrupt apart from the trade- 
mark or good will; (2) that there was no fiduciary relationship to Master 
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Corporation in August, 1955 which estopped him from adopting and using 
the trademark as his own and (3) that respondents have committed trade- 
mark infringements and unfair competition against him. 

Each of the contentions is a factual matter and there was sufficient 
and substantial evidence in the record from which the judge could find 
and determine as he did so find and determine. Appellant has stated that 
the findings of fact and conclusions of law are unsupported by the evi- 
dence, but he has failed entirely by reference to the record to make good 
any such an assertion. A reading of the record makes it clear that the 
evidence in support of the findings of fact and conclusions of law is 
substantial. . 

It is true that as a general rule “The right to a trademark or a trade 
name does not exist as an abstract right disconnected from the business 
in which it is used, and cannot be sold, assigned, or seized except in con- 
nection with the business.” (47 Cal. Jur. 2d 730.) There are, however, 
exceptions to the rule. In Callmann on Unfair Competition & Trademarks, 
2nd Edition, Volume 3, p. 1287, See. 78.1(¢), it is stated: 

“Where a trademark indicates that the goods to which it refers are 
of a certain quality, e.g., are made under a patent, * * * the mark 
ean not be validly transferred even if the entire business and all its 
physical assets are included in the transfer, unless the transferee also 
acquires the right to work under the patent, * * *. On the other 
hand, if the transferee is licensed to use the patent or the secret for- 
mula, the transfer is valid, even though the business itself may not 
have been transferred. And the courts have so held even under the 
earlier concept of the law, thus recognizing an exception to the rule 
that the entire business must also be transferred.” 

Tuttle v. Blow, 75 S.W. 617, is one of the authorities cited in the 
Callmann work as authority for the statement therein contained. In the 
Tuttle case it was stated at page 620 as follows: 

“It may be conceded to appellants that a mere trademark, disso- 
ciated from the trade or business, is not susceptible of sale or transfer. 
As such it is of no use, and the law will take no account of it. But 
a trademark as an accessory of property, or as a thing to be used 
in connection with one’s business, and applicable to the product of 
his manufactory or to his goods in trade, is a subject of the law’s 
eare, and is assignable. * * * Whilst some of the authorities cited in 
their brief bear out the appellants’ contention that a trademark, un- 
connected with any property or trade, is a mere abstract right of 
which the law will take no account, none of them sustain the propo- 
sition that a trademark, connected with the right to make and sell 
the thing which it indicates, is not susceptible of being transferred 
by a mortgage.” 

Appellant relies heavily upon Ward-Chandler Building Co. v. Caldwell, 
8 Cal.App.2d 375 (25 TMR 536), from which the statement in Cal. Jur. 
supra is taken. However, at page 377 of the Ward case it is stated: 

“<#* * * “An exception to the general rule has, however, been made 
where the mark or name has been so employed as to be deprived of 

its personal nature and has come to indicate that the goods bearing 
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it are of a certain standard, kind or quality or are made in a certain 
manner or after a certain formula.’ (26 R.C.L. 865.) The same ex- 
ception should apply where services of a certain standard, kind or 
quality are rendered, and the name under which such a_ business 
is conducted is properly transferable under section 993 of the Civil 


Code.” 
It is further stated in the Ward case at page 379 (25 TMR at 539) : 


“The reason for this is that if the bare right of user could be 
transferred the name or mark would no longer serve to point out and 
protect the business with which it has become identified, or to secure 
the public against deception, but would tend to give to a different 
business the benefit of the reputation established by the business to 
which the name had previously been applied.’ (26 R.C.L. 864.)” 

In this instance the trial court apparently determined from the evi- 
dence that the reasons for the exception were present and that the excep- 
tion should be applied in this particular case and with which we agree. 

In 30 Michigan Law Review 489 at 498 it is stated: 


“Tf the mark in question denotes that the goods to which it is 
affixed possess a certain quality or characteristic, as is frequently the 
ease, an assignment should be possible without the transfer of any 
physical plant or going business.” 


The Federal Courts have recognized the exceptions. In White Satin 
Mills Corporation v. Woodward, 34 F.2d 158 (21 TMR 5), the first head- 


note reads: 


“Trademarks and trade names and unfair competition. Corpora- 
tion purchasing trademarks from trustee of bankrupt corporation held 
entitled thereto against owner of bankrupt corporation, claiming in- 
dividual ownership of trademarks. 

“Tn bill to enjoin defendant from appropriating trademarks, evi- 
dence held to show that defendant, organizing and owning original 
corporation, did not own trademarks individually, and was not li- 
censor thereof to his corporation, but that corporation owned trade- 
marks when it became bankrupt, and that plaintiff corporation, 
purchasing trademarks from trustee in bankruptcy, and not aban- 
doning same, had better title to trademarks than defendants appro- 
priating them.” 

The fact that Master Corporation went into bankruptcy is some evi- 
dence of an intent to abandon the trade name but it is not conclusive of 
abandonment. It is only one item of evidence in the entire record. There 
was other substantial evidence or inferences which could be drawn from 
such evidence which the court considered and all in all it was determined 
that there was no intent to abandon the trade name as contended by 
Leventhal. 

The trustee in bankruptcy owed a duty to all concerned to preserve 
the assets of Master Corporation and in liquidation to secure as much 
for such assets as was possible. Here the trustee sold the trade name and 
the patent inseparably connected with each other and the good will of 
the bankrupt concern. 
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Appellant’s next contention in effect is that in the light of Master 
Corporation allegedly abandoning the trade name by the bankruptcy 
proceeding he had a right to immediately adopt the trade name. As the 
trial court determined upon substantial evidence, there was no abandon- 
ment by Master Corporation. Leventhal could gain nothing upon any 
such an assumption. 

Appellant has cited Reconstruction Finance Corporation v. Menthan 
Corporation, 28 F.Supp. 920, 42 USPQ 504 (29 TMR 495), in support 
of his contention. In that case, during the depression years, Menihan 
Company, which manufactured and sold shoes, made a loan from the 
plaintiff, a governmental agency, and secured the same by a renting of 
the property of the company. The company defaulted and was adjudicated 
a bankrupt. A public sale was held by the trustee in bankruptcy and 
the plaintiff bought practically all of the property of the bankrupt in- 
cluding the good will, trademarks and trade names. Shortly thereafter 
the defendant corporation was organized. Defendant, J. G. Menihan, Sr., 
who had been president of the company which had made and defaulted 
in the loans from plaintiff was the president of the defendant corpora- 
tion. The new corporation started to make shoes once more and used 
the trademarks and trade names of the original company. The plaintiff 
sought to stop them from such conduct. The plaintiff, after having bid 
the property in at the trustee’s sale, not only abandoned the business 
but as the court said at page 923, 42 USPQ at 507 (29 TMR at 500), of 
the reported case, “[T]he plaintiff’s acts amounted to more than aban- 
donment. They amounted to the destruction of what was necessary to 
the existence of a business to which good will, trademarks and trade 
names might attach.” Such was not the situation in the case before us. 

Furthermore, this is an equity case and the trial judge in this situa- 
tion on substantial evidence found that Leventhal had come into court 
with unclean hands and he was not entitled to prevail. 

Appellant further asserts that the public was deceived and is likely 
to be further deceived by the respondents’ use of the trademark NEW 
TRACTION MASTER. The court made a finding to the contrary. The judge 
had the advantage of seeing and hearing the witnesses testify. He has 
the power of acceptance or rejection of the testimony generally and a 
reading of the record in this case demonstrates that he was entirely 
proper in making the determination which he did make. 

Lastly, the appellant would have this Court set aside the findings 
of fact and conclusions of law of the trial court and make new findings 
to conform with his wishes in the matter. From what has heretofore been 
stated, it is apparent that we are not inclined to change the findings or 
the judgment. 

The judgment is affirmed. 


ainrnreseneemenel 
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SIMMONS CO. v. BAKER et al. 


No. 58-1014-5 — D. C., D. Mass. — September 14 and 19, 1960 
— 127 USPQ 270 


500.73—COURTS—PLEADING AND PRACTICE—MOTIONS 
In action for alleged infringement of a trademark, defendants’ motion for 
summary judgment denied because material facts were in dispute. 
500.76a—COURTS—PLEADING AND PRACTICE—DEFENSES—IN GENERAL 
Defense of plaintiff’s unclean hands was predicated on contention that in con- 





nection with its application for registration, plaintiff falsely stated under oath that 
the mark sought to be registered was something more than a mere incident or aid 
to the sale of mattresses when in fact mark was used in association with a “tying” 
article. Plaintiff alleged there was no “tying” in monopolistic sense offering evi- 
dence that persons who leased the “tying” article and agreed to purchase the “tied” 
article were free to withdraw at any time. 
500.76a—COURTS—PLEADING AND PRACTICE—DEFENSES—IN GENERAL 
800.1—OTHER STATUTES—ANTITRUST 
Defense of plaintiff’s violation of the antitrust laws was based on the conten- 
tion that this “tying-in” resulted in violations of Sherman and Clayton Acts. Plain- 
tiff claimed there was no “tying-in” because of the right of withdrawal which it 





alleged. 
500.76e—COURTS—PLEADING AND PRACTICE 
ACQUIESCENCE 
Plaintiff’s knowledge of defendants’ existence for some seven years prior to 
suit was met by plaintiff’s claim of defendants’ fraud. 


DEFENSES—LACHES AND 





Action by Simmons Company v. Abe Baker et al. for trademark in- 
fringement. Defendants move for summary judgment. Motion denied. 


Francis A. Even and Soans, Anderson, Luedeka & Fitch, both of Chicago, 
Illinois, and Donald Anderson, and Hill, Barlow, Goodale & Adams, 
both of Boston, Massachusetts. 

C. Keefe Hurley, Hale & Dorr, David Wolf, Charles Hieken, and Ezekiel 
Wolf, Wolf & Greenfield, all of Boston, Massachusetts, for defendants. 


McCarthy, District Judge. 

In this action for alleged infringement of a trademark owned by 
the plaintiff, the defendants have moved for summary judgment on three 
distinct bases: 1. That the plaintiff has used its trademark in violation 
of the anti-trust laws; 2. That the plaintiff does not have clean hands; 
and 3. That the plaintiff has been guilty of laches. After hearing and 
deliberation, the motion must be denied because material facts are in 
dispute as to each of the grounds raised by the motion. 


1. The acts allegedly committed by the plaintiff in use of its trade- 
mark which give rise to the charge of alleged violation of the anti-trust 
laws are in dispute. The defendant alleges that the plaintiff used the 
embodiment of its trademark in a sign as a “tying” article and that 
plaintiff’s mattresses were the “tied” article. Defendant further alleges 
that this “tying” resulted in violations of the Sherman and Clayton Acts. 
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Plaintiff alleges that there was no “tying” in the monopolistic sense, 
offering evidence that any persons who leased the “tying” article and 
agreed to purchase of the “tied” article were free to withdraw at any 
time. There is no undisputed fact which gives rise to a basis for finding, 
at this time, that plaintiff has been guilty of violation of the anti-trust laws. 


2. The basis of plaintiff’s unclean hands lies in allegedly false state- 
ments made by the plaintiff to the United States Patent Office in con- 
nection with plaintiff’s application for a trademark upon a symbol which 
incorporates the mark which is the subject of this suit. The defendant’s 
theory, apparently, is that the plaintiff stated to the Patent Office under 
oath that the mark sought to be registered was something more than a 
mere incident or aid to the sale of mattresses and that this was false. 
Evidence of the falsity supposedly comes from the same evidence which 
gives rise to the charge of anti-trust violation. This evidence is in dispute. 


3. The charge of plaintiff’s laches arises from plaintiff's admission 
that it knew of the existence of defendant for about seven years before 
it instituted this suit. In opposition to this ground for summary judg- 
ment plaintiff has offered voluminous proof of alleged fraud on the 
part of defendant. This gives rise to a factual dispute which causes 
denial of the motion for summary judgment on this ground also. 

At hearing on the motion for summary judgment the defendant 
filed a motion to expunge certain portions of the plaintiff’s brief and to 
expunge an affidavit made and filed by plaintiff’s trial counsel. In light 
of what has been ruled above, the motions are denied. 

Without reducing the matter to a formal motion, defendant, on argu- 
ment, suggested to the court the possibility that this case might be 
certified for interlocutory review by the Court of Appeals if I should 
deny the motion. I have considered doing just this but have decided 
against it since I do not believe that this case is ripe for interlocutory 
review within the terms of section 1292 of Title 28 of the United States 
Code. 

The case will stand for trial. Of course, nothing herein will bar 
defendant from raising the same defenses to this action during the course 
of the trial by presenting evidence and making appropriate motions. 


Sepr. 19, 1960 


The defendants have filed a motion seeking reconsideration of the 
ruling of the court on defendants’ motion for summary judgment. De- 
fendants in their latest motion state that they accept the plaintiff’s 
allegations of fact for the purpose of this motion. In this ease the 
motion for summary judgment is denied as matter of law, since, on ex- 
amination of the entire record, I can find no grounds for allowing the 
motion. 
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TOPP-COLA COMPANY v. THE COCA-COLA COMPANY 
No. 149-281 —D. C., S. D. N. Y.— July 25, 1960 — 126 USPQ 270 


700.1—EF FECT OF REGISTRATION—IN GENERAL 

Lanham Act confers substantive rights on the owner of a mark registered under 
it, which are “uniform throughout the Union” and are not limited by local law. 
Registrant has right to exclusive use of mark in commerce which may lawfully be 
regulated by Congress. 

Certificate of registration is prima facie evidence of registrant’s “exclusive right 
to use the mark in connection with the goods or services specified in the certificate” 
in any part of the United States. 

100.75—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES)— 

ACT OF 1946—SEC. 45 

“Commerce which may lawfully be regulated by Congress” includes commerce 
in Puerto Rico. 

600.1—CONFUSING SIMILARITY—IN GENERAL 

A mark is registrable only if it does not so resemble a mark previously reg- 
istered or used “as to be likely when applied to the goods of the applicant to 
cause confusion or mistake or to deceive purchasers.” 

300.21—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 

IN GENERAL 

In the absence of an opposition proceeding, registrant has no remedy under the 
Act of 1946 to determine administratively or otherwise the scope or validity of its 
mark, 

500.75—COURTS—PLEADING AND PRACTICE—DECLARATORY JUDGMENT 

SUITS 

Where defendant has filed a notice of opposition to the registration in Puerto 
Rico of a mark already registered by plaintiff in the United States, there is an 
actual controversy sufficient to support an action for a Declaratory Judgment. 

500.6—COURTS—JURISDICTION 

Trademark abuses in foreign countries by a United States Corporation may be 
actionable in the federal courts, although it may be that defendant’s conduct must 
have had a substantial effect on commerce; that defendant is a United States citi- 
zen; and perhaps that there is no conflict with the trademark rights under the 
foreign law. 


Action by Topp-Cola Company v. The Coca-Cola Company for de- 
claratory judgment that trademark is not infringed, for injunction re- 
straining defendant from opposing trademark registration, and for unfair 
competition. Defendant moves for summary judgment. Motion granted 
in part and denied in part. 


surgess, Ryan & Hicks, of New York, N.Y. (Cushman, Darby & Cushman 
and James L. Dooley, both of Washington, D.C., of counsel) for 
plaintiff. 

Gilbert H. Weil and Alfred T. Lee, both of New York, N.Y. (Pope F. 
Brock, John D. Goodloe, and Julius R. Lunsford, Jr., all of Atlanta, 
Georgia, of counsel) for defendant. 

BrYAN, District Judge. 
Plaintiff, a Georgia corporation, with its principal place of business 
in Savannah, Georgia, is the owner of the trademark ToPP-coLA. De- 
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fendant, a Delaware corporation, with its principal place of business in 
New York, is the owner of the trademark coca-coLa. Both marks are 
duly registered in the United States Patent Office under the Lanham 
Act, 15 U.S.C. § 1051, et seq. The present suit involving the marks of 
the respective parties arises primarily out of the following circumstances: 

Plaintiff filed an application to register its mark under the Laws of 
the Commonwealth of Puerto Rico with the Secretary of State of that 
Commonwealth. Defendant, whose mark is already registered in Puerto 
Rico, has filed a notice of opposition’ to plaintiff’s registration, claiming 
that plaintiff’s mark is so similar to defendant’s mark 


“* * * as to be likely to cause confusion in the mind of the 
public and to deceive purchasers * * * .” 


and that 


“* * * ordinary purchasers, seeing the word TOPP-COLA supplied 
to a non-alcoholic beverage similar to the one bearing the * * * (de- 
fendant’s) * * * trademark coca-coua will be confused and deceived.” 


Plaintiff seeks a judgment (a) declaring that the mark TOPP-COLA 
as applied to a cola beverage is not likely to cause confusion or to deceive 
purchasers, that purchasers are not likely to be confused as to the source 
or origin of beverages sold under the respective marks, and that TOPP-COLA 
does not infringe upon the United States and Puerto Rican registrations 
of defendant’s mark, and (b) enjoining defendant from further opposing 
plaintiff's application for registration in Puerto Rico. It also seeks other 
injunctive relief covering a range of defendant’s activities which are 


alleged to interfere with “the legitimate expansion of plaintiff’s cola bev- 


erage business.” 

Jurisdiction is alleged under the Lanham Act, 15 U.S.C. §§ 1119 and 
1121, 28 U.S.C. § 1338, and under the diversity and declaratory judgment 
provisions of the Judicial Code, 28 U.S.C. §§ 1332 and 2201. 

The case is before me on defendant’s motion for summary judgment 
pursuant to Rule 56, F.R.C.P. 





1. The Puerto Rico Trademark Act, § 196, provides: 

“In cases where notice of opposition is filed the Secretary of State shall notify 
the applicant with a statement of the grounds of such opposition. 

“Whenever application is made for the registration of a trademark applied 
to goods of the same descriptive properties, which is already registered in the 
Department of State in the name of another; or for the registration of which 
application has been previously made; or so nearly resembling such trademark or 
another already known belonging to and used by another, that in the opinion of the 
Secretary of State may deceive the public, the Secretary of State shall decide who 
is entitled to use such trademark and as to the sufficiency of the objections against 
registration.” 
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The complaint makes for some confusion by lumping what appear 
to be two separate and distinct claims in a single count. 

In the first portion of the complaint plaintiff alleges that it uses 
its mark, TOPP-COLA, in interstate commerce as the trademark for its cola 
flavored beverage; that the mark was registered under the Lanham Act 
after disclaimer as to the word coua; that the registration is now in 
full force and effect; that plaintiff is engaged in a program of expanding 
its sales beyond the continental United States; and that defendant manu- 
factures a soft drink similar to plaintiff’s and has a Lanham Act registra- 
tion on its mark COCA-COLA. 

The complaint then recites the proceedings taken in Puerto Rico to 
register plaintiff’s mark and defendant’s opposition to such registration. 
It alleges that the mark TOPP-COLA is not so similar to the mark COCA-COLA 
as to confuse the public and deceive and confuse purchasers as to origin 
and that defendant “is well aware of * * * numerous judgments holding 
that the word coLa as applied to a cola type beverage is generic and in 
the public domain and is freely available for use in commerce which may 
be regulated by Congress * * * .” 

This part of the complaint concludes with the allegation that when 
defendant filed its opposition in the Puerto Rican proceeding it had “actual 
and constructive knowledge” of the Lanham Act registration of plaintiff’s 
mark. 

These allegations can be said to constitute a claim complete in itself. 
The relief sought on this claim is a declaratory judgment as to the lack 
of such similarity in the marks as to cause likelihood of confusion and 
deception and confusion as to source or origin and an injunction pro- 
hibiting opposition to plaintiff’s Puerto Rican registration. 

The balance of the complaint refers back to the allegations con- 
cerning the Puerto Rico proceedings and the other facts previously al- 
leged but presents them in a rather different context. It is alleged that 
defendant filed its Notice of Opposition in Puerto Rico with the purpose 
and intent of 


“* * * interfering with the legitimate expansion of the plaintiff’s 
business in commerce which can be regulated by Congress, and in 
other commerce, and that this interference is part of a plan to hamper 
and frustrate competition in cola type beverages emanating from 
corporations domiciled in the United States and that the defendant 
is thereby attempting to restrain competition in the cola beverage 
industry in commerce which can be regulated by Congress, and in 
other commerce, and is thereby competing unfairly with the plaintiff 
to the plaintiff’s damage.” 


It is claimed that defendant is engaged in a scheme, of which its 
opposition to the Puerto Rican registration of plaintiff’s mark is a part, 
to harass plaintiff and other competitors with expensive and vexatious 
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litigation respecting local use and registration of its trademark, and that 
this is a form of “economic duress” which will intimidate local bottlers 
and discourage them from “affiliating themselves with plaintiff’s organi- 
zation” and from selling plaintiff’s beverage. The complaint concludes 
with the allegation that unless defendant is restrained from “such con- 
duct” it will continue “to restrain competition” in domestic and other 
commerce by “opposing every effort of the plaintiff to obtain local regis- 
tration of its trademark in the locations of its use.” 

Based on this additional and separate claim, plaintiff seeks to enjoin 
defendant from interfering with “the legitimate expansion of the plaintiff’s 
cola beverage business” by asserting “privately or publicly” that TOPP-COLA 
is an infringing mark and from opposing plaintiff’s attempts to obtain 
local registration of its mark in “areas where said trademark is used or 
is to be used.” There is also a prayer for treble damages and attorney’s fees. 

Defendant has answered denying that this court has jurisdiction by 
reason of diversity of citizenship, or over what it alleges to be the single 
controversy arising out of the application to register plaintiff’s mark in 
Puerto Rico, or under the Federal Declaratory Judgment Act. It denies 
in substance that it has illegally interfered with plaintiff’s rights in any 
way. 

What I consider to be the two separate claims alleged in the complaint 
will be considered separately. 

Before doing so, however, it should be noted that although defendant 
denies that there is diversity of citizenship between the parties “in any 
substantial sense”, there is diversity jurisdiction under 28 U.S.C. § 1332, 
quite apart from whether there is jurisdiction under the Lanham Act or 
under 28 U.S.C. §§ 1338 and 2201. It is not denied that plaintiff is a 
Georgia corporation with its principal place of business there and that 
defendant is a Delaware corporation with its principal place of business 
in New York. 

Defendant’s allegation that it has an office in Georgia and is amenable 
to service of process there does not exclude diversity jurisdiction in this 
court. Under the recent jurisdictional requirement of 28 U.S.C. § 1332(c) 
there would be lack of diversity only if defendant had its “principal” 
place of business in Georgia and it has admitted that its principal place 
of business is in New York. It also seems plain that the matter in con- 
troversy exceeds the value of $10,000 exclusive of interest and costs under 


§ 1332. 


1. The claim arising from defendant’s opposition to Puerto Rican 
registration of plaintiff’s mark. 


In essence, plaintiff’s claim on this branch of the case is based on 
the premise that defendant by filing the notice of opposition to registra- 
tion of its mark ToPP-coLA in Puerto Rico has charged that plaintiff’s mark 
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infringes defendant’s mark coca-coLa. Plaintiff asserts that there is no 
infringement and that it is entitled to declaratory judgment to that effect 
and injunctive relief. 

The defendant takes the position, however, that the filing of its notice 
of opposition in Puerto Rico does not constitute a charge of infringement 
and does not give rise to a justiciable controversy upon which this court 
ean render a declaratory judgment under the Declaratory Judgments 
Act or grant injunctive relief. It urges that the only proper forum in 
which the questions raised by its notice can be determined is before the 
Secretary of State of Puerto Rico in the course of the Puerto Rican 
administrative proceedings for trademark registration. 


It is now well settled that the Lanham Act confers substantive richts 


upon the holder of a mark registered under it. Such rights are “uniform 


throughout the Union” and their interpretation is not limited by local 
law. S. C. Johnson & Son v. Johnson, 2 Cir., 175 F.2d 176, 81 USPQ 
509 (39 TMR 557). 

The registrant has the right to exclusive use of its registered mark 
in “eommerce’’, defined by the Act (15 U.S.C. § 1127) as “all commerce 
which may lawfully be regulated by Congress.” This, of course, includes 
ecommerce in Puerto Rico though from a reading of the defendant’s brief 
one would suppose that it is under the curious misapprehension that 
Puerto Rico is not included within the ambit of congressional power over 
ecommerce and is in fact to be treated as a foreign country. If the matter 
needs to be made any plainer it is only necessary to refer to the following 
language of § 1127: 

“The intent of this chapter is to regulate commerce within the 
control of Congress by making actionable the deceptive and misleading 
use of marks in such commerce; to protect registered marks used in 
such commerce [commerce] from interference by state or territorial 
legislation.” (Emphasis supplied.) 


A mark is registrable under the Act only if it does not so resemble 
a mark previously registered or used “as to be likely when applied to the 
goods of the applicant to cause confusion or mistake or to deceive pur- 
chasers.” (15 U.S.C. § 1052(d)). There are no limitations under Section 
1057(b) noted on plaintiff’s certificate of registration and the certificate 
is prima facie evidence of the validity of the registration and of regis- 
trant’s “exclusive right to use the mark in connection with the goods or 
services specified in the certificate” in any part of the United States. 

Had the defendant chosen to oppose registration of plaintiff’s mark 
in the Patent Office the Commissioner’s determination that the TOPP-COLA 
mark was registrable would have been entitled to weight upon a review 
by the courts. Frito Co. v. General Mills, Inc., 5 Cir., 202 F.2d 936, 97 
USPQ 28 (43 TMR 613), cert. denied 346 U.S. 827, 99 USPQ 490. How- 
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ever, plaintiff now has no remedy under the Lanham Act to determine 
administratively or otherwise the scope or validity of its mark. Defendant, 
on the other hand, can still apply to cancel plaintiff's mark, 15 U.S.C. 
§ 1064.2 

It seems to me quite plain that the registrant, when faced with a 
charge from a competitor that his registered mark is “likely to cause 
confusion and to deceive purchasers’, may maintain an action for a de- 
claratory judgment to determine the extent and scope of its rights under 
a Federal Lanham Act registration. 

Elka Toy & Novelty Mfg. Corp. v. Fisher-Price Toys, Inc., D.C.S.D. 
N.Y., 1386 F.Supp. 524, 108 USPQ 87 (46 TMR 418), relied on by the 
defendant, is not to the contrary. There neither plaintiff nor defendant 
had a federally registered mark. Cf. Kaplan v. Helenhart Novelty Corp., 
2 Cir., 182 F.2d 311, 85 USPQ 285. 

Since plaintiff, as the holder of a registered mark may bring an 
action for a declaratory judgment to resolve questions raised by such 
a charge by a competitor, the sole question of substance here is whether, 
under the circumstances, there is an “actual controversy” between the 
parties arising from the notice of opposition filed in the Puerto Rican 
proceeding which would come within the purview of the Declaratory 
Judgments Act, 28 U.S.C. § 2201. I hold that there is such a controversy 
and that the notice of opposition in Puerto Rico is in substance a charge 
the plaintiff’s mark is so similar to defendant’s mark as to be likely to 
cause confusion in the minds of the public and to deceive purchasers, 
and would also tend to cause confusion as to source or origin. These 
are matters of import to the plaintiff and they call into question the 
scope of plaintiff’s right to use the mark in commerce in any part of 
the United States. 

Defendant places heavy reliance on Merrick v. Sharp & Dohme, 7 
Cir., 185 F.2d 713, 88 USPQ 145 (41 TMR 228), cert. den. 340 U.S. 954, 


88 USPQ 569, and urges that the case requires a contrary conclusion. 


Assuming that the Merrick case is correctly decided, it has no application 
here. There the plaintiff, seeking a declaratory judgment, had applied 
to register his mark under the Lanham Act. The defendant had filed 
a notice of opposition under 15 U.S.C. § 1063. Prior to the final hearing 
before the examiner of interferences the applicant brought its declaratory 
judement action. After commencement of the action, and after further 








2. Plaintiff’s mark has not yet been registered for five years and thus is not 
incontestable under Section 1065, Plaintiff makes the point, not without force, that its 
right to an incontestable mark is also put in issue at least collaterally by defendant’s 
charge of infringement. 

3. In fact, in the recent case of Eastman Kodak Co. v. Velveray Corp., D.C., 
S.D.N.Y., 175 F.Supp. 646, 122 USPQ 603 (49 TMR 1299), Judge Cashin demonstrates 
that a plaintiff who has no registered mark and who seeks a declaration of invalidity 
of defendant’s mark has the same rights (as regards standing) to a declaration under 
the trademark laws as under the copyright or patent statute. 
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administrative proceedings in the Patent Office, review of the Patent Office 
decision was pending before the courts pursuant to 35 U.S.C. § 63.4 

Thus the statutory scheme envisaged by the Lanham Act for deter- 
mination of registrability would have been compromised had the applicant 
been permitted to maintain an action for declaratory judgment against 
the party opposing registration. As the court stated (p. 717, 88 USPQ 
at 149) : 

“Congress has confided the registration of trademarks to the 

Patent Office of the United States. The courts of the United States 

have no jurisdiction over registration proceedings except that appel- 

late jurisdiction given them by the Trademark Act.” 

Here the situation is quite different. Plaintiff already has its cer- 
tificate of registration. There is no Patent Office procedure by which 
plaintiff can test the validity and scope of its registration. A declaratory 
judgment action is in no way subversive of Patent procedure. The reason 
which led the court in the Merrick case to hold that a notice of opposition 
filed in the Patent Office, challenging the right to register, did not charge 
infringement, is not present here. 

Comparison of the notice of opposition in Puerto Rico with the 
statutory definition of infringement (15 U.S.C. § 1114 (1)) indicates that 
they are for all practical purposes the same. 


15 U.S.C. § 1114(1) : 

“Any person who shall, in commerce, (a) use, without the consent 
of the registrant, any reproduction, counterfeit, copy, or colorable imi- 
tation of any registered mark in connection with the sale, offering for 
sale, or advertising of any goods or services on or in connection with 
which such use is likely to cause confusion or mistake or to deceive 
purchasers as to the source of origin of such goods or services; * * * .” 
Notice of Opposition, para. 8: 

“The applicant’s alleged trademark TOPP-coLA is so similar to op- 
poser’s registered trademark COCA-COLA as to be likely to cause confusion 
in the mind of the public and to deceive purchasers. The applicant’s 
mark is applied to goods of the same descriptive properties as in the 


opposer’s trademark; and its registration will damage opposer in that 
ordinary purchasers seeing the words ToPP-cOLA applied to a non-alcoholic 
beverage similar to the one bearing the opposer’s trademark. CocA-coLA 
will be confused and deceived.” 


No doubt not every notice of opposition can be taken as a charge 
of infringement. However, it is difficult to see how the plaintiff could 
rely on the prima facie validity of its mark to conduct its business through- 
out the United States (see Dawn Donut Co. v. Hart’s Food Stores, Inc., 
2 Cir., 267 F.2d 358, 121 USPQ 430 (49 TMR 631)) in the face of the 





4. Now 35 U.S.C. § 146. 
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claim asserted in Puerto Rico by the defendant. Plaintiff is faced with 
an immediate threat to its prospective operations in Puerto Rico and to 
the use of its registered mark there.° 

The situation presented here is well within the penumbra of the 
actual controversy requirements of the Declaratory Judgments Act. Plain- 
tiff claims a presently existing right to use its mark in Puerto Rico by 
virtue of its federal registration and asserts that it is about to do so. 
Defendant has challenged that right. This is no “hypothetical or abstract” 
dispute. Aetna Life Ins. Co. v. Haworth, 300 U.S. 227. This is an actual 
controversy over the scope and extent of a presently existing right. I hold 
that plaintiff is entitled to maintain this action for a declaratory judg- 
ment determining its rights in Puerto Rico as against the defendant under 
its registered mark.® See American Machine & Metals v. De Bothezat 
Impeller Co., 2 Cir., 166 F.2d 535-6, 76 USPQ 549-550. 

Defendant is not entitled to summary judgment on this claim. 


The claim arising from defendant’s alleged interference 
with the expansion of plaintiff’s business. 


The second claim alleged in the complaint charges in substance that 
defendant is engaged in a scheme or plot to hamper and interfere with 
the legitimate expansion of plaintiff’s business both in commerce subject 
to regulation by Congress and “in other commerce.” The scheme is alleged 
to consist in a resort to vexatious and expensive trademark litigation 
presumably, though the complaint does not say so, in foreign commerce, 
as a form of “economic duress’. It is alleged that by this conduct de- 
fendant is attempting to restrain competition in the cola beverage industry 


and is competing unfairly with the plaintiff. 


There is no doubt that trademark abuses in foreign countries by an 
American corporation may, under some circumstances, be actionable in 
the federal courts (Steele v. Bulova Watch Co., 344 U.S. 280, 95 USPQ 
391 (438 TMR 57); Timken Roller Bearing Co. v. United States, 341 US. 
5993, 89 USPQ 462 (41 TMR 673) ), though it may be that such an action 
requires at least that defendant’s conduct has had a substantial effect 
on United States commerce, and that the defendant is a United States 
citizen and perhaps that there is no conflict with trademark rights estab- 
lished under the foreign law. See Vanity Fair Mills, Inc. v. The T. Eaton 
Co., 2 Cir., 234 F.2d 633, 109 USPQ 438 (46 TMR 852), but ef. Ramirez 
& Feraud Chili Co. vy. Las Palmas Food Co., D.C.S.D.Calif., 146 F.Supp. 
594, 111 USPQ 296 (47 TMR 217), aff’d 9 Cir., 245 F.2d 874, 114 USPQ 473. 


5. The Puerto Rico statute, 10 L.P.R.A. § 196, supra, not only authorizes the See- 
retary of State to determine who is entitled to register but purports to grant authority 
to determine whether the applicant has a right to use the mark in issue. 

6. I hold merely that the action for declaratory relief may be maintained. I 
express no view as to whether or not, if plaintiff succeeds, it may be entitled to further 
injunctive relief with respect to defendant’s opposition in Puerto Rico. This question is 
not now before me. 
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It is unnecessary, however, to determine whether the vague and some- 
what confusing allegations of the complaint on this branch of the case 
state a claim on which relief can be granted within the ambit of these 
cases. For, on this motion for summary judgment plaintiff has utterly 
failed to show any factual basis for such a claim and defendant has 
conclusively demonstrated that no such factual basis exists. 

On summary judgment the pleadings may be pierced and any factual 
issues which they raise may be negated by affidavit. 6 Moore, Federal 
Practice (2d ed.) §[f 56.11, 56.15 [2 

The only fact plaintiff relies on to establish a “plot” or “scheme” 
to exclude plaintiff from foreign commerce is the notice of opposition 
filed by defendant in Puerto Rico. 

As to this defendant’s affidavits are comprehensive and detailed and 
include affidavits of its General Counsel and Vice President. Defendant’s 
affidavits set forth at length its practices with respect to the protection 
of its trademark, both in the United States and abroad. 

In very brief summary defendant has shown that its policy in this 
respect is that it generally opposes a competitor’s attempt to register a 
mark if under the law which obtains in a particular jurisdiction it has 
at least a fifty-fifty chance of success in so doing. The decision was 
reached to oppose plaintiff’s attempt to register its remark in Puerto Rico 
on the basis of defendant’s considered appraisal of the state of the 
law with respect to trademarks and its chances of success. All of de- 
fendant’s affidavits strenuously deny there is any “scheme” or “plot” to 
exclude competitors from foreign commerce. Nothing in any of them 
gives rise to the slightest inference that such a “scheme” or “plot” exists. 

Of the only two counter-affidavits submitted by plaintiff which are 
relevant on this issue, one, bv plaintiff’s President, merely states, without 
anv facts at all. that the allegations of the complaint are true and de 
fendant’s affidavits are false. This plainly adds nothing to the picture 
The second, by plaintiff’s attorney states: 

“) Tue to the nature of this case it is impossible for the Plaintiff 
to offer affidavits establishing, as a matter of fact, the knowledge. 
intentions, plans and purposes of the Defendant * * *. 

“Q After reviewing the affidavits of John Goodloe, Lee Price, 
and Grace Barnes, I am convinced that it would be a waste of my 
client’s money to proceed to Atlanta and take the deposition of these 
individuals in the hope of uncovering admissions as to the existence 
of the knowledge, intentions, plans and purposes recited in para- 
granas * ° * . 

“4. It is my opinion as an attorney that the true and correctness 
of the matters mentioned hereinabove are questions to be determined 
by a jury after being given an opportunity to weigh the credibility 
of the said [defendant’s affiants] * * *.” 


Thus, plaintiff has produced nothing to support its claim. It takes 


the position that it is entitled to a trial solely on the issue of the credibility 
of defendant’s witnesses. It is true that generally “the court should not 
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resolve a genuine issue of credibility * * * on the motion for summary 
judgment.” 6 Moore, Federal Practice (2d ed.) § 56.15[4]. But this does 
not mean that any plaintiff, armed with a complaint barely sufficient to 
survive a motion to dismiss, can force a defendant to a protracted trial 
merely by suggesting that the defendant’s affidavits may be false. Such 
a rule would make a mockery of the summary judgment procedure under 
Rule 56. 

Here, not one fact, not one single circumstance, has been shown 
which bears out the allegations of this portion of the complaint. Plaintiff 
refuses to “waste” money to take depositions. But it insists that it has 
the right to take up the time of the court and to put the defendant to the 
expense of what will necessarily be a lengthy trial without any effort on 
its part to bring out the facts or to determine the truth. The language 
of Schneider v. McKesson & Robbins, Inc., 2 Cir., 254 F.2d 827, is apposite: 

“Their failure to make use of the discovery procedure is destruc- 
tive of the contention that they have not had a sufficient opportunity 
to test the veracity of facts stated in the supporting affidavits.” 

This motion for summary judgment is not prematurely made. Plaintiff 
steadfastly refuses to avail itself of the opportunities given it by the 
rules to inform itself of the facts. All that can be said for this plaintiff 
is that it hopes that something will “turn up” on the trial and this is 
wholly insufficient to justify denial of a motion for summary judgment. 
See Radio City Music Hall Corp. v. United States, 2 Cir., 1385 F.2d 715; 
Orvis v. Brickman, D.C.Cir., 196 F.2d 762. 

The complaint here appears to have been drawn in order to get 
around the holding of Vanity Fair Mills v. The T. Eaton Co., supra. 
Stripped of the conclusory and unsupported allegations as to unfair com- 
petition, with an overtone of Sherman Act violation, and the vague and 
disproven allegations as to defendant’s plans and programs, what the 
plaintiff really wants is an adjudication of its trademark rights against 
COCA-COLA in a multitude of unspecified foreign countries. A far more 
modest demand than this was rejected in Vanity Fair v. The T. Eaton Co., 
supra. 

There is no genuine issue as to any material fact with respect to 
this portion of plaintiff’s claim. The facts show that it has no merit 
and defendant is entitled to summary judgment with respect to it. 

Defendant’s motion for summary judgment is therefore denied as to 
the claims alleged in the paragraphs of the complaint numbered I to XVII 
inclusive. Defendant’s motion for summary judgment as to the claims 
embraced within the paragraphs of the complaint numbered XVIII, XIX 
and XX is granted. These paragraphs of the complaint, together with 
paragraphs 4, 5 and 6 of the prayer for relief will be stricken. Judgment 
will be entered accordingly. 

It is so ordered. 
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HYLAN HOMES, INC. v. HYLAN TERRACE, INC. 


N. Y. Sup. Ct., App. Div., 2nd Dept.— October 17, 1960 
— 127 USPQ 268 


800.61—OTHER STATUTES—STATE STATUTES—IN GENERAL 
Application for an injunction under Section 964 of the New York Penal law 
denied where it did not appear that appellant adopted its name for the purposes 
of capitalizing on petitioner’s good will. 


Petition under section 964 of New York Penal Law by Hylan Homes, 
Inc. v. Hylan Terrace, Inc. Respondent appeals from New York Supreme 
Court from order granting petition. Reversed. 


Bernstein, Margolin & Balin, of New Hyde Park, New York, for Hylan 
Terrace, Ine. 

Joseph A. LoBue, of Staten Island, New York, for Hylan Homes, Ine. 

Before NOLAN, Presiding Justice, and BELDocK, UGHETTA, KLEINFELD, and 
CHRIST, Justices. 


Per CURIAM. 

In a special proceeding to obtain an injunction under section 964 of 
the Penal Law, Hylan Terrace, Ine. (the respondent below) appeals from 
a final order of the Supreme Court, Richmond County, entered June 29, 
1960, granting petitioner’s application to restrain said appellant, Hylan 
Terrace, Ine., from using its name or any simulation thereof in connec- 
tion with its business. 

Order reversed on the law and the facts, with costs, and application 
denied, without costs, and without prejudice to a plenary action for an 
injunction and damages, if appellant be so advised. 

Findings of fact inconsistent herewith are reversed and new findings 
are made as indicated herein. 

It does not appear that appellant (Hylan Terrace, Inc.) adopted its 
name for the purpose of capitalizing on petitioner’s good will or with the 
intent of deceiving the public into believing that in doing business with 
appellant they were dealing with petitioner. Nor does it appear that in 
Staten Island the name HYLAN has acquired such a secondary meaning 
that it is there understood to refer solely to petitioner’s business. Nor 
does it appear that there is any present competition between petitioner 
and appellant. Material averments with respect to the intent to deceive 
and the likelihood of deceiving the public are substantially controverted. 
Under the circumstances, the granting of the summary remedy provided 
by section 964 of the Penal Law is unwarranted. 
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GREYHOUND CORPORATION v. GREYHOUND SECURITIES, INC. 


N. Y. Sup. Ct., Spec. Term, N. Y. Co.— October 25, 1960 
— 127 USPQ 348 


500.16—COURTS—BASIS OF RELIEF—COMMON LAW MARKS 
500.7—COURTS—PLEADING AND PRACTICE 
800.683—OTHER STATUTES—STATE STATUTES—DILUTION 
Defendant’s use of GREYHOUND (Greyhound Securities, Inc.) in securities in- 
vestment business is summarily enjoined, under common law and New York anti- 
dilution statute, upon complaint of well-known Greyhound Corporation (transporta- 
tion business) ; absence of direct competition is not controlling. 
Action by Greyhound Corporation v. Greyhound Securities, Inc. 
for unfair competition. On plaintiff’s motion for summary judgment. 


Motion granted. 


GoLD, Justice. 

Plaintiff moves for summary judgment. The action is in unfair com- 
petition and seeks judgment restraining the use by the defendant, alone 
or in any combination, of the word GREYHOUND in connection with its name 
or business. The court may well take judicial notice of the primacy of 
the name GREYHOUND in connection with the plaintiff corporation and the 
operation of its business, apart from the convincing recital of the history 
of the name as used by the plaintiff and its predecessors since 1914, the 


expansion of the enterprises conducted under its aegis, and the public 
acceptance of that name as identifying the plaintiff and its activities, 
particularly in the transportation and related fields and in the marketing 


of and dealing in its securities. 

It appears that one Edward F. Henderson, president of the defendant 
corporation and who aided in its organization, had been for many years 
prior thereto a vice president and trust officer in the Securities Depart- 
ment of the Trust Company of North America now known as Commercial 
Bank of North America, and therefore it may be deemed to be a fact that 
he was or should have been fully aware of plaintiff’s place in commerce 
and of the significance of the word GREYHOUND. The business of the de- 
fendant is, seemingly, confined to dealing in public securities and part 
of plaintiff’s business is involved, too, in the offering and sale from time 
to time of securities to the public and financial institutions for the ob- 
taining of capital in the development and expansion of its business. 

The defendant contends that the recited facts relating to plaintiff’s 
business and its operations and the use of its name are not rele- 
vant to any asserted right against this defendant for an injunction 
since the defendant is not engaged in any of the activities pur- 
sued by the plaintiff and does not compete with it. However, com- 
petition of product is not an essential element in unfair competition 
particularly since the plaintiff has a right to the use of its name 
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enhanced by secondary meaning and public acceptance without di- 


lution of its benefits by the use of the same name by the defendant. 
The contention that the dictionary meaning of the word GREYHOUND 
excludes completely any reference to public service and securities and 
therefore plaintiff can not claim a right of prior use or secondary meaning 
is wholly without merit. Mr. Henderson further argues that in the course 
of his activities prior to becoming associated with the defendant he had 
never heard the use in the stock and securities market of the term GREY- 
HOUND SECURITIES. It is not plaintiff’s contention that such a term was 
used but rather that the name GREYHOUND has become identified with the 
plaintiff and that one of plaintiff’s activities is the marketing of its se- 
eurities. Thus the marketing of securities by the defendant in the conduct 
of its business under its present name would necessarily result in con- 
fusion and that the use of the name GREYHOUND is barred to it. 

Mr. Henderson denies that he had anything to do with the selection 
of the defendant’s corporate name. It does appear, however, that he par- 
ticipated in the negotiations and discussions preliminary to organization 
and then, or upon association with the defendant, acquiesced in its use. 
More important one Sidney Panzer who had something to do with the 
selection of the name states that “it was deemed appropriate to use the 
title GREYHOUND because it was a name well-known to the average person 
and from that point of view, it was considered helpful in the establish- 
ment of a new enterprise.” Thus there is a concession not only that 
GREYHOUND was a well-known name but, in addition, the defendant is 
charged not only with that knowledge but with the knowledge that plaintiff 
had something to do with the prominence of the word GREYHOUND. There 
is more than passing significance to the suggestion as made by the plaintiff 
that in the selection of the name to be used in connection with the mar- 
keting of securities the defendant should have hit upon a word which 
happens to be the name of a dog. The primacy and distinction acquired 
by the name GREYHOUND has many times been the subject of litigation 
resulting favorably to the plaintiff. In addition, the plaintiff is entitled 
to favorable consideration in the application of General Business Law, 
section 368-c(3). As plaintiff suggests, the defendant is guilty of “com- 
mercial hitchhiking.”” The motion is granted. Settle order. 


en 
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IN RE THE INTERNATIONAL NICKEL COMPANY, INC. 
Appl. No. 6392— CCPA — June 1, 1960 — 127 USPQ 331 


100.38—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES) — 
ACT OF 1946—SEC. 8 
200.36a—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE) 
TRADEMARK USE—IN GENERAL 
210.1—AFFIDAVITS—AFFIDAVITS SEC. 8 
750.2—OWNERSHIP OF TRADEMARK RIGHTS—ABANDONMENT 
In split decision, court holds use of registered trademark NI-TENSYL for Section 
8 affidavit purposes. 


Registration proceeding No. 302,033 by The International Nickel Com- 
pany, Inc. Registrant appeals from decision of Commissioner of Patents 
denying registrant’s petition and from decision refusing to accept affidavit. 
Affirmed; Rich and Smith, Judges, dissenting with opinions. 

Case below reported at 47 TMR 1020. 


Aaron R. Townshend, of Washington, D.C., and Fred A. Klein, of New 
York, N.Y. (A. W. Deller, of New York, N.Y., of counsel) for ap- 
pellant. 

Clarence W. Moore for Commissioner of Patents. 

Before WorRLEY, Chief Judge, Rich, MARTIN, and SmiTH, Associate Judges, 
and Krart, Judge.* 


Wor ey, Chief Judge. 

The parties agree that one purpose of the Trademark Act of 1946, 
popularly known as the Lanham Act, was to rid the Patent Office of 
trademarks that were not being used. To effect that result Congress in- 
corporated Section 8 which, in pertinence, reads: 

Section 8(b). Cancellation of republished prior registrations unless 

affidavit of use filed. 

Any registration published under the provisions of subsection 

(c) of section 12 of this Act shall be canceled by the Commissioner 

at the end of 6 years after the date of such publication unless within 

1 year next preceding the expiration of such 6 years the registrant 

shall file in the Patent Office an affidavit showing that said mark is 

still in use or showing that its nonuse is due to special circumstances 
which excuse such nonuse and is not due to any intention to abandon 
the mark (15 U.S.C. 1058(b)). (Italies supplied.) 

Patent Office Rule 2.162(b), which is not challenged, requires that 
“A specimen or facsimile showing the mark as currently used should be 
submitted with and referred to in the affidavit.” 

The record shows that appellant has separately registered two trade- 
marks. One is NI-TENSYL for use on “Nickel-Containing Iron Castings.” 





* United States District Judge for the Eastern District of Pennsylvania, desig- 
nated to participate in place of Judge O’Connell, pursuant to provisions of Section 
292(d), Title 28, United States Code. 
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The other is NI-TENSYLIRON, also for use on “Nickel-Containing Iron Cast- 
ings.” Although the registration directly involved in this appeal is the 
mark NI-TENSYL, the specimen label submitted with the affidavit is NI- 
TENSYLIRON. Both the examiner and Commissioner, through the Assistant 
Commissioner, held that use of the latter did not constitute trademark 
use of the former within the meaning of Section 8. The correctness of 
that holding is the sole issue here. That, in turn, depends on what 
Congress intended Section 8 to accomplish, and particularly what it in- 
tended the words “said mark is still in use” to mean. It is the Congress, 
of course, which makes the policy and writes the law. It is our respon- 
sibility to construe the law harmoniously with the Congressional purpose. 
Here, there is ample evidence of legislative history supplied by counsel 
that Congress intended to eliminate the trademark “deadwood” in the 
Patent Office, but there is no indication it intended the words “said mark 
is still in use” to have any unusual or extraordinary meaning. 

Basic to the various arguments advanced by appellant is, in appel- 
lant’s words, “that the word ‘iron’, in essence, neither adds to nor detracts 
from the mark NI-TENSYL, particularly in view of the unequivocal fact 
that the goods bearing the trademark are iron ecastings.”; arguing there- 
from that NI-TENSYL and NI-TENSYLIRON are one and the same within the 
meaning of Section 8. 

We are unable to reconcile that theory with our understanding of 
the language in Section 8. “Said mark” here is NI-TENSYL, nothing more. 
Yet appellant contends that it continues to be “said mark” despite addition 
of new matter which so changes its sound, appearance, spelling, and 


meaning as to result in a different word. That argument does not impress 
us as being literally, logically, or, as we read Section 8, legally sound. 
That appellant, at least at one time, also thought the two marks were 
different is best evidenced by its troubling to separately register each 
mark. And to hold, as appellant would have us do, that NI-TENSYL per- 
petuates its identity as “said mark” and “still in use” by merely incor- 
porating it into NI-TENSYLIRON is, we fear, a sure way to stretch Section 8 


into such a trademark Mother Hubbard as to defeat the clear purpose 
of that section. We assume appellant’s argument would be the same if 
the marks were, for example, NI-TENSYL and NI-TENSYLIRONCONTAINING- 
NICKEL, respectively. 
Appellant urges this court to give Section 8 a “strict” interpretation 
and attempts to support that position by stating: 
Section 8 was not enacted to place a confiscatory weapon in the hands 
of the Patent Office whereby it would be in a position to snuff out the 
rights of a trademark proprietor. Thus, this section should be con- 
strued strictly not only because it involves a penalty, but also be- 
eause a holding that Appellant’s trademark is not in use would throw 
a clod over and cast doubts around Appellant’s common-law rights 
in and to its mark. Section 8 has been interpreted by the Patent 
Office in derogation of Appellant’s common-law rights and such con- 
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struction, it is respectfully submitted, is contrary to established and 

controlling legal principles and authorities. 

There are several answers to that argument. First, in the absence 
of convincing evidence of a contrary Congressional intent, it is our duty 
to give words their usual and ordinary meaning. It is not for us to 
substitute our views of what we might think Congress should have said 
for what Congress actually said. Here, appellant fails to establish any 
valid reason for giving the involved section a “strict,” as opposed to what 
we assume would be the opposite, or “liberal,” construction. It must be 
remembered that the purpose of Section 8 is to eliminate the trademark 
deadwood cluttering the Patent Office files. 

Second, we agree with appellant that Section 8 was not enacted to 
place a confiseatory weapon in the hands of the Patent Office. It is merely 
a valid exercise of Congressional authority in pursuit of a legitimate aim. 

Third, we are aware of no authority, and appellant cites none, by 
which Section 8 would affect appellant’s right to use as distinguished 
from its statutory right to register. 

Section 8 merely lays down the ground rules for those trademark 
owners interested in keeping their registrations alive. It also, and we 
think quite considerately, makes provision for showing a satisfactory 
excuse for non-use. Here, if the mark for which renewal is sought had 
still been in use, it should have been no problem for appellant to have 
satisfied the statute; or, if not still in use, to have accepted the invitation 
to show cause for non-use. Since neither was done the mark must be 
considered as a part of the trademark deadwood Congress intended to 
eliminate. We see no other conclusion consistent with the evident Con- 
gressional purpose. 

The Patent Office actions regarding other matters which have arisen 
under Section 8, to which appellant directs our attention, are interesting 
but hardly controlling here. Neither is Continental Distilling Corp., 45 
CCPA 863, 254 F.2d 139, 117 USPQ 300 (48 TMR 998), which involved 
a different set of facts, sufficiently in point to control here. Each case 
must be decided on the basis of its own facts. The decision is affirmed. 


RicuH, Judge, dissenting. 


The broad issue is whether, on the record here, the trademark NI-TENSYL 
is deadwood. 

The more specific statutory issue is whether this registered trademark 
is “still in use” so that appellant is entitled to maintain on the register 
its 1933 Registration, No. 302,033, granted under the 1905 Act and re- 
published August 15, 1950 under section 12(c) of the Lanham Act. 

Stated another way, the question is whether the Commissioner of 
Patents is obliged by section 8(b) of the Lanham Act to cancel that reg- 
istration because appellant has shown in its section 8 affidavit use only of 
NI-TENSYLIRON. 
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Let it be noted at the outset that section 8 does not require that the 
registered trademark be in use in any particular manner. It requires only 
that it be “still in use.” 

The examiner refused to accept the affidavit only for the reason that 
the mark shown on the specimen label submitted with it “includes the 
term ‘Iron’ in the mark whereas the mark as registered is shown merely 
to be NI-TENSYL.” Appellant protested this refusal and received in reply 


a “Commissioner’s Order” approving of the action and saying in part: 


As pointed out in the request for reconsideration. the mark 
NI-TENSYLIRON was registered for nickel-containing iron castings on 
February 26, 1946, No. 419,628. The two registrations would there- 
fore indicate that the registrant has used and registered two marks 
for the same goods, and it is urged that the examiner can not properly 
object to this. The examiner has not objected to the use and regis- 
tration of the two marks but it is assumed that a specimen showing 
use Of NI-TENSYL would have been submitted with the Section 8 affidavit 
if available, and a showing of use of a different mark of another reg- 
istration is not acceptable. | Emphasis mine. | 


The Commissioner was asked to reconsider that “Order” and in re- 
sponse rendered the “Decision” appealed from (113 USPQ 351 (47 TMR 
1020) ) which stated: 

* * * the question is whether the mark shown on the specimen sub- 

mitted with the affidavit to show current use of the registered mark 

is the same word mark as that shown by the registration. 

Both the Patent Office and registrant have recognized NI-TENSYL 
and NI-TENSYLIRON as different marks, since the former was regis- 
tered on March 21, 1933 as No. 302,033, and the latter was registered 
on February 26, 1946 as No. 419,628. [Emphasis mine. | 


It is my view that the foregoing quotation asks the wrong question 
and assigns to the fact of dual registration an unjustifiable significance. 
The majority has simply adopted the Patent Office view. I see nothing 
relevant in the registration of NI-TENSYLIRON and believe this case must 
be decided without regard to that fact. 

In my opinion the cancellation of the twenty-seven year old regis- 
tration of NI-TENSYL on the theory of non-use defeats the basic purposes 
of the Lanham Act, which were to provide better protection to trademark 
owners and to make the registration system of greater use to the public. 
Correlative to the latter was a desire to get on the registers as many of 
the trademarks being used in commerce as possible so that they would be 
available for such purposes. The majority decision thwarts both of the 
above basic objectives. A trademark owner is losing his registration just 
at the time when it acquires whatever advantages flow from “incontesta- 
bility” as a result of its republication under section 12(c) and the public 
registration records are being made to show that appellant’s rights to 
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NI-TENSYL may have lapsed (a logical implication of cancellation of a 
registration) when in fact they have not. 

The majority appears to believe that its decision flows inevitably by 
inexorable logic from the wording of the statute. This is demonstrably 
not the case. The most one can wring from section 8 is that the “said 
mark” must be still in use.” 

In spite of what the majority opinion says, there is no argument about 
what the “said mark” is. It is NI-TENSYL. The only question to be decided 
is whether proof of use of NI-TENSYLIRON shows that it is “still in use.” 
The decision on this question has not been foreordained for us by Congress 
in the wording of section 8 for it is as logical, in my opinion, to say that 
NI-TENSYL is “still in use” as to say that it is not. 

This is a fact question. I can find nothing in the statute which even 
suggests how we shall decide it, to say nothing of requiring any particular 
decision. On this point Congress was as silent as the Sphinx, though the 
majority seems to have found it so eloquent that only one result in this 
ease is conceivable. 

My reason for saying that NI-TENSYL is “still in use,” which I think 
is logically sound, is based on two facts. First, the goods for which the 
mark is registered are iron castings containing nickel. Second, nothing 
whether or 


b 


is more descriptive of an iron casting that the word “iron,’ 
not the casting contains nickel. A purely descriptive word is devoid of 
trademark significance. Therefore, when the mark NI-TENSYLIRON is ap- 
plied to an iron ecasting—and trademarks in use are applied to the goods 
or otherwise used in association with them and not in vacuo—the only 
part of that mark having any trademark significance or functioning as 
a trademark is NI-TENSYL. That mark is right there staring one in the 
face. It is not so submerged in another mark as to lose its identity or 
significance as a trademark. It is the only thing of trademark significance 
in the phrase NI-TENSYLIRON castings.” How can it be said that it is not 
“still in use”? 

Appellant’s position in this case, and I think it is a sound one, is 
“that it is not using two different trademarks in the trademark sense or 
usage of trademarks. Registrant is using in principle and in the trade- 
mark sense but one trademark.” It has insisted that its one mark is NI- 
TENSYL and that it registered it “in the form of NI-TENSYLIRON.” Appellant 
asks the very pertinent question, to which the majority gives no answer, 
whether there is any real difference, in the trademark sense, between 
the following forms of the mark when it is used on iron castings: 


NI-TENSYL 
NI-TENSYL IRON 
NI-TENSYL-IRON 
NI-TENSYLIRON 


All the majority has to say is that they are “different.” 
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I do not contend that, in one sense, NI-TENSYL and NI-TENSYLIRON are 
not two different marks. They differ, of course. So would there be two 
different marks, in this sense, if we had NI-TENSYL in script and in Roman 
block letters; or NI-TENSYL with a rectangular line border around it and 
with an oval border. On these four variants the Patent Office would be 
quite willing, I am sure, to grant four registrations, if one asked for them. 
But in the broader and fundamental sense, there would not be four trade- 
marks but four versions of the single word mark NI-TENSYL. Everyone 
knows that multiple registrations of the same mark are common. 

There is nothing in section 8 which requires that a showing be made 
that the mark is in use in its original version. Indeed, the Patent Office 
rules obviously contemplate that changes will be made in saying that a 
specimen of the mark “as currently used” should be submitted [Trademark 
Rule 2.162(b)]. In other cases the office has accepted section 8 affidavits 
showing changed and hence “different” marks. In Ex parte Petersen & 
Pegau Baking Company, 100 USPQ 20 (44 TMR 547), the mark in use 
differed substantially in typography and background from the registered 
mark. They were “different.” In Ex parte The Hanna Paint Mfg. Co., 
103 USPQ 217 (45 TMR 352), the word portion of the mark was changed 
from “arcuately displayed fancy capital letters” to “block letters in a 
straight line” and a picture of a man walking was eliminated entirely 
from the mark as registered. Yet in those cases the registered mark was 
considered to be “still in use.” 


The present case appears to have arisen because the Patent Office 
took a different view of changes in the wording of trademarks than it 
takes of changes in typography, arrangement, or pictorial background. 


I see no reason for such an arbitrary distinction. Changes in wording 
may or may not destroy the identity of the original mark. In this case 
my view is that the annexation of the purely descriptive word “iron” 
clearly left the mark NI-TENSYL intact. 

In the only previous case we have had on this point of law, In re 
Continental Distilling Corp., 45 CCPA 863, 254 F.2d 139, 117 USPQ 300 
(48 TMR 998), we held that a showing of use of YANKEE CLIPPER on 
whisky did not show use of either YANKEE or CLIPPER, the registrations 
of which were sought to be maintained by affidavits under section 8. I 
agree with the majority that the case is not controlling, but I would like 
to point out what the distinction is. In that case there were three distinct 
arbitrary word marks meaning different things. Here we have but a single 
trademark, in one version of which a short descriptive word, the first 
word in the name of the goods, has been attached to the mark. There- 
fore the mark is “still in use.” 

The only reason I can find in the majority opinion in support of the 
decision it feels compelled to arrive at by the wording of the statute is 
that there are “two trademarks” (allegedly proved to exist by two reg- 
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istrations) and that they are “different.” Only one is in use, therefore the 
other is “deadwood.” This non sequitur will strike trademark owners as 
a novel idea, and probably with considerable shock. But let them be fore- 
warned. If the owner of the famous trademark KoDAK, which I assume 
has been registered for photographie film, should decide to mark its pack- 
ages KODAKFILM, KODAK would, according to the reasoning of the majority, 
cease to be in use, become “deadwood,” and upon the first occasion when 
an affidavit of use was required to be filed showing that KoDAK was “still 
in use” (renewal under Sec. 9, for example), it would be refused and 
the registration cancelled. I am unable to see how this attitude carries 
out any legislative purpose. It protects neither trademark owners nor the 
public. Neither is it required by the language of section 8. 

The mere existence of difference between two marks is not a logically 
sound basis on which to predicate a decision that one of them is not in 
use when only the other one is; for the greater may include the lesser, or 
the two may be merely different versions of one trademark, or two ways 
of using a single mark to mention some of the possibilities. 

As for carrying out the “evident Congressional purpose,” I have al- 
ready suggested that appellant is not being helped any in the protection 
of its trademarks by this decision. But what about the public? How does 
it benefit by this cancellation? It would be highly misleading to one search- 
ing the register for possible conflicts with proposed marks not to have the 
registration of NI-TENSYL there because, regardless of how the majority 
applies section 8, the International Nickel Company is applying that mark 
to its goods, with the first word in the name of the goods attached to it, 
and anyone adopting that or a confusingly similar mark would be bor- 
rowing trouble. It would perhaps be even more misleading to have the 
registration in the “dead” search files marked “CANCELLED,” implying 
that its use had been given up. This, furthermore, might tend to damage 
appellant, for it is a basic principle of trademark law that unexcused 
non-use of a trademark results in destruction of the owner’s exclusive 
rights therein. Factual adjudications of non-use should be made with 
great caution. 

I disagree with the argument made on behalf of the Patent Office 
that the purpose of section 8 is “to have the * * * registers reflect con- 
temporary commercial trademark usage.” That may be the purpose of 
section 7(d) which provides for amendment of registrations (a recog- 
nition of the principle that change and hence difference does not neces- 
sarily imply non-use of the original), but clearly it is not the purpose 
of section 8. 

Robert’s “The New Trade Mark Manual” (1947), page 105 says: 


The purpose of this affidavit of use is to remove abandoned marks 
from the register so that those which remain on the register may be 
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deemed to be “live’’ marks and in use by the registrant. {Emphasis 
mine. | 


The automatic cancellation of registrations as to which no affidavits 
are filed is the principal method by which the deadwood is eliminated and 
has been very effective in achieving that congressional intent. It was 
never intended, however, that a trademark should be regarded as aban- 
doned or as deadwood just because its form of use had been altered. 
Abandoned marks are those which are given up altogether or which be- 
longed to owners who went out of business, the major cause of trademarks 
falling into the “deadwood” category. See, for how section 8 has worked 
out in practice, Merchant, “The Section 8 Affidavit—Use and Excusable 
Non-Use,” 49 TMR 911 (1959). 

The only countervailing interest to that of the appellant here is a 
very general public interest in having the register purged of marks which 
are clearly dead and I believe our decision as to use should be one which 
will carry out that congressional intent. 

In my judgment the cancellation of NI-TENSyL would tend to pollute 
rather than to purge the records. They would be rendered misleading. | 
think that logic, common sense, and sound trademark law lead to the 
conclusion that proof of use of NI-TENSYLIRON on iron castings shows that 
the trademark NI-TENSYL is “still in use.” 

This case turns on a simple fact issue, not on statutory construction 
whether NI-TENSYL is deadwood, as I said at the beginning. The majority 
makes this clear by repeated reference to the “clear purpose” of section 8 
and the Congressional intent to “eliminate the trademark ‘deadwood’.” 
Nowhere in its opinion, however, can I find any reason for deciding that 
NI-TENSYL is deadwood. That fact, which decides the case, seems to have 
been assumed from the beginning. True, the majority says NI-TENSYLIRON 
differs from NI-TENSYL in sound, appearance, spelling and meaning, but 
this does not show NI-TENSYL to be either out of use or dead. The majority 
is also afraid that a decision holding that NI-TENSYL is “‘still in use” when 
incorporated in NI-TENSYLIRON would so stretch section 8 as to defeat the 
purpose of section 8. This fear is without foundation and is not a very 
adequate reason for burying NI-TENSYL alive. 


Situ, Judge, dissenting. 


The majority opinion seems to me to place an undue emphasis on 
the strictly legal aspects of the issue before us. It is my opinion that 
all we are required to do under the express language of section 8 of the 
Lanham Act is to decide a simple fact issue: Is the mark NI-TENSYL still 
in use? 

In arriving at its decision, the majority opinion attaches more sig- 
nificance than I do to the name used on the label specimens showing the 
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mark and does not give as much legal effect as I would to the sworn 
allegations of use in the affidavit filed by appellant. 

It is significant to me that the affidavit of use, after referring to 
the registration of the mark NI-TENSYL states: 


* * * that the mark shown in the aforesaid registration has been 
continuously used by said corporation and related companies of said 
corporation, in interstate and/or foreign commerce, on goods and/or 
in advertising, for five consecutive years, from July 2, 1951 to the 
present, in connection with the following goods recited in the reg- 
istration: nickel-containing iron castings * * *. 


The labels referred to in this affidavit show the mark NI-TENSYL to 
be still “in use,” as that term is used in section 8. I do not regard the 
addition of the descriptive word “iron” on the labels as evidence which 
justifies cancellation of registration for non-use of the mark NI-TENSYL 
under section 8(b) of the Lanham Act. 

It is unfortunate that the affidavit filed on behalf of appellant was 
not more explicit as to the facts contemplated by Rule 2.162(3), and 
upon which the positive averments of use were made. It is seen par- 
ticularly in the failure of the affidavit to recite such pertinent facts as 
may have a bearing on the question of non-use of the registered mark. 
It seems clear to me from the affidavit that appellant considers its use 
of NI-TENSYLIRON to constitute a use of its mark NI-TENSYL. 

However, in view of the opposite factual conclusion reached by the 
Patent Office and by the majority, from their reading of the same affidavit, 
prudence suggests that in every case where the specimens of a mark 
deviates in any manner whatsoever from the mark as registered the section 
8 affidavit required by Rule 2.161 should be most explicit in its recital 
of the facts of use. Rule 2.162(3) enumerates the facts required to show 
that the mark as described in the registration is still in use and to show 
that in using the changed specimens there is no intent to abandon the mark. 

For these reasons, I am unable to agree with the conclusion reached 
by the majority and respectfully dissent from the same. I would find 
as a factual matter the mark NI-TENSYL is still in use for the reasons 
more fully set forth in the dissenting opinion of Judge Rich. I would 
therefore reverse the decision below. 
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CORO, INC. v. ERICH SCHEWE 0o.H.G. 


Trademark Trial and Appeal Board — September 2, 1960 
— 126 USPQ 518 


400.3—CONFUSING SIMILARITY—-NOT CONFUSINGLY SIMILAR MARKS 
GAZELLE and design of a gazelle (Applicant) for jewelry. 
Design of a winged horse (Opposer) for jewelry. 
Opposition dismissed. The pictorial representations of the parties’ marks ure 
completely different both visually and in the mental impression created thereby. 


Opposition proceeding No. 38,493 by Coro, Inc. v. Erich Schewe 0.H.G., 
application Serial No. 29,958 filed May 13, 1957. Opposition dismissed. 


Philip G. Hilbert, of New York, N.Y., for Coro, Ine. 
Michael S. Striker, New York, N.Y., for Erich Schewe 0.H.G. 
Before LEACH, WALDSTREICHER, and SHRYocK, Members. 


SuHryocK, Member. 

An application, based on ownership of a registration in Germany, 
has been filed by Erich Schewe 0.H.G. to register as a trademark for a 
line of jewelry and costume jewelry, including stick pins, brooches, brace- 
lets, necklaces, earrings, tie clips, cuff links and the like, the following: 


7 Nt 


Gas wy 


Registration has been opposed by Coro, Inc., registrant of the mark 
reproduced! below and of various composite marks which include as a 
feature thereof substantially the same winged horse design? for a similar 
line of jewelry and/or costume jewelry. 





The record consists of the pleadings, applicant’s application, opposer’s 
registrations and a stipulation of facts in behalf of both parties. 

According to the stipulation, opposer has, since at least as early as 
1946, used the mark reproduced above on jewelry and/or costume jewelry. 





Reg. No. 375,063, issued Feb. 6, 1940; renewed. 
Reg. No. 427,417, issued Feb. 11, 1947; Reg. No. 428,993, issued Apr. 15, 1947; 
and Reg. No. 516,216, issued Oct. 11, 1949. 


2 
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Opposer has advertised the mark in national consumer magazines, and 
during the year 1958 alone opposer spent more than $500,000 on such 
advertising; and since 1946, sales on goods bearing the mark have ap- 
proximated $22,000,000 a year. 

The stipulation also establishes that applicant’s mark has been used 
in commerce with the United States since 1953. 

There is no question of priority and the products of both parties 
consist of a line of jewelry and/or costume jewelry. Accordingly, the sole 
question for determination is whether applicant’s mark so resembles the 
representation of a winged horse depicted in opposer’s marks as to be 
likely to cause confusion or mistake or deception of purchasers. 

Opposer contends that the respective marks are similar in that both 
consist of or comprise a representation of a quadruped. This contention 
is obviously without merit since it is quite apparent that opposer’s use 
and registration of a winged horse cannot preclude the use or registration 
by another of any four-legged animal, for the same or similar goods, 
regardless of how dissimilar such animals may be. 

Opposer’s marks include or comprise the representation of a distinc- 
tive winged or mythological horse while applicant’s mark consists of the 
representation of a gazelle, with the identifying word GAZELLE written 
thereunder. These pictorial representations are completely different both 
visually and in the mental impressions created thereby. It is therefore 
concluded that the marks are wholly dissimilar and that confusion or 
mistake or deception of purchasers is quite unlikely to oceur.® 


DECISION 


The opposition is dismissed. 


en 





3. See: Doeskin Products, Inc. vy. Levinson, doing business as Newburgh Tissue 
Company, 105 USPQ 329 (45 TMR 820) (DC NY, 1955); and Coro, Inc. v. Delsa Mfg 
Co. of R.I., Inc., 119 USPQ 58 (49 TMR 132) (Comr., 1958). 
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IN RE FIRSTAMERICA CORPORATION 


Trademark Trial and Appeal Board — September 29, 1960 
— 127 USPQ 94 


200.30—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE 
SERVICE MARKS 
There is nothing in the statute which prohibits the registration of a mark as 
a trademark which has previously been registered as a service mark, if the mark 
is used to identify goods. 
200.36a—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)- 
TRADEMARK USE—IN GENERAL 
Where applicant has adopted a mark to identify its directories, affixes the 
mark to the goods, and transports the goods in commerce, the mark comprises a 
trademark and is registrable. 


Application for trademark registration by Firstamerica Corporation, 
Serial No. 40,893 filed November 18, 1957. Applicant appeals from de- 
cision of Examiner of Trademarks refusing registration. Reversed. 
Townsend & Townsend of San Francisco, California for applicant. 
3efore LEACH, WALDSTREICHER, and LEFKOwITz, Members. 


WALDSTREICHER, Member. 

An application has been filed to register FIRSTAMERICA as a trademark 
for directories. Use since October 8, 1957 is asserted. 

Registration has been refused on the ground that the record does not 
show trademark use of FIRSTAMERICA. The basis for the rejection is that 
(a) the directories are merely normal and expected incidents to the con- 
duct of applicant’s services and therefore are not “goods” of applicant 
within the meaning of the statute and that (b) FIRSTAMERICA is used only 
in the sense of a trade name identifying applicant company. 

Applicant has appealed. 

The specimens submitted with the application comprise shipping labels. 
The labels have a space for insertion of the name and address of addressee 
and directly thereunder appears the notation FIRSTAMERICA in association 
with the phrase “The exclusive name and mark of Transamerica Corpora- 
tion”. In addition, applicant has made of record eight affidavits and 
two copies, issued at different times, of its directory. 

Applicant is a bank holding company and has subsidiary banks lo- 
eated in eleven western states. Applicant identifies the subsidiary banks 
as being members of the “FIRSTAMERICA family of banks”. Each member 
bank, however, does business entirely within its own state and under its 
own name. The relationship between each FIRSTAMERICA member bank re- 
sults from the ownership by applicant of a majority of the shares of all 
FIRSTAMERICA member banks. Applicant itself does no banking business. 





1. Transamerica Corporation is assignor of Firstamerica Corporation and filed the 
application for registration. 
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Applicant has published and distributed directories listing its member 
banks, directors and administrative officers thereof, location of branches 
and names of branch managers. The first issued directory is entitled 
DIRECTORY OF THE FIRSTAMERICA FAMILY OF BANKS and the second bears 
the same title excepting that the definite article has been omitted. In 
both instances, the notation FIRSTAMERICA is in type entirely different 
than the other wording and is so set out that it creates an impression 
separate and apart from the entire title. 

The affidavits, by officials of banking institutions and responsible 
employees of large commercial establishments, are essentially to the same 
effect, i.e., the directories have value and use to affiant and that the avail- 
ability of the information in the directories enables affiant to further his 
services to customers of his employer. In addition, affiants state that they 
know of no use of FIRSTAMERICA by any other person or corporation, and 
two thereof aver that they recognize FIRSTAMERICA, as employed upon the 
directories as the exclusive trademark of applicant. 

What are the “services” of applicant? Applicant is not engaged in 
rendering banking services. Its business is that of managing its invest- 
ments, and in connection therewith, it apparently furnishes services to 
and performs services for its subsidiary banks. It does not appear in the 
record of this case what the nature of such services are. Applicant, how- 
ever, is registrant of FIRSTAMERICA for “promotion of banking and banking 
services by advertising and the issuance of published matter including 
directories”.? Essentially this “service” comprises promotion of the bank- 
ing services of those banks in which applicant is a major stockholder 
and such “service” can take many varied forms, and one of the con- 
erete forms of such “service” is the issuance of directories, as heretofore 
deseribed. 

There is nothing in the statute which prohibits the registration of a 
mark as a trademark which has previously been registered as a service 
mark, if in fact the mark is used to identify goods. 

The affidavits disclose that the directories have independent value 
and are useful to many in the business world as a reference source of 
information and for other various purposes. It thus appears that these 
directories comprise “goods” within the meaning of the statute. 

At the time the application was filed, the notation FIRSTAMERICA was 
not any part of the trade name of the then applicant or of any of its 
subsidiaries. The specimens filed with the application bespeak of a trade- 
mark use of FIRSTAMERICA. The directories themselves indicate that First- 
AMERICA identifies a number of banks, albeit these banks do business under 
their separate names. Even in this respect, FIRSTAMERICA is displayed in 
such a manner as to create the impression of a trademark. 





2. Reg. No. 687,374, issued Oct. 27, 1959. 
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This applicant has adopted a mark to identify its directories; it affixes 

the mark to the goods and the containers thereof; and transports the goods 

in commerce. The mark therefore comprises a trademark and is registrable 
as such. 


DECISION 


The refusal of registration is overruled; and the mark should be 
published in accordance with Section 12(a). 





THE RALPH M. PARSONS COMPANY v. PARSONS CORPORATION 
Trademark Trial and Appeal Board — October 28, 1960 -—127 USPQ 266 


300.24—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 
DISMISSAL 
Opposition dismissed where prior opposition was dismissed with prejudice. 
Opposer cannot defeat the “prejudice” by contesting a revised wording of the 
identical or substantially similar services. 
100.32—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES 
ACT OF 1946—SEC. 2 
There is nothing in Section 2(f) which requires exclusive use of a mark during 
any stated period. 


Opposition proceedings Nos. 37,792 and 37,796 by The Ralph M. Par- 
sons Company v. Parsons Corporation, applications, Serial Nos. 24,070 
and 24,071, filed February 8, 1957. Oppositions dismissed. 

Christie, Parker & Hale, of Pasadena, California, for The Ralph M. Parsons 

Company. 

Jerome A. Gross, of St. Louis, Missouri, for Parsons Corporation. 
Before LEACH, WALDSTREICHER, and LEFKOWITZ, Members. 


WALDSTREICHER, Member. 

Parsons Corporation has filed applications to register PARSONS’ and 
PARSONS CORPORATION” in association with other matter for electronic en- 
gineering and testing of aircraft components for others and the devising 
of electronic systems therefor. Use since October 2, 1946 and September 1, 
1954, respectively, is alleged. 

Registration has been opposed by The Ralph M. Parsons Company, 
which alleges that it is engaged in the manufacture, sale, design, fabri- 
cation, assembly and servicing of electrical and electronic apparatus for 
use in diverse industries, including electronic engineering and testing 
electronic systems of aircraft components for others and the devising of 
electronic systems therefor; that it has, since on or about September 24, 
1952, used PARSONS as a mark in its business of selling and servicing of 





1. Ser. No. 24,071. 
2. Ser. No. 24,070. 
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certain enumerated electrical and electronic apparatus; and that it has, 
since June, 1944, used the mark PARSONs in connection with its architect- 
engineering, research and development and other services. As grounds 
of opposition, it is alleged that the services of applicant are of the same 
general description as opposer’s goods and services and that the use of 
the same name in connection therewith is likely to lead to confusion in trade. 

Opposer provides industry and government with engineering, con- 
struction, consulting and other technical services in such diversified fields 
as irrigation and water development, heavy construction, electronics, and 
petroleum and natural gas. Opposer identifies itself as an “architect- 
engineer” and ‘“contractor-constructor”. Since at least as early as 1944, 
opposer has been engaged in the business of constructing oil-refinery fa- 
cilities. In 1952, opposer organized an electronics division whose activities 
include the design and manufacture of electronic instruments, theoretical 
studies and test programs. This work lies within the field of instrumen- 
tation for aireraft and guided missiles. Approximately half of the activity 
of opposer’s electronic division is concerned with flight testing of air-borne 
aircraft or missiles. In addition, opposer does pre-flight testing relative 
to dynamic firings of engines, and measuring and recording the trajectory 
of airborne objects. In this regard, opposer makes telemetering equipment 
and has developed a miss-distance indicator used to measure the trajectory 
of one air-borne object relative to a second air-borne object. Opposer has 
advertised its telemetering equipment, miss-indicator and its air-borne 
and ground test and control services through such means as bulletins and 
catalogues, and in connection therewith has featured its mark PARSONS. 

Applicant, through its aircraft division, is engaged in the manufac- 
ture of rotor blades for helicopters. Applicant designs and tests helicopter 
rotor blades and other components. In 1946, in making blade design studies 
on contract with a governmental agency, applicant’s predecessor utilized 
computing equipment in connection with rotor blade stress analyses. Jn 
addition, applicant has utilized other electronie systems, techniques and 
equipment in the design, development and testing of aircraft structures 
other than helicopter blades, such as metal wing panels, a TOL tail con- 
trol surface fan, airfoil surfaces, rocket fins, fuselage nose cones and fuse- 
lages. In addition, applicant has tested adhesive joints of aircraft 
structures to determine the structural adequacy of the adhesive used and 
in the measurement thereof electronic transducers and recording equip- 
ment are utilized. Applicant’s source of business comprises governmental 
agencies, aireraft manufacturers and aeronautical engineering research 
eroups. Applicant’s advertising includes displays at technical meetings, 
brochures, advertisements in the American Helicopter Society Newsletter 
and a house organ. 

Applicant is registrant of parsons for the service of designing of 
helicopter rotors for others. An opposition had been filed by opposer to 





3. Reg. No. 671,963, issued Dee. 30, 1958. 
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the registration of that mark for those services, the grounds for opposition 
therein being identical to those alleged in these proceedings.‘ That oppo- 
sition which had been consolidated with the present oppositions was dis- 
missed with prejudice as provided by Trademark Rule 2.106(c). Applicant 
asserts that the said dismissal is a final judgment against opposer. It is 
argued that the services described in applicant’s application “electronic 
engineering and testing of aircraft components for others, and the de- 
vising of electronic systems therefor” belong in fact to the same engineering 
services as “the design of helicopter rotor blades for others” and that the 
services as described in the applications in issue constitute a partial re- 
definition of “what has already been adjudicated as Applicant’s sole field.” 
On this basis, applicant contends that “Opposer can not defeat that ‘preju- 
dice’ by contesting a revised wording of the identical services”. While it 
may be that the description of services set forth in the applications in issue 
encompasses the designing of helicopter blades, it is apparent that such 
description includes an additional service. This additional service, the test- 
ing by electronic means of helicopter rotors, is, however, closely related 
to the service of designing helicopter rotor blades and is merely an ex- 
tension thereof. Since opposer, admittedly, could not be damaged by 
the registration to applicant of the mark parsoNs for the service of de- 
signing helicopter rotors for others, it is not seen how opposer can be 
damaged by registrations to applicant of that mark or a mark including 
the name PARSONs for substantially similar services. 

Opposer contends that applicant’s marks have not become distinctive 
of applicant’s alleged services and this contention apparently is based on 
the fact that opposer used PARSONS in connection with electronic equip- 
ment and the activities of its electronics division relating to aircraft during 
the five year period preceding the filing dates of applicant’s applications. 

There is nothing in the statute which requires exclusive use during 
any stated period. Section 2(f) of the Act of 1946 states that “The Com- 
missioner may accept as prima facie evidence that the mark has become 
distinctive, as applied to the applicant’s goods (services) in commerce, 
proof of substantially exclusive and continuous use thereof as a mark by 
the applicant in commerce for the 5 years next preceding the date of the 
filing of the application for its registration”. This is merely procedural 
and only provides a method for the exercise of discretion in administering 
the Act. Evidence of use of the same term by others may lead to a con- 
clusion that an applicant’s mark does not in fact identify his goods or 
services and distinguish them from those of others. It does not follow, 
however, that because others have used that same term that applicant’s 
mark cannot have acquired a secondary meaning. 








4. Op. No. 37,797. 
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Opposer has long used PARSONS as a trademark and as a service mark 
but in fields disassociated from the aircraft industry. At the time, op- 
poser extended the use of PARSONS to equipment and services relating to 
the aircraft industry, applicant was already well-known in that industry 
under the name PARSONS. It is clear that in this field applicant’s rights 
in the name PARSONS are superior to that of opposer and in this regard 
opposer could not be damaged by the registrations sought by applicant. 


DECISION 


The oppositions are dismissed. 








| 
| 











PART Ill 





DONOVAN v. WILSON SPORTING GOODS COMPANY 
No. 5725—C. A. 1 —Jan. 5, 1961 —128 USPQ 46 





500.32e—COURTS—BASIS OF RELIEF—NAMES—PERSONAL NAMES 

Judgment of District Court dismissing complaint vacated and case 
remanded for further proceedings. 

The Court found that defendant sent a letter to all its dealers stating 
that its exclusive rights to use the names of baseball players on sporting 
equipment were being violated. It also sent a copy of the letter to a 
monthly sporting goods trade magazine which published an account there- 
of. The magazine lacking legal discernment confused the holdings of a 
case cited in the letter and inaccurately reported that the players’ names 
on gloves and bats must have the athlete’s approval even if “style” or 
“type” rather than signature is used. The court held that defendant could 
not send an item to a magazine that would deem it noteworthy than claim 
irresponsibility. Defendant’s accountability must be based on the entire 
group of subscribers to the magazine and not simply to its own dealers 
to which the original letter was addressed. It is one thing to assure its 
dealers that it was going to sue allegedly unfair manufacturers and dis- 
tributors. It was another to circulate a threat to the entire trade. There 
was ample evidence to warrant a recovery and the case should be tried 
to determine defendant liability. 





SPERRY RAND CORPORATION v. SUNBEAM CORPORATION 
No. 13086—C. A. 7—Dec. 28, 1960— 128 USPQ 65 


500.58a—COURTS—SCOPE OF RELIEF—INJUNCTION—PRELIMINARY 
INJUNCTION 


Plaintiff appealed from order of District Court enjoining plaintiff, 
and others controlled by plaintiff from instituting any other action in any 
other court, seeking to restrain defendant, or any company owned or con- 
trolled by defendant from using the trademark ROLLMASTER in connection 
with electric shavers, pending final determination in an action now pending 
before the District Court, which at the time of appeal was not yet at issue. 

The Court found that plaintiff's German affiliate, authorized to take 
legal action in its own name under German Law, had filed a trademark 


443 
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infringement action against defendant’s affiliate in Germany. The record 
showed there was only one trademark action pending between the parties 
in the United States, the one action pending in Germany and threats of 
actions in other foreign countries by local foreign nationals involving spe- 
cific foreign rights arising under and enforceable only through the laws of 
those foreign countries. The Court held that the District Court’s finding 
was clearly erroneous since there was no evidence to support a finding of 
vexatious or harassing litigation by plaintiff. It did not appear that the 
institution of the separate law suits for trademark infringement in other 
foreign countries duplicated the action now pending in the District Court. 
It did appear that under the laws of the foreign countries the preliminary 
injunction might seriously and irreparably harm plaintiff’s foreign af- 
filiates. Preliminary injunction against plaintiff vacated. 





BEATRICE FOODS CO. v. NEOSHO VALLEY COOPERATIVE 
CREAMERY ASSOCIATION 


No. 4659 —D. C., N. D. Okla. — Nov. 9, 1960 —128 USPQ 89 


500.19—COURTS—BASIS OF RELIEF—DESCRIPTIVE AND GENERIC MARKS 


The court found the word MEADOW or a phonetic thereof, when used 
as a part of a trademark for dairy products was not capable of distin- 


gruishing origin. 


500.21—COURTS—BASIS OF RELIEF—DOMINANT FEATURES 
The court found that when MEADOW and another word is used for 
dairy products it is the other word and not MEADOW which constitutes the 


dominant part of the overall mark. 


600.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
The court held MEADOW GOLD and MEADOW SWEET when applied to 
dairy products were not confusingly similar to purchasers using ordinary 


care. 


500.76e—COURTS—PLEADING AND PRACTICE—DEFENSES—LACHES 
AND ACQUIESCENCE 
The court found that plaintiff was aware of defendant operation and 
use of the mark MEADOW SWEET for dairy products and had aequiesced in 
its use by defendant for approximately 10 years without objection and 
held it would be unequitable to enjoin defendant. 


NR 
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FARR’S, INC. v. NATIONAL SHOES, INC. 
No. 27616—D. C., E. D. Pa. —Dec. 22, 1960 — 128 USPQ 479 


500.6—COURTS—J URISDICTION 


Defendant, a New York corporation, having no office, warehouse or 
other facility in Pennsylvania, and making no sales or solicitations and 
maintaining no inventory there, was not “doing business” in Pennsylvania 
even though its wholly-owned subsidiary was doing so and one of defen- 
dant’s employees visited the subsidiary’s stores from time to time. The 
suit in Pennsylvania was therefore in the wrong venue. 

In the interest of justice, it being admitted that defendant may be 
served in the Southern District of New York, the case is transferred to 
that court under 28 U.S.C.A. Sec. 1406(a). 





THE GLIDDEN COMPANY v. DIXIE PAINT & VARNISH COMPANY, INC. 
Tm. Bd.— Jan. 27, 1961 —128 USPQ 261 


200.72—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—SUGGESTIVE MARKS 

300.23d—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION- 
PLEADING AND PRACTICE—EVIDENCE 

400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


DURAFLEX (Applicant) for mildew resistant paint for stucco, concrete 
block, asbestos siding, brick and other masonry, of a non-turpentine or 
oil type for application within specified temperature limits of 60-85°F. 


FLEX (Opposer) for paint in ready-mixed form, varnish, lacquer ; paint, 
varnish, and lacquer dressing ; and FLEX “BLACKBOARD”’ for flat, alkyd resin 
enamel. 


Opposition dismissed. The court found that numerous third party 
registrations of record showed FLEX was used by manufacturers of paint 
products as a portion of trademarks and held that although DURAFLEX 
incorporated Opposer’s entire mark FLEX, there was sufficient differences 
between the marks to obviate likelihood of confusion. (DURA and FLEX were 
both highly suggestive of paint products). 
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AMERICAN HOME PRODUCTS CORPORATION v. FOREMOST SUPPLY CO. 
Tm. Bd. — Jan. 27, 1961 —128 USPQ 264 
200.72—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 


—SUGGESTIVE MARKS 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


SANI-JAN (Applicant) for floor wax and a glass cleaner and polisher. 


SANI-FLUSH (Opposer) for cleaning powders and water-closet bowls and 
automobile radiators. 


Opposition dismissed. The Board found that combining form SANI 
suggested sanitary and held the differences between SANI-JAN and SANI- 
FLUSH were such as to obviate likelihood of confusion. 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 


The Board held that floor wax and a glass cleaner and polisher were 
products which purchasers would attribute to the same manufacturer of 
a toilet bowl cleanser. 





ANDERSON, CLAYTON & CO. v. PATRICK CUDAHY, INC. 
Tm. Bd. —Jan. 27, 1961 —128 USPQ 265 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


QUEEN O’HEARTS (Registrant) for shortening prepared from meat fats and 
vegetable oils. 


SOUTHERN QUEEN (Petitioner) for shortening made from cottonseed oil. 


Petition for cancellation dismissed. The Board held that confusion 
was unlikely between QUEEN O’HEARTS and SOUTHERN QUEEN although used 
on substantial identical shortening preparations because of the difference 
in sound, appearance and over all significance. 





JONES & LAUGHLIN STEEL CORPORATION v. NEW JERSEY 
ALUMINUM EXTRUSION CO. INC. 


Tm. Bd. — Jan. 27, 1961 — 128 USPQ 266 


300.23d—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE—EVIDENCE 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


JALEX (Applicant) for extruded aluminum members such as tubes, 
bars, rods and bands used in the construction of window frames, furniture, 
doors and similar construction. 
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JALCASE, JALLOY, JALDUCT, JALTEN, JALZINC, JAL-TREAD (Opposer) for 
steel products of one kind or another. 


Opposition sustained. The Board found that it was apparent from 
the record presented that in the field of trade to which the goods of the 
parties pertained the term JAL per se served to identify opposer’s goods 
and held JALEX for aluminum extrusions would cause the public to asso- 
ciate the product with opposer. 





IN RE IRON FIREMAN MANUFACTURING COMPANY, 
doing business as SIGNET CONTROLS 


Tm. Bd. — Jan. 27, 1961 — 128 USPQ 268 


400.1—CONF USING SIMILARITY—IN GENERAL 


The Board held the mere fact that the trade channels of the respec- 
tive products might differ is not controlling on the likelihood of confusion 
since such trade practices may change at any time. 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 


The Patent Office classification is not controlling on the question of 
likelihood of confusion. 

The Board held that siaNer for thermostatically operated or ther- 
mally responsive electric controls, time responsive electric controls, and 
thermostatically controlled electric switches especially adapted for con- 
trolling heat generating and heat utilizing apparatus, pressure controlled 
electric switches especially adapted for controlling heat generating and 
heat utilizing apparatus and including electric alarm and limit switches, 
would likely be confused with prior registration of siGNer for electrical 
apparatus—namely, irons, toasters, broilers, mixers, grilles, hair dryers, 
portable electric stoves, percolators, portable space heaters, heating pads, 
corn poppers, deep fryers, vacuum cleaners, hand tools, portable utility 
lights, and bean pots. 





IN RE AMERICAN INDEPENDENT MUTUAL CASUALTY CO. 
Tm. Bd.— Feb. 16, 1961 — 128 USPQ 404 


200.36—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
TRADEMARK USE 


Applicant’s service mark as actually used comprised a seal encircled 
by the words “AMERICAN’S SEAL OF SECURITY—THE ‘BLUE FUNDS’ PLAN” but 
to avert opposition applicant deleted the word “Blue” from the drawing. 
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Registration refused on the ground that the mark so shown is materially 
different from the mark as used and applicant is not entitled to registration 


of mark it is not shown to have used. 





IN RE PALM BEACH COMPANY 
Tm. Bd. —Feb. 17, 1961 — 128 USPQ 407 


200.834A—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE 
SUGGESTIVE MARKS 
Refusal to register IRISHEEN for men’s and boys’ clothing overruled 
despite examiner’s assumption that the mark identifies the fabric, since 
there is nothing of record to indicate that IRISHEEN is anything but a 


trademark for wearing apparel. 
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